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Summary of Facts and Subm ssi ons
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The patent applicant has appeal ed agai nst the deci sion
of the exam ning division refusing European patent
application nunber 95 907 427.9 (WD 95/19566). The
pat ent application concerns a nmethod and apparatus for
controlling the feed of treatnent chemcal into a

solution using a voltametric sensor.

Claims 1, 2, 4 to 7 and 8 of the application as
publ i shed are worded as foll ows:

"1l. A nmethod for controlling the chem cal treatnent of
a solution conprising the steps of: (a) feeding a
treatment chemical into the solution; (b) applying an
external voltage across a reference electrode and a
wor ki ng el ectrode of a voltammetric sensor while the
el ectrodes are immersed in the solution; (c) measuring
a current that flows through the working el ectrode; (d)
converting the neasured current into a feedback signal
which is indicative of a concentration of a substance
in the solution; and (e) using the feedback signal to
control a rate of feeding the treatnment chemcal in
step (a).

2. The method according to claim1, wherein the step of
using the feedback signal in step (e) conpares the
feedback signal and a reference signal to generate a
control signal for controlling the rate of feeding the
treatnment chemcal in step (a).

4. The method according to claim1, wherein applying an
external voltage step (b) conprises applying a voltage

pul se train.
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5. The nmethod according to claim4, wherein the current
measuring step (c) neasures the current after the
application of a voltage pulse of the pulse train to
perm t non-faradai c charging.

6. The nethod according to claim1, further conprising
the step of: (f) applying a current to the working

el ectrode sufficient to renove deposits fromthe
wor ki ng el ectrode.

7. The nethod according to claim1, further conprising
the steps of: measuring a background signal before the
treatnment chemical is introduced into the solution; and
subtracting the background signal fromthe feedback
signal after the treatnent chem cal has been introduced
into the sol ution.

8. An apparatus for controlling the anount of treatnent
chem cals to be added to a sol ution, conprising: means
for feeding a treatnment chemical into the solution; a
vol tammetri c sensor including: a reference el ectrode, a
wor ki ng el ectrode, nmeans for applying a voltage across
the reference el ectrode and working el ectrode while
imrersed in the solution, nmeans for neasuring a current
that flows through the working el ectrode, and neans for
converting the neasured current into a feedback signal
which is indicative of a concentration of a substance
in the solution; and neans for applying the feedback
signal to the feeding neans whereby to control a rate
of feeding the treatnment chemcal."
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L1l The application was subject to an International
Prelimnary Exam nation Report (IPER) to which the
exam nation division nade reference during the
exam nation proceedi ngs. According to Section 1 of the
| PER the subject matter of, inter alia, clains 1 and 8
as published | acks novelty. The subject matter of,
inter alia, clains 2, 4, 5 6 and 7 as published | acks

i nventive step.

| V. The deci si on under appeal nakes reference to the

fol |l owi ng docunents:

D1 EP- A- 466 302

D2 WO A 88/08532 (=US-A-4 822 474).

The decision of the exam ning division was based on

i ndependent clains 1 and 8 as published. The

exam nation division was of the view that docunent D1
t aki ng account of docunment D2, incorporated into the
teachi ng of docunment D1 by a reference therein to
US-A-4 822 474, discloses the features of independent
nmethod claim1 and of correspondi ng apparatus cl ai m 8.
The di vision observed that claim21 does not exclude
either sanpling the solution or addi ng anal ysing agent.
Thus the subject matter of both clains 1 and 8 | acked

novel ty.

V. According to the appellant, step (b) of claim1 clearly
states that the electrodes are imersed in the solution,
i.e. the solution defined previously in the claimas
being that to which the treatnment chemi cal is being
added. Docunent D1 on the other hand di scl oses draw ng
off of a sanple stream 18 for separate analysis with

0983.D
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addition of an anal ysing agent 36 prior to passing

t hrough an anal yser 52, for exanple the anperonetric
anal yser of docunent D2, thus any el ectrodes are not
imersed in or in contact with the solution. Remttal
of the case to the exam ning division for fuller

consi deration of inventive step thus appeared
appropriate and was requested. Oral proceedi ngs were
requested before the board exerci sed any power adverse
to the appellant.

In a comuni cation attached to a summons to oral
proceedi ngs, the board inforned the appellant that the
sensor is, according to docunment D1, not in the process
stream 12 but in what amounts to a parallel sanpling
path, which seens to return to stream 12 via 29 (see
colum 5, line 4). The question at issue is whether the
wording of claim1l really excludes the docunent D1
configuration. The claimis cast as a nethod claimand
t he reader can understand that the steps recited are in
the order given, i.e. feeding followed by applying and
the other steps. The view of the appellant that step (b)
i nvol ves the solution in which the el ectrodes are

i mersed being that to which the treatment chem cal is
"bei ng added”, i.e. a kind of tenporal coincidence or
vague indication that everything takes place in one
vessel, may therefore not be the only way of
understanding the claim The board thus doubted that
the word "solution” on its own excludes using the
contents of the parallel sanpling path of docunent D1,
to which the anal ysing agent has |ater al so been added.
The board observed that the appellant did not argue for
novelty of any features of claim1l other than feature
(b), which may be considered to inply that the position
of the exam ning division was otherw se agreed wth.
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Fol | owi ng the comuni cation fromthe board, the
appellant replied by filing an anended cl ai m set
together with three auxiliary requests. The appel |l ant
requested a decision that the new main request, or
failing that one of the auxiliary requests, is novel.
Rem ttal of the case to the Exam ning Division for
further consideration of inventive step would then be
appropriate, only novelty having been the subject of

t he appeal ed deci sion. The appellant noted that the new
mai n request incorporates claim2 into claiml (claim?2
havi ng been acknow edged in the I PER as novel). The
auxiliary requests incorporate claim®6, claim7 and
finally a conmbination of clains 4 and 5 into claim1l
(with cancellation of the apparatus clains). Al of
these clains were |ikew se acknow edged in the | PER as
novel . The appel |l ant expressed the view that it may be
possi ble to avoid the need for oral proceedings.

Follow ng the reply of the appellant, the board
cancel | ed the oral proceedings.

Reasons for the Decision

0983.D

The appeal conplies with the provisions nmentioned in
Rul e 65(1) EPC and is therefore adm ssible.

The cl ai ns upon which the decision under appeal was
based have been repl aced foll ow ng the comuni cati on of
t he board. The clains now presented involve features of
t he published dependent clains as expl ai ned by the
appel lant. The I PER took a negative line with respect

to inventive step in connection with subject matter



- 6 - T 0011/01

i ncluded in published dependent clains 2, 4 to 7 which
corresponds to that contained in the independent clains
of the various current requests of the appellant, but

gave no reasoning for this stance, nor is any reasoning

present in the remainder of the file.

3. While it mght be concluded fromthe conmunication of
the board that it agreed with the exam ning division
with respect to the fornmer clains the subject of the
deci si on under appeal, the board does not consider it
appropriate to advance a reasoned viewin relation to
subject matter in fresh i ndependent clains of requests
presented for the first time during the appeal
proceedi ngs, the reason being that if it were to reach
a negative decision, the appellant woul d have been
deprived of an instance. In line with this approach,

t he board does not conply with the request of the
appel l ant to decide on novelty of the subject matter of
any of the present requests as this could hanper the
wor k of the exam ning decision, which, follow ng

cl osure of the discussion of the clains upon which its
deci sion was based, is free to exam ne whether the
fresh clains conply with the requirenents of the

Conventi on.

4. Therefore, as the appellant, despite its request for a
deci sion on novelty of the requests nade during the
appeal proceedings, is not adversely affected by the
board refraining fromtaking this action, the board
considers it appropriate sinply to conply with the
appellant's request for remttal to the exam ning
division for further prosecution w thout comenting on

the nerits of the clains now subm tted.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

P. Muartorana A. G Klein
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