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Summary of Facts and Subm ssi ons

0860. D

The grant of European patent No. 0 468 537 in respect
of European patent application No. 91 113 752.9 filed
on 27 January 1988 and claimng priority of two earlier
patent applications in the United States of Anerica,
was announced on 13 Novenber 1996 (Bulletin 1996/46) on
t he basis of 8 clains.

| ndependent Clains 1, 6 and 7 as granted read as
fol |l ows:

"1l. An ionic catalyst for polynerising olefins,
di ol efins, and/or acetylenically unsaturated
nononers, conpri sing:

a bis(cycl opentadi enyl)group IV B netal cation,
and a conpati bl e, bul ky, non-coordi nating ani on of
a single coordination conplex having a plurality
of lipophilic radicals covalently coordinated to
and shielding a central, formal charge-bearing
metal or netalloid atomand sufficiently labile to
be displaced by a neutral Lewi s base, in which the
ani on conprises an aryl group and is substituted
on aromatic carbon atons so as to avoid transfer
of a fragment of the anion to the netal cation.”

"6. A nethod for preparing a catal yst according to any
of the preceding clains conprising reacting a
bi s(cycl opent adi enyl ) conmpound with an ion
exchange conmpound so as to [sic] at |east one
I igand of the bis(cyclopentadienyl) conpound with
t he i on exchange conpound or at |east a portion
t hereof, thereby generating the ionic catalyst."
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"7. Method for polynerising an a-olefin, diolefin
and/ or an acetylenically unsaturated nononer
ei ther alone or in conbination using a catal yst
according to any of the preceding clains 1 to 5 in
whi ch said nethod conprises the steps of (a)
contacting nononmer and the catal yst prepared
previously or in situ during polynerisation, (b)
continuing the contacting of step (a) for a
sufficient period of tine to polynerise at |east a
portion of the nonomer; and (c) recovering a
pol ymer product.”

The remai ni ng dependent Clains 2 to 5, and 8 were
directed to specific enbodi nents of the subject-matter
of the independent Clains 1 and 7, respectively.

Three notices of Opposition were filed against the
patent, as foll ows:

(1) by Opponent |, on 12 August 1997, on the grounds
of lack of inventive step (Article 100(a) EPC)

(i) by Opponent 11, on 13 August 1997, on the
grounds of lack of inventive step
(Article 100(a) EPC), and

(iii) by Opponent 111, on 13 August 1997, on the
grounds of lack of inventive step
(Article 100(a) EPC), of insufficiency
(Article 100(b) EPC) and extension of subject-
matter (Article 100(c) EPC).

By a deci sion announced orally on 11 Cctober 2000 and
issued in witing on 23 October 2000 the Qpposition
Di vision revoked the patent.
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The decision of the Opposition Division was based on a
main request as filed wth letter of 5 May 1998, on a
set L as filed during the oral proceedi ngs of

11 Cctober 2000 as first auxiliary request, on a set M
as second auxiliary request filed with letter of

6 COctober 2000, and on a set L' as third auxiliary
request as filed during the oral proceedings of

11 October 2000. The Opposition Division revoked the
patent on the grounds that all pending requests
violated the requirenments of Articles 76(1) and 123(2)
EPC.

According to the decision, Clains 1 of these requests
cont ai ned enbodi nents, in particular definitions of the
ligands X;, X,, Ar, and Ar,, which were not derivable
fromthe parent patent application EP-A-0 277 004
(referred to as D1).

On 28 Decenber 2000, the Appellant (Proprietor) |odged
an appeal against the above decision. The prescribed
fee was paid on the sane day.

Wth the Statenent of G ounds of Appeal filed on

2 March 2001, the Appellant maintained its main
request. It also submtted three sets of clains
referred to as N, Oand P as new first, second and
third auxiliary requests, respectively. It presented
detail ed argunents regarding the allowability of these
requests pursuant of Article 123 EPC.

Fol | ow ng the subm ssions of Respondent | (Opponent 1)
(letter dated 13 June 2001), of Respondent 11

(opponent 1) (letter dated 22 Septenber 2001) and
Respondent 111 (Opponent 111) letter dated 24 Septenber
2001), in which objections based on Articles 123(2),
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76(1), 83 and 84 EPC were raised in respect of the
requests on file, the Appellant maintained with its
letter of 19 February 2002, its main request. It nade
set Oits first auxiliary request, and filed two sets
of clains referred to as N and P', as new second and
third auxiliary requests, respectively.

VI . In its letter dated 14 June 2002, the Appell ant
withdrew its main request. Thus, sets O N and P
becane its main request, first and second auxiliary
requests respectively.

Clains 1 to 4 of set Oread as foll ows:

"1l. An ionic catalyst for polynerizing ol efins,
di ol efins and/ or acetylenically unsaturated
nonomners conpri sing an organonetal lic conpound of
t he general fornula:

[ (A-Cp) MXi] *[ BAr1ArpXX,] = or [ (A-Cp) MXL' ][ BAr S Ar ;X X, ] -

wherein Mis titanium zirconiumor hafnium

(A-Cp) is either (Cp)(Cp*) or Cp-A -Cp* and Cp
and Cp* are the sane or different substituted or
unsubstituted cycl opent adi enyl radicals;

A" is a covalent bridging group;

X, is selected fromhydride radicals, hydrocar byl
radi cal s, substituted-hydrocarbyl radicals or

organonetal | oi d radi cal s;

L' is a neutral Lew s base;

0860. D Y A
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[ BAr ;Ar ,X;X,] - being a conpati bl e, bul ky, non-
coordi nating anion conprising an aryl group and
bei ng a single coordinati on conpl ex having a
plurality of lipophilic radicals covalently
coordinated to and shielding a central, forma
charge bearing netal or netalloid atom and
sufficiently labile to be displaced by a neutral
Lewi s base, wherein:

Bis boron in a valence state of 3;

Ar,, Ar,, X; and X, are the sane substituted
aromati ¢ hydrocarbon radicals containing from®6
to 20 carbon atons, and the substituents on the
substituted aromati c hydrocarbon radicals are
sel ected from hydrocarbyl radicals and

f | uor ohydr ocar byl radical s;

t he ani on being selected as to avoid transfer of a
fragment of the anion to the netal cation by
steric hindrance resulting from substitutions on
the aromatic carbons of the anion.

A nethod for preparing a catal yst according to
Claim 1 conprising reacting a

bi s(cycl opent adi enyl ) conmpound with an ion
exchange conmpound so as to conbi ne at | east one

I igand of the bis(cyclopentadienyl) conpound with
t he i on exchange conpound or at |east a portion

t hereof, thereby generating the ionic catalyst.

Met hod for polymerising an a-olefin, diolefin
and/or an acetylenically unsaturated nononer

ei ther alone or in conbination using a catalyst
according to claim1, which nmethod conprises the
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steps of (a) contacting nonomer and the catal yst
prepared previously or in situ during

pol ymeri sation, (b) continuing the contacting of
step (a) for a sufficient tinme to polynerise at

| east a portion of the nononmer; and (c) recovering
a pol ymer product.

4. A nmethod according to Claim3 wherein the nonomner
is a prochiral olefin, the catalyst is prepared by
the method of claim2 in which the
bi s(cycl opent adi enyl ) netal conpound (i) is a pure
enanti omer or racem c mxture of two enantioners
of arigid, chiral netallocene; or (ii) contains a
coval ent bridging group between two substituted
cycl opent adi enyl radicals; and the pol yner product
is an isotactic polyner."

Claim1l of set N read as follows

"An ionic catalyst for polynerizing ol efins,

di ol efins and/ or acetylenically unsaturated nononers
conprising an organonetal | ic conmpound of the general
formul a:

[ (A-Cp) MXi] *[ BAr1Ar pXX,] = or [ (A-Cp) MXL' ][ BAr;Ar ;X X, ] -

wherein Mis titanium zirconium or hafni um

(A-Cp) is either (Cp)(Cp*) or Cp-A -Cp* and Cp and
Cp* are the sane or different substituted or
unsubstituted cycl opent adi enyl radicals;

A" is a covalent bridging group;

X, is selected from hydride radicals, hydrocar byl



0860. D

-7 - T 0003/ 01

radi cal s, substituted-hydrocarbyl radicals or
organonetal | oi d radi cal s;

L' is a neutral Lew s base;

[ BAr ;Ar ,X;X,] - being a conpati bl e, bul ky, non-

coordi nating anion conprising an aryl group and being
a single coordination conplex having a plurality of

i pophilic radicals covalently coordinated to and
shielding a central, formal charge bearing netal or
nmetall oid atom and sufficiently labile to be

di spl aced by a neutral Lew s base, wherein:

Bis boron in a valence state of 3;

Ar,, Ar,, X; and X, are the sanme hydrocar byl
substituted aromatic hydrocarbon radicals containing
from6 to 20 carbon atons;

t he ani on being selected as to avoid transfer of a
fragment of the anion to the netal cation by steric
hi ndrance resulting fromsubstitutions on the
aromati c carbons of the anion.”

Clains 2 to 4 of set N were the same as those of
set O

Claim1l of set P reads as follows:

"An ionic catalyst for polynerizing ol efins,

di ol efins and/ or acetylenically unsaturated nonomers
conprising an organonetal | ic conmpound of the general

f ormul a:

[ (A-Cp) MX{] *[ BAr ;Ar . XX,] = or [ (A-Cp) MX(L' ] *[ BArAr 5X3X,] -



VI,

0860. D

- 8 - T 0003/ 01

wherein Mis titanium zirconiumor hafnium

(A-Cp) is either (Cp)(Cp*) or Cp-A -Cp* and Cp
and Cp* are the sane or different substituted or
unsubstituted cycl opent adi enyl radicals;

A" is a covalent bridging group;

X, is selected fromhydride radicals, hydrocar byl
radi cal s, substituted-hydrocarbyl radicals or
organonetal | oi d radi cal s;

L' is a neutral Lew s base;

[ BAr ;Ar ,X;X,] - being a conpati bl e, bul ky, non-

coordi nating anion conprising an aryl group and being
a single coordination conplex having a plurality of

i pophilic radicals covalently coordinated to and
shielding a central, formal charge bearing netal or
nmetall oid atom and sufficiently labile to be

di spl aced by a neutral Lew s base, wherein:

Bis boron in a valence state of 3;

Ar,, Ar,, X; and X, are the sane hydrocar byl
substituted phenyl radicals containing up to 20
carbon atons; the anion being selected as to avoid
transfer of a fragment of the anion to the netal
cation by steric hindrance resulting from
substitutions on the aromatic carbons of the anion.”

Clains 2 to 4 of set P are the same as those of
set O

Wth its letter of 27 June 2002, Respondent 11
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indicated that it had no further objections in
respect of the new main request and the two auxiliary
requests.

Respondent |1 submitted in its letter dated 26 July
2002 that docunent D1 did not provide a clear and
unanbi guous support for the feature in Caim1l of
sets O N and P that the groups Ar,;, Ar, X; and X,
be the sane substituted aromatic hydrocarbon groups
and that, therefore, these sets of clains did not
neet the requirenents of Articles 76(1) and 123(2)
EPC.

Respondent | considered in its letter dated 13 August
2002, that the objection under Article 123(2) EPC

m ght have been renoved by the set of clains then on
file.

Wth its letter dated 26 August 2002, the Appell ant
submtted three further sets of clains referred
as O, N' and P '.

It further indicated that sets O, N' and P
represented anended versions of sets O N, and P,
respectively. The anmendnent consisted of noving the
phrase "conprising an aryl group” to the final part
of Caiml of each request to read "the anion
conprising an aryl group and being selected so as to
avoid...".

In view of the requests on file Respondent |1
withdrewin its letter of 4 Decenber 2002 its

obj ections under Articles 123 and 83 EPC. It al so
infornmed the Board that it would not attend the oral
proceedi ngs schedul ed for 5 February 2003.
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Respondent | with its letter of 12 Decenber 2002,
infornmed the Board that it would not attend the oral
proceedi ngs schedul ed for 5 February 2003.

Respondent 111 indicated inits letter dated

20 Decenber 2002, that it had no further objections
in respect of the new main request and two auxiliary
requests or nore limted requests. It also inforned
the Board that it would not attend the oral
proceedi ngs schedul ed for 5 February 2003.

None of the Respondents took part at the oral
proceedi ngs held on 5 February 2003.

At the beginning of the oral proceedings, the
Appel lant indicated that it withdrewits sets of
claims O', N' and P '.

Fol l ow ng prelimnary observations of the Board under
Articles 123(2), 76(1) and 84 EPC concerning the
definition of the groups Ar,, Ar,, X; and X, in the
requests O and N, the Appellant submtted a set of
Claims 1 to 4 as new main request on the basis of an
anended version of set N and relied on set P filed
on 21 February 2002 (letter of 19 February 2002) as
its only auxiliary request.

Claim1l of the main request reads as foll ows:
"An ionic catalyst for polynerizing ol efins,
di ol efins and/ or acetylenically unsaturated nonomners
conprising an organonetal | ic conmpound of the general

formul a:

[ (A-Cp) MX{] *[ BAr ;Ar XX, = or [ (A-Cp) MX;L' ] *[ BAr A 5X5X,]
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wherein Mis titanium zirconiumor hafnium

(A-Cp) is either (Cp)(Cp*) or Cp-A -Cp* and Cp
and Cp* are the sane or different substituted or
unsubstituted cycl opent adi enyl radicals;

A" is a covalent bridging group;

X, is selected fromhydride radicals, hydrocar byl
radi cal s, substituted-hydrocarbyl radicals or
organonetal | oi d radi cal s;

L' is a neutral Lew s base;

[ BAr ;Ar ,X;X,] - being a conpati bl e, bul ky, non-

coordi nating anion conprising an aryl group and being
a single coordination conplex having a plurality of

i pophilic radicals covalently coordinated to and
shielding a central, formal charge bearing boron atom
and sufficiently labile to be displaced by a neutral
Lewi s base, wherein:

Bis boron in a valence state of 3;

Ar,, Ar,, X; and X, are selected from hydrocar byl
substituted aromatic hydrocarbon radicals containing
up to 20 carbon atons; the anion being selected as to
avoid transfer of a fragnent of the anion to the
netal cation by steric hindrance resulting from
substitutions on the aromatic carbons of the anion.”

Clains 2 to 4 are the sane as Cains 2 to 4 of
set N .

The Appel |l ant requested that the decision under
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appeal be set aside and that the case be remtted to
the first instance for further prosecution on the
basis of the set of Clains 1 to 4 filed as main
request at the oral proceedings or, in the
alternative, on the basis of the set of clains P
filed on 21 February 2002.

Reasons for the decision

1

The appeal is adm ssible.

Mai n request

2.2

2.2.1

0860. D

Procedural nmatters

As indicated in section Xl above, the Respondents
communi cated their intention not to attend the oral
proceedi ngs schedul ed for 5 February 2003.

Wi |l e Respondent | submtted, inits letter of

13 August 2002, that the deficiencies under

Article 123(2) EPC m ght have been renoved by the
requests then on file, and Respondent || w thdrew,
with its letter of 4 Decenber 2002, its objections
under Article 123(2) EPC in view of the requests then
on file, as well as Respondent |11 having indicated,
inits letter of 20 Decenber 2002, that it had no
further objections in respect to the main request and
the two auxiliary requests then on file or in respect
of further nore limted requests, this did not alter
the fact that the alleged deficiencies of wording
still remained in the clainms then on file.

Whi | st Respondent 11 had raised objection to the
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reference, in Claiml1, to all groups Ar,, Ar,, X;
and X, being "the sanme" substituted aromatic

hydr ocar bon groups (cf. subm ssion dated 26 July
2002), the sanme party withdrew its objections with
t he subm ssions of 4 Decenmber 2002, even though the
wor di ng objected to remained in the clainms then on
file.

Simlarly, whilst Respondent II1l had raised objection
under Article 84 EPC in view of the expression

"hydr ocar byl - substituted phenyl radicals having 6

to 20 carbon” atons in Claim1 of set P (subm ssion
of 4 Septenber 2001) since hydrocarbyl substituted-
phenyl radicals could not have only 6 carbon atons,
it stated in its subm ssions of 27 June 2002 that it
had "no further objections"” in respect of the main
request and two auxiliary requests, even though a
simlar objection would al so apply in respect of the
expression "hydrocarbyl substituted aromatic

hydr ocar bon radi cals containing 6 to 20 carbon atons"
in daiml of set N.

According to established jurisprudence of the boards
of appeal of the EPO, however, anendnents of the
clainms of a patent in the course of appeal
proceedings are to be fully exam ned by the Board of
its own notion as to their conpatibility with the
requirenents of the EPC, i.e. in the present case,
the formal requirements with regard to

Articles 76(1), 123(2), 123(3) and 84 EPC (cf.

G 9/91, QJ EPO 1993, 408, point 19 of the Reasons for
the Opinion; cf also T 301/87, QJ EPO, 1990, 335).

As indicated in point Xl | above, the Appellant
submtted a new main request during the oral
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proceedi ngs in response to objections under

Article 123(2), 76(1) and 84 EPC rai sed by the Board
in view of the requests O and N, which, however
corresponded in substance to the objections
previously raised by the Respondents Il and IIl in
view of the definitions of the groups Ar,, Ar,, X
and X,. Hence, it could not occasion surprise to the
absent parties if amendnents were carried out by the
Proprietor in relation to such objections whether of
a broadening or narrow ng nature.

Wi | st, according to the Opinion G 4/92 of the

Enl arged Board of Appeal (QJ EPO 1994, 149), a party
who fails to appear at oral proceedi ngs nust have the
opportunity, in accordance with Article 113(1) EPC,
to comment on new facts and evidence submtted for
the first time during those oral proceedings, the
filing of anmended clainms at the oral proceedings
represents neither a fact nor an evidence within the
meani ng of the OQpinion G 4/92 and a decision on their
formal allowability under Articles 123(2), 123(3),
76(1) and 84 EPC can be taken in the absence of the
Respondents (Opponents) w thout infringing

Article 113(1) EPC (cf. also T 912/91 of 25 Cctober
1994, not published in Q3 EPQ point 10 of the
Reasons for the Decision).

Wor di ngs of the cl ains.

Articles 123(2) EPC and 76(1) EPC:

As indicated in section Xl|I above, the nmain request
is an anended version of set N .

Apart froma mnor editorial change (i.e. replacenent
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of the expression "netal or netalloid" by "boron"),
Claim1l1 of the main request essentially differs from
Claim1l of set N by the feature (i) that Ar,, Ar, X
and X, are sel ected from hydrocarbyl substituted
aromati ¢ hydrocarbon radicals containing up to 20
carbon atons. Clains 2 to 4 of the main request are
the sane as Clains 2 to 4 of set N.

The parties have focused their objections under
Articles 123(2) and 76(1) EPC concerning the set of
claimse N on the definitions of the groups Ar,, Ar,, X
and X, in Caim1l of this set of clains but no

obj ection has been rai sed by them under

Articles 123(2) and 76(1) EPC whether in respect of
the remaining parts of Claim1 of the set N, or in
respect of Clainms 2 to 4 thereof. The Board is al so
satisfied that no objection under these Articles

ari ses whether fromthe corresponding remai ning parts
of Caiml of the main request, or fromCains 2 to 4
t her eof .

Thus, the question as to whether the clains of the
mai n request neet the requirenents of Articles 123(2)
and 76(1) EPC boils down to the question as to

whet her the anendnent (i) neets these requirenents

Amendnent (i) is supported by lines 28 to 38 on

page 14, and by lines 10 to 12 and 21 to 23 on

page 15 of the application as originally filed. The
deletion of the | ower value (i.e. 6) of the nunber of
carbon atons range (i.e. 6 to 20) does not permt the
range to beconme open-ended, since there is no

hydr ocar bon substituted aromati c hydrocarbon groups
having 6 or |ess carbon atons. This del eti on cannot
therefore be held to involve the addition of subject-
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matter (cf. T 2/80, QJ EPO, 1981, 431).

Amendnent (i) also finds its support on page 6,

lines 38 to 42, lines 46 to 47 and lines 51 to 52 of
docunent D1. The deletion of the |ower value (i.e. 6)
of the nunber of carbon atons range (i.e. 6 to 20)
does not for the sanme reasons indicated in

point 3.1.4 above, lead to an addition of subject-
matter.

It thus follows that the requirenments of
Articles 123(2) and 76(1) EPC are conplied with by
all the clains.

Article 123(3) EPC

Claim1l1l of the main request differs fromCaim3 as
granted by (a) the nmention that the groups Ar,, Ar,, X
and X, are selected only from hydrocarbyl substituted
aromati ¢ hydrocarbon radicals containing up to 20
carbon atons and by (b) the indication that the
transfer of a fragment of the anion to the netal
cation is avoided by steric hindrance resulting from
substitutions on the aromatic carbons of the anion.

Since the anmendnents (a) and (b) anbunt to a
restriction of the granted scope, Caim1l neets the
requi renents of Article 123(3) EPC.

It is obvious that a printing error has occurred in
the wording of aim6 of the published patent, and
that a verb is m ssing between the expressions "as
to" and "at least". It is however the decision dated
3 October 1996 to grant the patent which is legally
bi ndi ng as regards existence and scope of the patent
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(Article 97 EPC). Since Claim2 of the main request
exactly corresponds to Claim®6 as proposed to grant
by the Exam ning Division (cf. conmuni cation under
Rul e 51(4) EPC of 7 Decenber 1995), it neets the
requirenents of Article 123(3) EPC.

Claim 3 corresponds to Caim7 as granted. Thus, the
requirements of Article 123(3) EPC are conplied with
by this claim

Claim4 originates fromCaim@8 as granted, wherein

t he bis(cycl opentadi enyl) netal conpound (i)

conponent or the catalyst was required to be a pure
enantionmer or racem c mxture of two enantionmers of a
rigid, chiral netallocene, or to contain (ii) a

coval ent bridgi ng group between two cycl opent adi enyl
radicals. Caim4 requires that the catalyst is
prepared by the nethod of CAaim2 in which the

bi s(cycl opent adi enyl ) netal conmpound (i) is a pure
enantionmer or racem c mxture of two enantionmers of a
rigid, chiral netallocene; or (ii) contains a

coval ent bridgi ng group between two substituted

cycl opent adi enyl radicals.

It is however evident in the |light of the description
of the patent insuit (cf. page 10, lines 39 to 43) as
well of Claim210 of the application as originally
filed that the wording "or" used in Claim8 as
grant ed between "bis(cycl opentadi enyl) netal conpound
(i) conmponent” and "the catalyst"” results froma
clerical error and should have read "of".

As indicated in decision T 438/ 98 of 12 Cctober 2000
(not published in Q3 EPO, point 3.1.3 of the Reasons
for the Decision) a prerequisite for an anendnent to
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be adm ssible is that the granted clai mproperly
construed could only be interpreted as the anmended
claimand satisfy the requirenents of Article 123(2)
EPC.

Since both conditions are net in the present case,
t he amendnent made i s not objectionabl e under
Article 123(3) EPC

Since the introduction of the term "substituted"
bet ween "two" and "cycl opendi enyl radicals" results
in arestriction of the granted scope, no objection
under Article 123(3) EPC arises in that respect.

Thus, it follows fromthe above that Caim4 neets
the requirements of Article 123(3) EPC.

4. Article 84 EPC

The Board is satisfied that, having regard to the
amendnments nmade, the clains neet the requirenents of
Article 84 EPC

5. As a consequence of the above the Appellant's main
request is allowable. Thus, there is no need for the
Board to deal with the auxiliary request of the

Appel | ant .

6. The Opposition Division revoked the patent on the
grounds of Article 100(c) EPC and, as a consequence
did not express its opinion regarding the grounds of
opposition under Article 100(a) (inventive step)
and 100(b) EPC. In order not to deprive any of the
parties of the possibility to be heard by two
i nstances, the Board nmakes use of its power under

0860. D Y A
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Article 111(1) EPC and refers the case back to the
Qpposition Division for further prosecution on the
basis of Clainms 1 to 4 of the main request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for
further prosecution on the basis of the set of
Clainms 1 to 4 filed as main request at the oral
pr oceedi ngs.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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