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This is an appeal by the opponent as sol e appel |l ant
fromthe interlocutory decision of the opposition

di vi sion posted 30 Oct ober 2000 whi ch found that,
account having been taken of the anendnents nmade by the
proprietor during the opposition proceedings,

Eur opean patent 619 564 and the invention to which it
relates nmet the requirenents of the EPC. The opposed
patent, subject of this appeal, was granted pursuant to
a divisional application whose parent was still the
subj ect of proceedings in the EPO at the date of this

deci si on.

Caimlis worded as foll ows:

"An automated transaction system conprising a
transaction term nal (20) having a receiving slot for
insertion of a portable user card (10) therein, and a
plurality of user cards issued to different users, each
user card having a m croprocessor (60) and a nenory

i ncorporated therein for perform ng val ue transactions
through the term nal and maintaining a history of val ue
transacti ons and user account bal ance therein, and a
data out put device (175) connected to the

m croprocessor of the user card, wherein:

a plurality of master cards (160) are issued for
refilling user account bal ances of user cards (10) via
refilling transaction termnals (20"), each nmaster card
(160) having a mcroprocessor (162) and a nmenory
i ncorporated therein for maintaining a history of

refilling transactions and a nmaster account
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bal ance therein, and a data output device (163)
connected to the m croprocessor of the master card;

a plurality of refilling transaction termnals are
provi ded, each refilling transaction term nal having a
first receiving slot (174) for receiving a user card
inserted therein and establishing a connection with the
user card data output device, a second receiving slot
(161) for receiving a nmaster card inserted therein and
establishing a connection with the nmaster card data
out put device, an operating section for performng a
set of desired term nal functions, and a first data
path for connecting the user card m croprocessor of a
user card inserted in the first receiving slot with the
master card m croprocessor of a master card inserted in
t he second receiving slot of the termnal; and

t he user cards and master cards have respective
stored prograns operable for nutual interaction for
executing a refilling transaction between a user card
and a master card inserted in the refilling term nal
wher ei n account value fromthe account bal ance
mai ntained in the master card is debited and the
account bal ance of the user card is correspondingly
credited;

characterized in that:
a master card is assigned to a supervisor card for

use in a respective one of the plurality of refilling
termnals and is used to maintain a history of

refilling transacti ons executed between the master card
and a series of user cards through the refilling
t erm nal
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sai d supervisor card (170) has a m croprocessor
(172) and a menory incorporated therein, and a data
out put device connected to the m croprocessor;

each refilling terminal has a third receiving slot
(171) for insertion of said supervisor card (170)
therein and a second data path for connecting the
master card m croprocessor (162) of a master card (160)
inserted in the second receiving slot (161) with the
supervi sor card m croprocessor (172) of the supervisor
card inserted in the third receiving slot of the
t erm nal

t he supervisor card m croprocessor (172) and
menory includes a stored program for comunicating with
the master card m croprocessor (162) to authorize the
master card to execute refilling transactions with user
cards through an assigned refilling termnal (20”); and

a transaction history printer is provided and is
capabl e of receiving a user card or a master card
therein and producing a printed transaction history
record of the account transactions stored in the card.”

O the prior art docunents which were nentioned in the
deci si on under appeal only the following featured in
t he appeal proceedings:

D1: WO A-83/03018.

Oral proceedings were held before the board on
23 July 2003.
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The appel | ant opponent requested that the proceedi ngs
be stayed until the parent case was finally settled
(rmain request); or that the patent be revoked
(auxiliary request).

The respondent proprietor requested that the appeal be
di sm ssed and that the patent be naintained.

The appel | ant opponent argued essentially as foll ows:
(a) Stay of proceedings

The justification for a stay was that the risk of
doubl e patenting was great if the scope of the clains
of the parent patent was not settled definitively
before that of the divisional.

(b) Novelty

The subject matter of claim11 could, in essence, be
regarded as conprising the follow ng four features:

Cl: A funds transaction system between smart cards
whi ch interact by neans of termnals

C2: termnals in which user cards can be refilled from
mast er cards,

C3: these refilling term nals having three different
slots for receiving a user card to be refilled, a
master card and a supervisory card respectively,

C4: funds transfer taking place only after
aut hori sation by the supervisory card.
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The printer nmentioned at the end of the claimhad
nothing to do with the funds transfer since it did not
recei ve the supervisory card and was a redundant

f eat ur e.

Prior art docunent D1 indisputably disclosed features
Cl and C2 in the formof several applications (goods
purchase (Figures 5 and 6), salary paynent (Figures 7
and 8), refilling a cash card (Figures 9 and 10), cash
di spenser (Figures 11 and 12), pension paynent (Figures
13 and 14)). Each of these different cards had at | east
one m croprocessor which interacted with the

m croprocessor of the other card by neans of the
termnal via an ultrasonic coupling (Figure 2). The
vari ety of these applications showed that the skilled
person could adapt this technology to various needs

wi t hout any inventive step being involved. In addition,
D1 di scl osed the provision of a third card to enhance
security in the shape of a "backup storage 46"

(Figures 5, 11 and 13 and description page 10, lines 3
to 8). This card was accessible only to the system

adm nistrator just |like the supervisory card of the
opposed patent and it was inplicit for the skilled
reader that nmeasures were adopted to block transfer of
funds if the supervisory card was absent or defective.
Hence features C3 and C4 were also known fromDLl. It
shoul d al so be noted that the supervisory card of the
opposed patent served only as a key, not as a
transaction nmenory. Such key cards having no credit
recording function were well known in the field of cash
di spensi ng machines, for controlling entry to factories,
etc. The opposed patent itself acknow edged (col umm 17,
lines 4 to 10) that the system would work wi thout this
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supervisory card if there were no risk of the master
card falling into the wong hands. The supervisory card
had sinply the function of a second key as used for

saf es.

Hence the systemdefined in claim1 of the opposed

pat ent was known from D1, or was at |east available to
the skilled person aware of the various applications of
funds transfer cards as known from Dl together with the
not ori ous doubl e key principle for conbatting fraud.

(c) Inventive step

| f the above reading of claim1 onto the explicit and
inplicit disclosure of DI was not accepted, the claim
was at | east obvious on these grounds.

The rel evant objective technical problem proposed by

t he respondent proprietor: "To provide an automated
transaction systemin which transactions can be
controlled and tracked" was already solved by the D1
system The opposed patent did not solve any new
technical problem it nerely effected business nethod
features relating to suppression of fraud by nmeasures
whi ch, as detailed above, were mninmally different from
t hose known from D1.

The respondent proprietor argued essentially as foll ows:

Stay of proceedi ngs

There was no justification for a stay. There was no

i ssue of double patenting since the clains of the
patents concerned were not identical. There was no
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apparent reason why the proceedings relating to the
present case shoul d not advance at the usual speed.
Furt her delay woul d be unacceptable to the proprietor.

| nventive step

It was true that in D1 a third card was provided in the
enbodi nents of Figures 5, 11, and 15. However, in each
case the third card was referred to as a "back-up
storage card" which indicated an entirely different
function fromthat of the supervisor card in the
opposed patent. D1 did not teach or suggest the clained
supervi sor card which provided an additional security
level in controlling the refill and distribution of

val ue and was a key el enment of the invention of the
opposed patent. There was no disclosure in D1 of any
formof stored programin the "back-up storage card"
for conmunicating with a master card m croprocessor to
aut horise the master card to execute refilling

transactions as recited in claima1l.

Reasons for the Decision

1
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Adm ssibility

Al t hough adm ssibility of the appeal was not disputed
by the respondent, the board nakes the follow ng

observati ons:

The deci sion under appeal posted 30 October 2000 was
preceded by an earlier decision posted 28 August 2000
acconpani ed by a cover sheet (EPO Form 2330) i ncluding
t he formul a:
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"The Opposition Division - at the oral proceedings
dated 11.05.2000 - has deci ded:

The opposition(s) against the European patent EP-B-
0619564 is/are rejected.” This fornula was in
contradiction with the reasoning in the reasons for the
decision and its conclusion at point 8 which read: "In
vi ew of the above consi derations, the Opposition

Di vision decides that the present patent be naintai ned
as anmended according to the first Auxiliary Request,
Article 102(3) EPC." On 27 October 2000 the formalities
of ficer sent a comunication to the parties informng
them that both the mnutes of the oral proceedi ngs and
decision rejecting the opposition were w thdrawn and
that the corrected version would be issued as soon as
possi bl e. The corrected version conprising the sane
reasons but with an appropriate decision formla

(cf point | above) on EPO Form 2327 was posted on 30
Oct ober 2000.

The board points out that this action of the
formalities officer was ultra vires and voi dabl e ab
initio, the opposition division, and a fortiori the
formalities officer acting on its behal f, having no
power under the EPC to set aside its own decision. The
remedy provided in the EPC is a correction of the

obvi ous m stake in the decision pursuant to Rule 89 EPC,
whi ch, however, alters neither the date of the decision
nor the time limt for appeal. Since the appellant in
the present case presumably relied on the EPO

conmuni cation in regarding the tinme limt for appeal as
post-dated by the purported w thdrawal and rei ssue of
the decision, it would conflict with the principle of

| egiti mate expectations generally foll owed by the EPO
Boards of Appeal to regard the appeal as inadm ssible



1.3

2178.D

-9 - T 1176/ 00

on the grounds that it was not filed within two nonths
fromthe date of notification of the first decision

The application of this principle in the present case
appears justified in view of the fact that the
purported withdrawal was on file prior to expiry of the
original tinme limt for appeal thus providing a warning
to third parties that an appeal m ght still be

adm ssibly filed on the basis of the foreshadowed
corrected deci sion.

The appeal is accordingly adm ssible.

Request for stay of proceedi ngs

Apart from being deened to have the filing date and
priority date of the earlier application and having to
neet the requirenents of Article 76 EPC, a divisional
application is an application |like any other; in
particular it does not have a subordi nate procedural
status. The spectre of double patenting raised by the
appel | ant opponent is entirely hypothetical and, in any
case, the sooner the clains of at |east some nenbers of
the famly are settled the easier it beconmes to see
whet her there is an issue of possible identity of scope
of granted clains to be addressed. If and when such an
issue arises in concrete formit will fall to be dealt
with by the conpetent opposition division or board as
the case may be. Accordingly the present board judges
that it should allow the public interest in - and party
right to - procedural expediency to prevail and all ow
the present appeal to take its nornmal course.
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Novel ty

The appel | ant opponent's allegation of |ack of novelty
is based inter alia on reading the term "supervisor
card" in claiml onto the "back-up storage card"

di sclosed in D1. This reading is based on an
interpolation of the explicit disclosure of D1 based on
specul ation as to how the operation of the latter
system woul d be affected by the absence of the back-up
storage card, and it, in the judgenent of the board,
does not denonstrate that the "supervisor card", which
is defined in the claimby a very el aborate
functionality, is the same as the "back-up storage
card" of Dl1. These and ot her aspects of the appell ant
opponent's submi ssion on this issue will therefore be
dealt with below in connection with the issue of

i nventive step.

| nventive step

In effect the sole substantive issue in this appeal is
that of inventive step. There are neither new clains
nor new prior art on appeal. The board will therefore
confine its considerations to the pivotal reasoning in
t he deci sion under appeal (points 5to 7) relating to
claiml1, which is also rehearsed fully in the parties
subm ssi ons above. The key question boils down to

whet her it was obvious for the skilled person to
devel op the automated transacti on system of docunment D1
- undi sputed cl osest prior art - by giving the third
card in Dl the functionality of a supervisor card as
defined in the characterising portion of claim1l thus
providing an inproved controlling and tracki ng of

transacti ons.
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The appel | ant opponent contends that the additional
security provided by having the supervisor card

aut hori se transacti ons between nmaster card and user
card is anal ogous to that provided by an additional key
for a safe. In the judgenent of the board, this anal ogy
is inmperfect because it fails to take account of the
fact that in the invention of the opposed patent the
supervisor card intervenes to control the interaction
bet ween the user card and the master card; the
supervisor card is not sinply an additional naster card
anal ogous to a second key. If the appellant opponent's
key anal ogy is pursued the second key to the safe would
need to able to change the bit in the first key or

ot herwi se control its action. No evidence has been
adduced that such a nechanismis known for safe keys
much | ess that the person skilled in the art in the art
of automated transaction systens would be aware of it.
The very fact that devising a true nmechani cal anal ogue
woul d not be obvious is in itself an argunment agai nst
the idea of the supervisor card being derivable from
the teaching of D1 without an inventive step being

i nvol ved.

The board concl udes therefore that the appell ant
opponent has not shown that, having regard to the state
of the art, the subject matter of claim1l was old or
obvious to a person skilled in the art and hence failed
to show cause why the decision under appeal should be
set aside.
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Or der

For these reasons it is decided that:

1. The request to stay the proceedings is refused.

2. The appeal is dism ssed.

Regi strar: Chai r man:

D. Sauter W J. L. Wheeler
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