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Summary of Facts and Subm ssi ons
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The present appeal is fromthe decision of the
Qpposition Division concerning the maintenance in
anended form of European patent No. 0 606 005,
concerning a fibrous bonded sheet nmaterial.

This patent was granted with a set of 18 cl ai ns,
claim1l of which reading as foll ows:

"1. A fibrous bonded sheet material that conprises (a)
a polynmeric binder in an amount of fromO0.5 to 10% by
wei ght relative to the total dry sheet, (b) a conponent
selected froma wet-strength resin, a cross-I|inking
agent or a mxture thereof, said conmponent being
present in an anmount of fromO0.03 to 1.5% by weight
relative to the total dry sheet, and (c) a ketene dinmer
in an anount of from 0.0001 to 0.10% by weight
relative to the total dry sheet.”

Claims 2 to 14 related to preferred enbodi nents of the
clainmed fibrous bonded sheet material, clains 15 to 17
to a process for producing such a sheet material and
claim18 to a filter cigarette with a filter plug
wrapped in a tube made of such a sheet nmaterial.

One notice of opposition was filed against the patent,
wherei n the Respondent (Opponent) sought revocation of
the patent on the grounds of Article 100(a) EPC,

because of |ack of both novelty and inventive step of
the clained subject-matter in the Iight of an all eged

prior use.
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During the witten procedure the Appellant (Patent
Proprietor) submtted one auxiliary request.

In the annex to the summons to attend oral proceedings
of 23 February 2000 the Opposition Division remarked
that the discussion at the oral proceedi ngs woul d deal
with the alleged prior use and thus with novelty and
inventive step of the clainmed subject-matter (points 1
and 3). Mreover, point 2 of this annex read as

follows : "Further, is it possible at all to determ ne
for a given paper whether a ketene dinmer in the clained
anount has been used during its production? Does the
final product still contain ketene dinmer as required by

claim1?"

During the oral proceedings held before the Qpposition
D vision on 19 Septenber 2000 in the absence of the
Respondent, the Opposition Division stated that the
Respondent had not convincingly proven that the
conposition of the alleged prior use fell under the
wor di ng of claim 1.

Furthernore, basing itself on point 2 of the annex to
t he sunmons to oral proceedings, the Opposition

Di vi sion questioned that the clained fibrous bonded
sheet material could be prepared on the basis of the
informati on contained in the patent.

The introduction of the new ground for opposition based
on Article 83 EPC was considered to be justified in the
light of the decision T 433/93, since it had al ready
been notified in point 2 of the annex to the summons to
oral proceedings.
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The Appel |l ant requested that the new ground of
opposition not be introduced into the proceedi ngs and
filed precautionarily two additional auxiliary
requests.

V. The Opposition Division found in its decision that the
evidence filed by the Respondent was not sufficient for
establishing exactly what had been used in the alleged

prior use.

As regards the objections raised under Article 83 EPC
it found that

- since claim1 related to a bonded sheet materi al
conprising highly reactive conpounds and was not
drafted as a product-by-process claim the clained
material had to be understood as conprising the
menti oned conpounds in unreacted form

- the wording of claim1 according to the main and
to the first auxiliary request was thus directed
to a bonded fibrous sheet material stil
contai ning highly reactive conponents such as
ketene diners and cross-linking agents still in
unreacted form whereas the feature
"bonded...material" inplied that the reactive
materials had reacted and were no | onger present
in their original form It was therefore not
consi dered possible to prepare a bonded materi al
as clainmed containing, e.g., unreacted ketene
di mers;

1907.D
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- the filter cigarette of claim18 could still,
simlarly, contain highly reactive conmponents and
t hus woul d not be suitable for consunption;

- neither the patent in suit nor any of the cited
docunents contai ned evidence that the anount of
ketene diners used for the preparation of the
bonded sheet material could still be analytically
detected in the final product;

- therefore, the patent in suit did not conply with
the requirements of Article 83 EPC wth regard to
the subject-matter of claim1l and of claim18,
insofar as it referred back to the product of

claim1;

- the main and the first auxiliary request were thus
not all owable on this ground.

As to the adm ssibility of the new ground for
opposition, the Qpposition Division found that this
ground for opposition had al ready been raised in

point 2 of the annex to the sumons for oral

proceedi ngs, which point had not been addressed in
witing by the Appellant in his witten replies; it was
t hus adm ssible for the Opposition Division to raise
during oral proceedi ngs such a new ground by virtue of
Article 114(1) EPC.

The second auxiliary request, relating only to the
process of preparation of such a bonded product, was
found to conply with the requirenents of the EPC
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An appeal was filed by the Appellant against this

deci si on.

Wth the statenent of the grounds of appeal the
Appellant filed 2 new sets of clains to be considered,
respectively, as second and third auxiliary request,
and renunbered the second and third auxiliary requests,
filed before the Opposition Division, as fourth and

fifth auxiliary requests.

The argunents put forward by the Appellant in the
statenent of the grounds of appeal can be summari sed as
fol | ows:

- t he decision of the Qpposition Division with
regard to novelty and inventive step in the |ight
of the alleged prior use was correct;

- point 2 of the annex to the sunmmons to attend oral
proceedi ngs did not contain any statenent that a
new ground of opposition was being raised, did not
mention specifically Article 83 EPC or
Article 100(b) EPC and did not contain any factual
or |legal reasons that woul d substantiate the

i ntroduction of such a new ground;

- the ground for opposition based on Article 83 EPC
was raised for the first time during oral
proceedi ngs. The decision of the Opposition
Division to introduce the new ground for
opposition at this |late stage was not supported by
the decision T 433/93; the Qpposition Division had
therefore conmtted a substantial procedural

viol ati on;



VII.

VI,

1907.D

-6 - T 1164/ 00

- nor eover, the skilled person would not have
interpreted the claimliterally as the Qpposition
Division did, but would have understood not only
that the wording of the claimidentified the
gquantity of reactive conpounds absorbed by the
fibrous sheet during its preparation, but also
that the claimdid not nmean that these conpounds
still had to be present in unreacted formin the
cl ai med product.

The Respondent conmmunicated with a letter dated 5 July
2001 that it did not intend to submt any comments on
the statenent of the grounds of appeal. No requests
were subm tted.

The Appel |l ant requests that the decision of the first

i nstance be set aside, that the appeal fee be

rei nbursed because of a substantial procedural
violation and that either the patent be maintai ned as
granted (main request) or, alternatively, that the case
be remtted to an opposition division having a
different constitution fromthe previous one in order
to further discuss the objections raised under

Article 83 EPC, alternatively, it requested that the
appeal fee be reinbursed because of a substanti al
procedural violation and that the patent be maintai ned
on the first auxiliary request submtted at first

i nstance or on the basis of any of the second to fifth
auxiliary requests filed with the statenent of the
grounds of appeal.

Oral proceedi ngs were requested only insofar as any
objection to the main request would be uphel d.
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Reasons for the decision
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New ground of opposition and Article 113 EPC

It is established case | aw of the Boards of Appeal of
the EPO, in accordance with the principles set out by
the Enlarged Board in the cases G 9/91 (QJ EPO 1993,
408, point 16 of the reasons for the decision) and

G 10/91 (Q EPO 1993, 420, point 2 of the headnote),
that the introduction of a new ground of opposition at
a late stage during the opposition proceedings of first
instance is only adm ssible in exceptional cases, for
exanple if it is prima facie prejudicial to the

mai nt enance of the patent.

Moreover, if an opposition division wishes to introduce
of its own notion a new ground of opposition into the
proceedi ngs, the patent proprietor must be inforned,
possibly in witing, not only of the new ground of
opposition but also of the essential |egal and factual
reasons which could lead to a finding of invalidity and
revocation. Thereafter, the patent proprietor must have
a proper opportunity to prepare a proper defence and
present coments in reply to the new ground and its
substantiation. This is mandatory in view of the

requi renents of Article 113(1) EPC (see T 433/93, QJ
EPO 1997, 509, point 3 of the reasons for the decision
and T 817/93, unpublished in the Q) EPO, point 5 of the
reasons for the decision).
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In the present case an opposition had been raised by

t he Respondent only on the grounds of Article 100(a)
EPC, because of l|ack of both novelty and inventive step
of the clained subject-matter in the [ight of an

al l eged prior use (see point Il above). Follow ng the
statenent of the grounds of opposition dated 15 June
1998 and the witten replies of the Appellant and of

t he Respondent, the parties were sumoned to oral
proceedi ngs on 23 February 2000.

In the annex to the sunmmons the Qpposition Division
remar ked that the discussion at the oral proceedi ngs
woul d deal with the alleged prior use and thus with
novelty and inventive step of the clained subject-
matter (points 1 and 3). In addition, point 2 of this

annex read as foll ows:

"Further, is it possible at all to determne for a

gi ven paper whether a ketene dinmer in the clained
anount has been used during its production? Does the
final product still contain ketene dinmer as required by

claim1?"

Since this point 2 does not explicitly indicate if the
opposition division intended to raise a new ground of
opposition of its own notion and point 3, follow ng
point 2, specifies that "provided that the clains are
found novel, the discussion of inventive step

(Article 56 EPC) will follow in the usual way", the
Board finds that the questions contained in point 2
coul d have been interpreted by the parties only as
being directed to the interpretation of the wording of
claiml1, in particular whether or not the ketene diners
content could serve as a distinguishing feature, which
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appeared inportant for a final assessnment of novelty
and inventive step, and thus dealt with the clarity of
t he cl ai ns.

Mor eover, the questions contained in the said point 2
did not contain any |legal or factual reasoning which
coul d have been interpreted as a serious intention of
rai sing a new ground of opposition.

The Board concl udes that the above quoted wordi ng of
point 2 could never have been considered to inply an
obj ection against the sufficiency of disclosure of the
cl ai med subject-matter, i.e. an objection which could
lead by itself to the revocation of the patent.

As can be deduced fromthe m nutes of the oral
proceedi ngs, the Opposition Division informed the
Appel I ant during oral proceedings of its intention to
i ntroduce a new ground of opposition based on

Article 83 EPC in virtue of Article 114(1) EPC and
expl ai ned to the Appellant the reasoni ng upon which
this ground was all egedly based.

The Board finds that the Qpposition Division was in
principle entitled to introduce a new ground of
opposition even at such a |late stage of the

proceedi ngs, since, inits view, it was apparent that
the patent in suit did not conply with the requirenents
of Article 83 EPC.

However, as explained in point 1.2 above, the annex to
the summons to oral proceedings did not contain any

i ndication of the intention of the Cpposition Division
to introduce a new ground of opposition and the
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Appel I ant was nmade aware of the factual and | egal
reasons supporting the introduction of this new ground
of opposition for the first tinme during oral

pr oceedi ngs.

The Board finds, therefore, that, contrary to the
requirenents specified in point 3 of the reasons of the
above nentioned decision T 433/93, the Appellant was
not notified in witing as early as possible. In the
Board's judgnent, the Appellant, not having been

i nfornmed beforehand of such factual and | egal reasons,
was taken by surprise and did not have a fair
possibility during oral proceedings to prepare a proper
def ence agai nst this new objection.

Under the circunstances of this case, the Opposition

Di vi sion shoul d have adjourned the oral proceedings in
order to give sufficient tine to the Appellant, in
accordance with the requirenents of Article 113 EPC,
for preparing a suitable defence against the new

obj ections (see the above cited T 433/93 and T 817/93).

Since this requirenent has not been conplied with, the
OQpposition Division commtted a substantial procedural
failure in rejecting the main and the first auxiliary
request on the grounds of the objections raised for the
first time during oral proceedings.

The all eged prior use (nmain request)

As expl ai ned by the Opposition Division in point 2.4.1
of its reasons for the decision, the evidence submtted
by the Respondent was not sufficient for proving that

the alleged prior use concerned a product as clainmed in
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the patent in suit (see point V above). The objections
rai sed by the Respondent as to novelty and inventive
step were based only on this alleged prior use

(point 2.4.2 of the reasons for the decision). The
claimed subject-matter thus met the requirenents of
Articles 52(1), 54 and 56 EPC.

Since no appeal was filed by the Respondent and the
Respondent refused to comment on the statenent of the
grounds of appeal (see point VIl above), the Board has
no reason to depart fromthe finding of the first

i nst ance.

The Board is thus satisfied that the clai ned subject-
matter is novel and involves an inventive step in

regard to the alleged prior use.

Article 83 EPC (main request)

As can be deduced fromthe m nutes of oral proceedings
(points 4 and 9) and fromthe decision of first
instance (points 2.1.1 and 2.1.2 of the reasons for the
deci sion), the objection raised by the Opposition

Di vision under Article 83 EPC (see al so point V above)
was not based upon any evidence or argunent before the
oral proceedi ngs took pl ace.

Consequently, the Board concludes that the objection
rai sed by the Opposition Division was not validly

rai sed and that therefore there are no other valid
grounds of opposition filed in due tinme against the
clainms according to the main request, which need to be
exam ned by the Board.
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Since the clainms according to the main request, i.e.
the clains as granted, conply with the requirenents of
the EPC, there is no need to discuss the auxiliary
requests.

Ref und of the appeal fee

According to Rule 67 EPC the rei mbursenent of the
appeal fee shall be ordered "inter alia" when the Board
deens an appeal to be allowable and a rei nbursenent to
be equitable by reason of a substantial procedural

vi ol ati on.

Since in the present case the appeal has been found to
be all owable and the first instance has been consi dered
to have conmtted a substantial procedural failure
(point 1.3 above), the Board considers it equitable to
refund the appeal fee.



Or der

For these reasons it is decided that:

T 1164/ 00

1. The deci sion under appeal is set aside.

2. The patent is naintained as granted.

3. The appeal fee is refunded.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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