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Summary of Facts and Subm ssi ons

2355.D

The appel | ant (opponent) | odged an appeal against the
deci sion of the Qpposition Division to maintain the
Eur opean patent EP-B-0 722 000 in anended formon the
basis of the third auxiliary request.

Opposition was filed against the patent as a whole and
was based on Article 100(a) EPC (lack of novelty and
l ack of inventive step).

The Opposition Division held that the apparatus of
claim1l of the patent as granted | acked novelty, that
the first auxiliary request was not all owabl e under
Article 84 EPC and that the subject-matter of apparatus
part claim 11l of the second auxiliary request |acked
novelty. The subject-matter of the independent use
claim1, the independent apparatus clainms 4 and 5, and
the process claim7 of the third auxiliary request was

considered to be novel and inventive.

The nost rel evant docunents of the available prior art
are considered to be:

Dl: US-A-5 344 537
D5: Copies from "Laerebog Kat odi sk Beskyttel se"

(1975), pages 5, 12, 14, 62-63 and partial English
transl ati ons of pages 14 and 62
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The oral proceedings before the Board of Appeal took

pl ace on 12 August 2003.

(i)

(i)

The appel | ant requested that the decision under
appeal be set aside and the patent be revoked.

The respondent (proprietor) requested that the
deci si on under appeal be set aside and that the
pat ent be maintained with the anended clains as
mai nt ai ned by the Opposition Division and an
amended description as filed with letter of 1 July
2003 (main request), or with the clainms of either
auxiliary requests 1 to 7, also filed with letter
of 1 July 2003, or with clainms 1 to 6 of auxiliary
request 8 and an anended description filed in the
oral proceedi ngs on 12 August 2003.

(ii11)The independent clainms 1, 4, 5, 7 and 9 of the

mai n request (corresponding to the third auxiliary
request of the appeal ed decision) read as foll ows:

"1. A use of an apparatus for corrosion
protection of a water system said apparatus
conprising a container (1, 14, 17), fully or
partly flowed through by water, connected as

cat hode and/or conprising at |east one cathode (9,
10), the apparatus being provided wth at |east
one anode (3), wherein cathode and anode are
connected to a DC source, and at |east one

el ectrode (4), conprising al kaline sensitive netal
sel ected anong al um nium zinc, tin, lead, or

m xtures thereof and electrically isolated from

t he cat hode and the anode connected to the DC
source, is provided such that at |east a part of
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the electrical current, running in the water from
t he anode to the cathode, is forced through the
el ectrode conprising al kaline sensitive netal."

"4, An apparatus for corrosion protection of a
wat er system conprising a container, fully or
partly flowed through by water, said container
conprising at | east one cathode (10), the
apparatus being provided with at | east one anode
(3), wherein cathode and anode are connected to a
DC source, the at |east one anode is placed in the
sanme container as the at |east one cathode, and
the container is divided into two chanbers,
wherein the first chanber (12) conprises at | east
one cathode (10) and at | east one el ectrode (4)
electrically isolated fromthe cathode, and the
second chanber (13) conprises at |east one anode
(3) and at |east one electrode (4) electrically
isolated fromthe anode and conprising al kaline
sensitive netal, selected anong al um nium zinc,
tin, lead, or mxtures thereof, the el ectrodes,

i sol ated from cat hode and anode in the two
chanbers, being electrically connected and

provi ded such that at |east a part of the
electrical current, running in the water fromthe
anode to the cathode, is forced through the

el ectrode conprising al kaline sensitive netal."

"5. An apparatus for corrosion protection of a
wat er system conprising two containers, wherein
the first container (14, 17), fully or partly

fl owed through by water, is connected as cat hode,
and/ or conprises at |east one cathode, and
conprises at | east one electrode (4, 16, 19)



4. T 1135/ 00

electrically isolated fromthe cathode, and the
second contai ner (15) conprises at |east one anode
and at | east one electrode electrically isolated
fromthe anode and conprising al kaline sensitive
netal sel ected anong al um nium zinc, tin, |ead,

or m xtures thereof, wherein cathode and anode are
connected to a DC source, the el ectrodes, isolated
from cat hode and anode in the two containers,
being electrically connected and provi ded such
that at |east a part of the electrical current,
running in the water from the anode to the cathode,
is forced through the el ectrode conprising

al kali ne sensitive netal ."

" 7. A process for operating an apparatus
according to claim4 to 6, wherein it is operated
with alternating polarity, such that the

el ectrodes operating as anode and cat hode,
respectively, in one tinme period changes polarity
to cat hode and anode, respectively, in another
time period.”

"9. A process for operating an apparatus
according to claim8, wherein the polarity of the
at | east one anode in the second contai ner may
alternate, such that the electrode in this
cont ai ner operating as anode in one tinme period
changes polarity to cathode in another tine
period."

Each of the first to seventh auxiliary requests
contains as claiml a "use claim which is

nodi fied in sone aspects with respect to the use
claiml of the main request. The eighth auxiliary

2355.D
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request is restricted to the subject-matter of the
i ndependent apparatus clainms 4 and 5 and of
process clainms 7 and 9 of the main request and
their respective dependent clains.

(iv) The Board indicated that the main request and the
first to seventh auxiliary requests were
considered not to be allowable under Rule 57a EPC
for conprising an additional independent claim of
a new category, nanmely a use claim which had no
counterpart in the patent as granted.

(v) The appellant argued essentially as follows:

The "general technical problent underlying the
patent in suit as assuned by the opposition
division (i.e. the problemarising fromthe use of
al um ni um anodes in corrosion protection; cf.
patent, colum 1, lines 23 to 48) is not the
correct objective technical problemto be used in
t he probl em sol uti on approach. Instead the
technical effect of differing features with
respect to a particular prior art docunent in
guestion should be used to define the correct

obj ective technical problem Dl represents the
starting point of analyses fromwhich the
invention of the patent in suit essentially
differs in that it conprises an isolated el ectrode
conprising alum niumor other alkaline sensitive
netals. Claiml of D1 defines a nethod of
corrosion protection in which the cathode
conprises alumnium i.e. a nethod which only
produces Al &*. The problemwith precipitation of
Al 3" and the advantage of producing Al & were

2355.D
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recogni sed before the priority date of the patent
in suit and explicitly nentioned in docunent D1
(cf. colum 1, lines 9 to 24 and col um 2,

lines 27 to 32). Thus the differing feature of the
subject-matter of the invention |eads to a shift
from producing only Al to producing AlO” and
Al* inaratio of 3to 1. The effect of this shift
is an increased precipitation and siltation with
respect to the device of docunent Dl. Therefore,

t he previously solved problemis reintroduced by
the invention. The technical problemis regarded
as being the provision of an alternative apparatus
for corrosion protection of a water system The
addition of an isolated el ectrode has no technical
function and is actually di sadvant ageous since it

i ncreases the problens with precipitation and
requires extra steps in the construction of the
devi ce. Hence such a nodification does not involve
an inventive step, if the skilled person could
clearly predict this disadvantage whi ch was not
conpensat ed by any unexpected techni cal advantage
(cf. T 158/97). Furthernore, such a nodification

i s rendered obvious by the general text book D5
(cf. Figure 3 of page 14).

Al so the additional features of clains 1 and 2 of
the eighth auxiliary request, nanely the provision
of two chanbers in one container or two
cont ai ners, cannot contribute to an inventive
step, since it is customary practice in

el ectrol ysis devices to subdivide the containers
housi ng the el ectrodes.
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(vi) The respondent argued essentially as foll ows:

Concerning the allowability of an additional use
claiml according to the main and first to seventh
auxiliary requests it is pointed out that claim1l
of the main request (i.e. the third auxiliary
request of the appeal ed deci sion) had been

exam ned during the opposition proceedi ngs and was
found to neet all the requirenments of the EPC.

The subject-matter of clains 1 and 2 of the eighth
auxiliary request is not rendered obvious by

conmbi ning the teaching of docunent DI with the

di scl osure of docunment D5. Figure 3 of docunent D5
shows in a sinplified diagrama "foreign netallic
part" suspended in an electrolysis cell between

t he anode and the cat hode but no information about
t he conposition thereof is given. The opposition
di vi sion has accepted the fornulation of the

obj ective problemas given in the patent in suit
(cf. colum 2, lines 5 to 9). The appellant's
formul ati on of the objective problemis not
correct because docunment D1 actually describes

al so the production of A3, albeit by use of a

sol ubl e anode. Essential advantages are obtai ned
by the invention, including in particular a
significantly inproved versatility in use conpared
to the prior art electrolysis system of docunent
D1 (cf. patent, colum 3, line 55 to colum 6,

[ ine 45) which opens up to various kinds of

el ectrode arrangenents.
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Reasons for the Decision

1

1.2

2355.D

Rul e 57a EPC

According to Rule 57a EPC and to the established
jurisprudence of the Boards of Appeal amendnents to the
text of a granted patent during opposition or
subsequent appeal proceedi ngs should only be consi dered
appropriate and necessary if they can fairly be said to
be occasi oned by grounds for opposition laid down in
Article 100 EPC (conpare Case Law of the Boards of
Appeal of the EPO, 4th edition 2001, pages 483-484,
paragraph 10.1.1 "Admi ssibility of anmendnents, general
remar ks")

Considering this prem se the Board cones in the present

case to the follow ng concl usions:

(a) The patent as granted conprised an independent
apparatus claim 1, independent process clains 7, 8
and 10, and an i ndependent apparatus part
claim1l. The patent as granted did not conprise

any use claim

(b) The main request, however, conprises an
i ndependent use claim1 with two dependent use
claims 2 to 3, two independent apparatus clains 4
and 5, and i ndependent process clains 7 and 9.

(c) Since apparatus claim1l as granted covered two
specific enmbodinents in the formof the dependent
claims 4 and 5 as granted, the proprietor could,
in order to deal with the |ack of patentability,
restrict hinself to these two enbodi nents and,
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consequently, file two i ndependent apparatus

cl ainms, each protecting one of the two enbodi nents
(conmpare Case Law of the Boards of Appeal of the
EPO, 4th edition 2001, and pages 487-488,
paragraph 10.1.4 "Filing additional dependent and
i ndependent cl ai ns").

(d) The proprietor is, however, not entitled to
additionally file another independent use claim
whi ch had no counterpart in the patent as granted.
Such an additional independent claimof a new
category is clearly not occasioned by the grounds
of opposition within the neaning of Rule 57a EPC
Such a change of category would only be consi dered
to be appropriate in the specific case where the
subj ect-matter of the independent apparatus clains
could not be maintained for |ack of patentability.
This condition is, however, not fulfilled in the
present case.

The observations and objections nade in points (a)
to (d) above apply nutatis nmutandis to the
auxiliary requests 1 to 7 as filed on 4 July 2003
with letter dated 1 July 2003 which all contain an
i ndependent use claimin addition to the apparatus
cl ai ns.

Therefore, the clains 1 of the main request and
the first to seventh auxiliary requests do not
meet the requirenents of Rule 57a EPC, and
consequently, the main to seventh auxiliary
requests are not allowabl e.

2355.D
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The eighth auxiliary request is restricted to only the
i ndependent apparatus clains 1 and 2 and the

i ndependent process clains 4 and 6, i.e. restricted to
clainms of categories, which have a counterpart in the
patent as granted. On the basis of the consideration in
paragraph 1.2 (c) above, the two independent apparatus
clainms 1 and 2 are not objectionable since they are the
result of an anendnent occasi oned by a ground of

opposi tion.

Consequently, the eighth auxiliary request neets the
requi renent of Rule 57a EPC.

Ei ghth auxiliary request

Article 123(2) and (3) EPC

The i ndependent apparatus clainms 1 and 2 are based on
the originally filed clains 1 to 2 and 4 to 5.

| ndependent process clains 4 and 6 are based on the
originally filed clainms 7 and 10.

The dependent clains 3 and 5 of the eighth auxiliary
request are based on the originally filed clains 6 and
9.

Furthernore, the scope of independent clains 1, 2, 4
and 6 of the eighth auxiliary request is restricted
conpared to the clains as granted.

Consequently, the clains 1 to 6 of the eight auxiliary
request are considered to neet the requirenents of
Articles 123(2) and (3) EPC
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Novel ty

The subject-matter of the apparatus clains 1 and 2 and
of the process clains 4 and 6 of the eighth auxiliary
request is novel, since the submtted docunents do not
di scl ose an apparatus having either in one container
divided into two chanbers, or in two containers the
cat hode and/ or anode arrangenents in conbination with
the isolated el ectrodes made of al kaline sensitive
netal as defined in clains 1 and 2.

Al so, the appellant acknow edged novelty of the
subj ect-matter of the independent clains 1 and 2, 4 and
6 of the eighth auxiliary request.

| nventive step

Cl osest prior art

The cl osest prior art is represented by docunent D1,

whi ch corresponds in substance to the Dani sh patent
specification identified in the patent in suit at
colum 1, lines 49 to 53. It discloses an apparatus for
the corrosion protection of a water system conprising
at least two electrodes in a container which are
connected with a DC current source. The cathode of said
el ectrodes consists of an al kaline sensitive netal,
nanmel y al um nium which electrochemcally forns

alum nate ions which act as a corrosion inhibitor.

Problemto be sol ved

The Board concurs with the statenent in the patent that
the problemto be solved is to provide an apparatus for
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corrosion protection of a water systemw th | ess
formation of silt, said corrosion protection being nore
effective than for a conventional cathodic protection
systemor an electrolysis system (cf. patent, colum 2,
lines 5to 9).

Solution to the problem

The problemis solved by the apparatuses as defined in
claims 1 or 2, in particular by the conbination of the

f eat ur es:

(a) it conprises an additional electrode, which
conprises al kaline sensitive netal selected anpng
alumnium zinc, tin, lead or m xtures thereof,
bet ween the cat hode and anode which el ectrode is
not electrically connected with either of the
sanme; and

(b) the cathode and anode are either placed in two
chanbers obtained by a partition wall provided in
a single container, or are each placed in two

separate cont ai ners.

The Board concurs with the respondent’'s argunents
concerning the inproved versatility due to feature (a),
since any existing electrolysis systemcan be
transfornmed into the clainmed one by nerely introducing
the al kaline sensitive netal bipolar electrodes and

t hereby obtaining the corrosion protecting effects of
the prior art such as described in docunent Dl. The
decision T 158/ 97 cited by the appellant concerning an
apparatus conprising a third el ectrode which was
considered to represent a technically non-functional
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nodi fication with respect to the state of the art is
consi dered not to be relevant because in the present
case the all eged advant ages appear to be pl ausi bl e.

The patent in suit nmentions further advantages of the
two alternative enbodi nents according to feature (b) of
claims 1 or 2, nanely a better and conplete control of
the electrical current running between the said

el ectrodes isolated from cat hode and anode. These two
enbodi nments allow to separate the cat hode reactions
fromthe anode reactions (cf. patent, colum 3, |line 55
to colum 4, line 1; and colum 4, line 27 to colum 5,
line 7) whereby the silt production according to the
patent in suit wll be as | ow as according to the
process of document D1 when using an insol ubl e anode.

I f a soluble alumniumanode is used in accordance with
t he teachi ng of docunent D1 (cf. D1, colum 2, lines 61
to 64) the silt production according to the patent in
suit may be even smaller than that according to the
process of D1.

Thus the Board considers it credible that the clained
features (a) and (b) provide a solution to the
af orenenti oned techni cal problem

The solution to the problemis not obvious to the
person skilled in the art, for the foll ow ng reasons:

The Board concurs with the respondent's view that the
skill ed person has no reason for placing an
electrically isolated el ectrode between a cat hode and
an anode. Even if the general text book D5 in its
description of Figure 3 (cf. partial English
transl ati on of page 14) reveals that a netal object
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when placed electrically isolated in an electrolyte

bet ween the cat hode and the anode of an electrolysis
system can change the current path of the system
(whereby the current can take "a short cut") and
creates new anodic or cathodic areas this does not |ead
the skilled person to the solution clained in clains 1
and 2. The passage corresponding to said Figure 3 of
docunent D5 is silent with respect to the material to
be used, or the purpose of such an el ectrode.

Furt hernore, docunent D5 does not nention any effect of
enhancenment caused by such an arrangenent. The skilled
person has no incentive to incorporate such an
electrically isolated electrode into the electrolysis
apparatus according to docunent D1 as alleged by the
appel lant. The Board is therefore of the opinion that,
al t hough the skilled person could have done so, he
actually woul d not have done so since he has no reason
to anend the apparatus according to docunent Dl1. The
skill ed person cannot expect any inprovenent, |et alone
a specific enhancenent with respect to the silt
formation or the effectiveness of the corrosion
protection in view of the said explanation of Figure 3
of the general text book D5.

The appel l ant coul d al so not make pl ausible as to why
the skilled person would choose such el ectrodes
selected froman al kaline sensitive material. As

al ready nentioned, the cited passage of docunent D5 is
totally silent with respect to the material of the
netal object. Therefore, the Board is of the opinion

t hat, although the skilled person could have done so,
he actually woul d not have sel ected el ectrodes
conprising al kaline sensitive material since he could
not expect any inprovenent or advantage in view of the
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di scl osure of docunent D5 and thus has no concl usive
reason to do so.

Taki ng account of the disclosures of docunents D1 and
D5 the first step necessary in order to allow to derive
the subject-matter clained, i.e. feature (a) of the
solution to the aforenmentioned technical problem
chosen, nanely to place el ectrodes between the

cat hode(s) and anode(s) which are electrically isolated
from cat hode and anode and which conprise an al kaline

sensitive material, is not considered to be obvious.

For the second necessary step, i.e. feature (b) of the
solution to the aforenmenti oned technical problem
namely to place the cathode and anode either in two
separate chanbers in one container having a partition
wall, or in two containers, there is not any hint in

any of the submtted docunents.

The appel | ant argued that this would represent an

obvi ous nodification of the apparatus according to
docunent D1 for the skilled person which is based on
his common general know edge. These argunents cannot be
accepted by the Board since the appellant did not give
any reasoning as to why the skilled person actually
woul d nodi fy the known apparatus of docunent D1 at all,
et alone in the clainmed manner. Therefore, also the
second step necessary in order to allowto derive the
subject-matter clainmed is not considered to be obvious.

The subject-matter of the independent apparatus
claims 1 and 2 thus involves an inventive step within
the neaning of Article 56 EPC.
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4.6 The sane applies to the process of clains 4 or 6 which
concern the operation of the apparatuses clained in
claims 1 to 3 and 5, respectively, and to the subject-
matter of the dependent clains 3 and 5 which define
further preferred enbodi nents of the apparatus
according to claim 2.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formw th the
fol |l owi ng docunents:

Cl ai ns: 1to 6 filed as eighth auxiliary request
in the oral proceedings on 12 August
2003

Descri ption: pages: 2 to 6 filed in the oral
proceedi ngs on 12 August 2003

Dr awi ngs: Figures: 1 to 10 as granted
The Regi strar: The Chai r man:
D. Spigarelli A. Burkhart

2355.D



