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Summary of Facts and Subm ssi ons

0240.D

The appeal is fromthe decision of the opposition

di vi sion according to which European patent

No. O 746 593 in an anended form neets the requirenments
of the Convention. The patent was granted in response
to European patent application No. 94 910 165. 3.

G anted claim1l has the foll ow ng wording:

"1. A furnace carbon black having an I, No. of 12-18
ng/g and a DBP of 28-33 cn#/ 100g."

The deci sion under appeal was based on the clains as
granted as the main request and on two sets of anended
clainms filed on 19 July 2000 as the first and second
auxi liary requests respectively.

In its decision, the opposition division considered
that the subject-matter of claim1 as granted | acked
novelty over the disclosure of D1, nanely "Rubber

Chem stry and Technol ogy, Vol. 45, No. 1, March 1972,
pages 145-159". It held that granted claim1 stated a
range of iodine nunber of 12-18, whereas the exanples
of the patent in suit also nentioned the first decina
pl ace. This was an indication that the patent in suit
enconpassed i odi ne nunbers within the margins of a
normal experinmental error. Claiml of the first
auxiliary request contravened Article 123(2) EPC. The
di scl ai mer was not all owabl e since D1 was not an
accidental disclosure. The subject-matter of claiml
according to the second auxiliary request represented a
selection fromthe broad range disclosed in DL and was
t hus novel. Inventive step was illustrated by the
conparative exanples in Table 6 of the patent in suit.
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The appellant (proprietor of the patent) filed three
auxiliary requests with the statenment of grounds of
appeal dated 24 January 2001. Caim1l of the first
auxi liary request reads as follows:

"1. A furnace carbon black having an I, No. of 12-18
ng/ g and a DBP of 28 to 30 or 32 to 33 cc/100g."

Claim1l of the second auxiliary request differs from
granted claiml only by the addition of the follow ng
di sclaimer at the end of the claim "excluding a
furnace carbon black having a I, No. of 12 ng/g and a
DBP of 31 cc/100g". A new third auxiliary request was
submtted on 12 Novenber 2002 and then w t hdrawn during
the oral proceedi ngs which took place on 13 Decenber
2002. At the oral proceedings the respondent (opponent)
handed over the ASTM standard 1510-70 (hereinafter D3).

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted as the main request, or, as the first and
second auxiliary requests, with the clains of the first
and second auxiliary requests filed with the
appellant’s letter dated 24 January 2001, or, as the
third auxiliary request, with the anmended cl ains as

mai nt ai ned by the opposition division. The respondent
requested that the appeal be di sm ssed.

The appel lant's argunents can be sumrari sed as foll ows:

The opposition division's viewthat claim1 as granted
enconpassed i odi ne nunbers within the margins of a
normal experinmental error broadened the literal scope
of claim1l1l to the region of equivalents. The exanples
of the patent in suit nmentioned the first decimal place
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and, thus, were to be seen as an indication of the
exactness of the values given. Furthernore, even if the
precision given in point 6.11.1 of D3 were applied to

t he iodine nunber of 11.8 given in Table |I of D1, then
t he cal cul ated devi ati on woul d be such that the val ue
woul d still lie outside the range 12-18. D1 neither
specified the unit for the iodine nunber nor the
specific ASTM Test nethod used for its neasurenent.
Fromthe brochure "Was ist RuR" (hereinafter D2), it
was cl ear that the iodine absorption was conmonly
expressed in ng/g but that a unit in nt/g had also to be
consi dered. Therefore, it was inpossible to the skilled
person to undoubtedly eval uate whether or not carbon

bl ack XC-31 of D1 had a iodine nunber within the

cl ai med range. Regarding the iodine nunber of 12 given
in Table 111, the skilled person woul d unanbi guously
have derived fromDl that it was a rounded val ue, the
exact iodine nunber being 11.8 as reported in Table |
Wth respect to inventive step, the appellant argued
that the technical problemw th respect to the cl osest
prior art Dl consisted in providing a furnace carbon

bl ack whi ch was capabl e of replacing the thermal carbon
bl acks in rubber and plastic conpositions and which
exhi bited better processing properties. According to
the Tabl e on page 158 of D1, a synthetic rubber
conposition containing carbon black XC 31 exhibited a
Shore hardness and a tensile strength which were
simlar to those obtained with a conposition including
a thermal carbon black. On the contrary the patent in
suit showed that an EPDM conposition containing the

cl ai med carbon black had a | ower Shore hardness and a

| ower tensile strength than an EPDM conposition
containing a thermal carbon bl ack. These i nproved
properties illustrated that a synthetic rubber
conposition containing the claimed carbon bl ack had
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i nproved processing characteristics conpared wth a
conposition containing the XC 31 carbon black. It was
apparent that with a material having a | ower hardness,

t he equi pmrent had a longer life tinme. These results
wer e i ndependent of the rubber or plastic conposition.
Furthernore, the results obtained in the exanple of the
patent in suit wth a carbon black having a iodine
nunber of 16.5 were valid not only for this specific
carbon bl ack but also for the whol e range of

12-18 ny/g.

The ranges indicated in claim1 of the first auxiliary
were not disclosed in the PCT application. However,
these ranges were in fact introduced into claim1l to
excl ude the carbon bl ack disclosed in DI and having a
DBP val ue of 31cn¥/ 100g. The case | aw of the boards of
appeal s on disclainmers was not uniform since according
to sonme decisions a disclainer was generally allowable
wi t hout any further requirenent, whereas other

deci sions required that the disclosure in the docunent
be an accidental anticipation. D sclainers should
generally be allowed to limt the clainmed subject-
matter.

The respondent presented i.a. the foll ow ng argunents:

The i odi ne nunber of 12 and the DBP val ue of 31
disclosed in Table Il of Dl destroyed the novelty of
t he cl ai med carbon bl acks. The carbon bl ack of

Table Il could be another sanple of the class of
products XC-31. Application of the precision given in
point 6.11.2 of D3 to the iodine nunber of 11.8
disclosed in Table | of D1 led to a value which fel
within the clainmed range of 12-18. Even if the clained
carbon bl acks were considered to be novel, they would
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be obvious in view of D1 which disclosed the sane use
and concerned the sane probl em of replacenent of a

t hermal carbon bl ack. The two carbon bl acks conpared in
Table 6 of the patent in suit exhibited different
structures and surface areas. It was well-known that

t hese paraneters had an influence on the hardness of
the m xture. The appellant had provided no evidence in
support of his allegation that a EPDM m xture having a
| oner hardness was achieved with the claimed carbon

bl acks conpared with a thermal carbon bl ack having the
sanme anal ytical properties. A conparison of the data
given in the Table on page 158 of D1 with those of the
patent in suit was difficult since D1 neither disclosed
t he exact iodine nunber of the thermal carbon bl ack
used in the conpound nor the conpound conposition. As

t he val ues of the Shore hardness reported in this Table
substantially differed fromthose indicated in Table 6
of the patent in suit, it could be inferred that the
rubber recipes were different. It was well-known that
the properties of the cured product depended on the
conposition of the mxture to be cured and coul d not be
transferred fromone recipe to a different one.
Furthernore there was no evidence that results achieved
wi th a carbon bl ack having a iodine nunber of 16.5
woul d al so be obtained with a carbon bl ack having a

i odi ne nunber of 12. Therefore, no inprovenent had been
shown. Disclainmers were allowable for establishing
novelty with respect to a pre-published docunent only
if the disclosure in this docunent was an acci dent al
anticipation, ie if the document was directed to the
solution of another technical problem (see T 932/94).
As in the present case the technical problemwas the
sane as in D1, the disclainmers introduced in claim1l of
the first and second auxiliary requests were not

al | owabl e.
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Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

0240.D

D1 discloses a large particle furnace carbon back
suitable for use in rubber conpositions and havi ng an
ASTM DBP nunber (dibutyl phtalate nunber) of 31 cn#/ 100g
and an ASTM i odi ne nunber of 11.8: see page 147,

Table I, carbon black XC- 31; page 148, Table, LPF

XC- 31; page 145, |ast paragraph for the unit of the DBP
nunber. Regarding the ASTM i odi ne nunber, the

appel lant's argunent that it was not clear which unit
was used to express the value is not convincing.
According to D1 the iodine nunbers reported therein are
t he ASTM i odi ne nunbers (see page 147, paragraph with

t he headi ng "general properties”). The appellant has
provi ded no evidence that before the date of D1, there
was anot her ASTM standard than the ASTM D 1510 for the
measur enent of the iodine adsorption nunber of carbon
bl acks. In the ASTM standard D3 of 1970 existing before
the publication date of D1 (1972), it is indicated that
t he i odi ne adsorption nunber is expressed in ng of

i odi ne adsorbed per gram of carbon black (ng/g): see
page 37, point 6. In case the skilled person wuld have
had doubts about the units used for this well-known
paraneter in the field of carbon blacks, a sinple | ook
at the ASTM standard woul d have confirmed that this
paranmeter is expressed in ng/g. D2 disclosed that in
1991 the iodine adsorption was conmonly expressed

in nmg/g and that a conversion in n¥/g, the so-called
"iodine surface area", did not becone accepted. It is
unanbi guously derivable from D2 that the paraneter
expressed in nt/g was designated "iodi ne surface area"
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("Jodoberfl ache"). D1, however, refers to ASTM i odi ne
nunbers and not to a "iodine surface area". Therefore,
the skilled person would directly and unanbi guously
derive fromthe disclosure in Dl that the ASTM i odi ne
nunber in Table 1 and in the other Tables thereof is
expressed in ng/g.

In Table 11l of D1, which is concerned with the
properties of the carbon blacks in rubber recipes,

val ues of 12 and 31 are reported for the ASTM i odi ne
nunber and the DBP nunber of XC-31 carbon bl ack
respectively. These values fall within the clai ned
range. The appellant argued that the value of 12 for

t he i odi ne nunber was a rounded val ue, the exact val ue
being 11.8 as indicated in Table |I where the physical
properties of the LPF bl acks were reported and not the
properties of rubber recipes. Furthernore, according to
t he appellant even if the precision indicated in

point 6.11.1 of the ASTM standard D3 were applied to
the value of 11.8 indicated in Table 1, then the val ue
woul d still lie outside the clainmed range, whereas the
respondent considered that the precision indicated in
point 6.11.2 had to be considered, which led to a
iodine value lying within the clainmed range. The board
is of the opinion that the questions whether or not 12
is a rounded val ue and which data of the ASTM st andard
have to be considered to cal cul ate the deviation can
remai n open since even if the subject-matter of claiml
were considered to be new over the disclosure of D1, it
woul d [ ack an inventive step for the reasons given

bel ow.

For the assessnent of inventive step it is accordingly
considered in favour of the appellant that (i) the
i odi ne nunber of 12 reported in Table Il of Dl is not
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t he exact value for carbon black XC-31 and (ii) the
value of 11.8 reported in Table | lies outside the

cl ai med range even when consi dering the precision of
the ASTM test method D3 and, thus, does not destroy the
novelty of the clainmed product.

D1 represents the closest prior art, in particular the
LPF carbon bl ack XC-31 disclosed in Table 1 and having
an ASTM i odi ne nunber of 11.8 ng/g and a DBP nunber of
31 cn¥/ 100g.

According to the appellant, the technical problem
solved by the patent in suit with respect to this

cl osest prior art was to provide a furnace carbon bl ack
whi ch was suitable for replacenent of the therm
carbon bl acks in rubber and plastic conpositions and
whi ch exhi bited i nproved Shore hardness and tensile
strength, thus leading to better processing properties.
The appellant further alleged that a longer life tine
of the equi pnent was achi eved with the claimed carbon
bl acks. The respondent contested that the conparative
exanples of the patent in suit showed the all eged

i nprovenent, and thus that the said problem had been
sol ved. Therefore, the question arises whether an

i nprovenent has actually been achieved conpared with

t he carbon bl ack XC- 31 of DL.

According to the patent in suit, the results set forth
in Table 6 indicate that, at a carbon bl ack | evel

of 200 phr, the EPDM conpositions containing the carbon
bl acks of the invention have a higher extrusion rate
and | ower hardness, viscosity, mxing energy and
conpression set than the EPDM conpositions including
two control carbon blacks. Therefore, the forner EPDM
conpositions exhibit better processing characteristics
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t han the EPDM conpositions with the control carbon

bl acks (see page 9, lines 43 to 46). In Table 6 a
carbon bl ack having a iodine nunber of 16.5 ng/g and a
DBP of 30.0 cn?/100g is used to illustrate the clained
carbon bl acks and the two control carbon blacks are a
thermal carbon black with a iodine nunber of 8.2 ng/g
and a DBP of 37.5 cn#/100g (Control A) and a SFR (semi -
reinforcing furnace) carbon black having an iodine
nunmber of 29.9 ng/g and a DBP of 68.5 cn#/ 100g. Table 6
actually shows the said inprovenent over Control A and
Control B; however the iodine nunber and DBP val ues of
t he SFR carbon black (Control B) are very different
fromthose of the XC-31 furnace carbon black of D1, and
t he carbon black of Control A, ie a thermal carbon

bl ack, also exhibits a iodine nunber and a DBP val ue
which are far nore renoved fromthe clainmed ranges than
t hose of the furnace carbon black XC-31 of D1. In view
of these differences neither Control A nor Control B
can be regarded as being illustrative of the furnace
carbon bl ack of the closest prior art having a iodine
nunmber of 11.8 ng/g and a DBP of 31 cn?#/ 100g. Therefore,
it cannot be inferred from Table 6 or fromthe
description of the patent in suit that the clained
furnace carbon black would lead to a simlar

i nprovenent with respect to the furnace carbon bl ack
XC-31 of Dl1. Furthernore, taking into account that the
cl ai med carbon black differs from carbon bl ack XC 21

of DL only by the extrenmely small difference between
the two iodine nunbers, nanely 12 ng/g instead

of 11.8 ng/g, the appellant’s allegation that an

i mprovenent would al so be achieved with respect to the
known XC-31 of D1 is not credible in the absence of any
evi dence.
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The appel l ant's argunents based on the conparison of

t he Shore hardness and tensile strength given in

Table 6 of the patent in suit with those reported in
the Tabl e of page 158 of D1 and the concl usion drawn
therefrom as regards the inproved processing
characteristics of a synthetic rubber conposition
contai ning the clainmed carbon black (see point V
above), are also not convincing for the foll ow ng
reasons. Assuming that the thermal carbon black FT
mentioned in the Table of page 158 of D1 has the
characteristics stated on page 148 for a typica
thermal FT, nanmely a DBP val ue of 37 cn#/ 100g and a

i odi ne nunber of 9-12 ng/g, it is still not clear what
t he i odi ne nunber of the specific thermal carbon bl ack
used in the conposition was, and thus, whether or not
it was simlar to that of control A of Table 6 of the
patent in suit. Furthernore, it cannot be inferred
from Dl which material and which conposition were used
to achieve the properties given in the Table of

page 158. Not only the rubber conposition but also the
carbon bl ack | oading m ght have been very different
fromthose used for Table 6 of the patent in suit. As
t he Shore hardness and tensile strength of a
conposition including a carbon black depend inter alia
on the kind of conposition used (conpare for exanple
the two different recipes used in Table IIl and IV on
page 153 of Dl1), the conparison of Table 6 of the
patent in suit wth the Table on page 158 of D1 cannot
| ead to any reliable conclusion in the absence of

i nformation concerning the kind of conposition used for
obtaining the results stated on page 158.
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For the preceding reasons, the board cannot accept the
appellant's allegation that an inprovenent wi th respect
to carbon black XC-31 of D1 has actually been achieved
and thus that the technical problem defined by the
appel | ant has actually been sol ved.

The technical problemw th respect to DI can therefore
only be seen in the provision of another furnace carbon
bl ack which is |ikew se capable of replacing therm
carbon bl ack in rubber or plastic conpositions.

It is proposed to solve this problem by the furnace
carbon bl ack as defined in claim1, ie a furnace carbon
bl ack which differs fromthat of D1 only by the iodine
nunber being from12 to 18 ng/g instead of 11.8 ng/g.

It is credible that this problemhas actually been
solved by the clainmed carbon black. This was not

di sput ed.

D1 discloses that LPF blacks, in particular the furnace
carbon bl ack carbon XC- 21, which has a iodi ne nunber

of 11.8 ng/g and a DBP val ue of 31 cn?/100g, are a
potential replacenment for thermal blacks. Applications
such as tire bead stocks, w ndshield w per blades, tire
innerliners, brake cups are cited in D1 (see page 157,
2nd par agraph; page 158, the four first paragraphs). In
view of this teaching, it is obvious to the skilled
person faced with the probl em of providing another
furnace carbon black suitable for the replacenent of

t hermal bl acks, that a furnace carbon bl ack having a
simlar iodine nunber (for exanple 12 ng/g or slightly
above 12 ng/g) and an identical or a simlar DBP val ue
woul d al so solve the said problem This was not
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di sputed by the appellant at the oral proceedings.
Therefore, the subject-matter of claim1l of the main
request does not involve an inventive step as required
by Articles 52(1) and 56 EPC, and the main request has
to be refused.

First auxiliary request

0240.D

Claim1 of the first auxiliary request has been limted
by introduction of two ranges for the DBP val ues,
namely 28 to 30 and 32 to 33 cc/100g. These two ranges
are not disclosed in the original PCT application which
only indicates the range 28-33 cc/100g in conbi nation
with a iodine nunber of 12-18 ng/g. This was not
contested by the appellant at the oral proceedings. The
DBP value of 30.0 is stated in the exanple of Table 6,
but in conbination with a iodine nunber of 16.5 ng/g.
The conbination of this specific DBP value with any of
t he i odi ne nunber from 12-18 ng/g is not disclosed in
the PCT application. Therefore, anmended claim1 of this
request does not neet the requirenments of

Article 123(2) EPC

The appell ant further argued that the two new ranges of
DBP val ues were introduced into claim1l to exclude the
furnace carbon bl ack disclosed in D1 and represented a
di scl ai mer which, according to the jurisprudence, was
al  owabl e even in the absence of support in the
application as filed. Even if it were assunmed in favour
of the appellant that the anmendnents in claim1l
correspond, in the result, to a disclainer excluding a
novel ty-destroyi ng disclosure in D1, then the

appel lant's argunents concerning the allowability of
this disclainmer would not be convincing for the
foll owi ng reasons. A disclainmer based on the disclosure
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of a novelty-destroying docunent form ng part of the
state of the art pursuant to Article 54(2) EPC was
considered to be allowable in decision T 433/86 (of

11 Decenber 1987) wi thout any further conditions, in

t he absence of support for the excluded subject-matter
in the application as filed. However, additional

requi renents were subsequently devel oped in the
jurisprudence. According to the subsequent
jurisprudence, the introduction of disclainers having
no basis in the original application into a claimwas
considered to be allowable only in exceptional
situations. The novel ty-destroying disclosure has in
particular to be an accidental anticipation (see

T 932/ 94 of 13 January 1998; T 863/96 of 4 February
1999; T 917/94 of 28 COctober 1999; T 13/97 of

22 Novenber 1999; T 608/96 of 11 July 2000; T 1071/97
of 17 August 2000; T 323/97, QJ EPO 2002, 476

point 2.2 of the reasons; Case Law of the Boards of
appeal, 4th edition point I11.A 1.6.3, pages 210

to 211). Although the notion of "accidental
anticipation” has been defined in the jurisprudence in
different ways at | east as regards the wordi ng used, a
prior art docunent representing the closest prior art
was never regarded as an accidental anticipation. It
was not disputed that, in the present case, D1
represents the closest prior art and is not an
accidental anticipation. Accordingly, even if the
amendnments introduced into claim1l were considered as a
disclaimer wwth respect to D1, then the further
condition required in the jurisprudence, ie that the
anticipation be an "accidental" one, would not be
fulfilled. The amendnents in claim1 thus contravene
the requirements of Article 123(2).
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The board further observes that, in sone decisions, for
exanple T 710/92 of 11 Cctober 1995, the introduction
of a disclainmer having no basis in the original
application into the claimwas considered as an
amendnment al | owabl e under Article 123(2) w thout
requiring the anticipation to be accidental. However
inventive step was then assessed as if the disclainer
did not exist. If this approach were used in the
present case, the subject-matter of claim1l would be
consi dered as not involving an inventive step for the
reasons given in points 3 to 3.3 above.

auxi liary request

Claim1 of the second auxiliary request contains the

di scl ai mer "excluding a furnace carbon black having a I,
No. of 12 ng/g and a DBP of 31 cc/100g", which excludes
carbon black XC-31 as defined in Table Il of D1. This
di scl ai mer has no basis in the original PCT
application. Even if it were considered, for the sake
of argunment, that the paraneters reported in Table II

of D1 destroy the novelty of claim 1 not containing the
di sclaimer, anmended claim1 of this request woul d not
be al |l owabl e under Article 123(2) EPC since D1l is not
an accidental anticipation, but the closest prior art:
see the reasons given in point 4.1 above which apply

i kewi se to the present disclainer.

|f, for the sake of argunent, it were considered that
claiml1l of this request neets the requirenents of
Article 123(2) EPC and that the clained carbon black is
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novel over the disclosure of D1, then the subject-
matter of claiml would still not involve an inventive
step for the reasons indicated above in points 3

to 3.3. Therefore, the second auxiliary request nust
also fail.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg

0240.D



