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Summary of Facts and Subm ssi ons

0271.D

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division on the rejection of
t he opposition agai nst European patent No. 0 477 295.

OQpposition had been fil ed against the patent under
Article 100(a) EPC on the grounds of |ack of novelty
(Article 54 EPC) and | ack of inventive step (Article 56
EPC) .

In its notice of appeal the Appellant requested that
t he i mpugned deci sion be set aside and the patent be
revoked in its entirety.

In the course of the witten appeal proceedings the
Respondent (Patentee) filed several requests, including
a mai n request seeking dismssal of the appeal and

mai nt enance of the patent with the clains as granted
and el even auxiliary requests containing anmended sets

of cl ai ns.

During oral proceedings on 2 Decenber 2004, the
Respondent withdrew all previous requests and filed a

new mai n request conpri sing:

- claine 1 to 13, and

- an adapted description including new pages 5, 6, 6A,
6B, 6C, 7 to 11 and 16 to 20.

Bot h the Respondent (Patentee) and the Appell ant
(Opponent) requested at the oral proceedings that the
deci si on under appeal be set aside and that the patent
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be mai ntained in anended formon the basis of the new

mai n request.

Reasons for the Decision

0271.D

The Board considers that, by requesting, together with
t he Respondent, that the patent be maintained in
anmended form the Appellant has limted the extent of
hi s appeal which originally was directed at the
revocation of the patent. The question arises whether
under these circunstances the Board is deprived of its
power to exam ne the substantive nmerits of the subject-
matter of the clains of the new request.

The inmportance of the principle of party disposition in
opposi ti on appeal proceedi ngs has been acknow edged by
t he established case |law. Decisions G 7/91 and G 8/91
(QJ EPO 1993, 356 and 346) held that, in so far as the
substantive i ssues are concerned, appeal proceedi ngs
are term nated, when the sole appellant wthdraws the
appeal. In decision G 9/92 (QJ EPO 1994, 875, point 1)
it was noted that the initial request of a party
determ nes the extent of the proceedings in view of the
principle "ne ultra petita". According to decision

G 9/91 (QJ EPO 1993, 408) a Board of Appeal has the
power to decide on the revocation or mai ntenance of a
patent only to the extent to which the patent is
opposed in the notice of opposition.

In the light of the above case | aw, the Board adopts
the follow ng approach to the requests made: if both

t he Patentee and the Cpponent who is the sol e Appell ant
request the maintenance of the patent in anended form
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according to a new set of clains, the power of the
Board of Appeal to exam ne the subject-matter of these
clainms in substance is [imted due to the principle of
party disposition. The power no |onger extends any nore
to those clainms which were already contained in the set
of clainms of the patent as considered and nai ntai ned by
t he Opposition Division.

Clains 1 to 9 and 11 of the new request are identical

wi th independent claim 10 and its dependent clainms 11
to 18 and 26 as granted, respectively. |ndependent
claim10 is identical with claim 19 as granted.

| ndependent clains 12 and 13 correspond to clains 35
and 36 as granted and have only been nodified with
respect to their - nownore limted - back-reference to
preceding clains. Thus, all of the clains of the new
request were already contained in the set of clains as
granted and nmi ntai ned by the Opposition Division. This
has the consequence that none of the clainms is open to
scrutiny by the board.

As far as the adaptation of the description is
concerned, the Board considers that it still has to
exam ne whet her the changes nmade comply with the

requi renents of the EPC. However, as was al so accepted
by the Appellant, the new pages of the description
contain either deletions of enbodi nents no | onger
claimed or text passages clarifying that the invention
does not cover nore than the subject-matter of the
clainms. Therefore, the Board does not see any reason to
object to the adaptation of the description.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the

fol |l owi ng docunents:

- Clains 1 to 13 of the new main request filed at oral
pr oceedi ngs;

- Description pages 3, 4, 12 to 15 and 21 to 38 of the
pat ent specification;

- pages 5, 6, 6A, 6B, 6C, 7 to 11 and 16 to 20 as
filed at the oral proceedings; and

- Figures 1 to 43B of the patent specification.

The Regi strar: The Chai r man:

U. Bul t nann M W eser
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