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Eur opean patent application No. 94 924 580.7 was
refused in a decision of the exam ning division dated
31 May 2000. The ground for the refusal was that the
application did not neet the requirenents of novelty
and unity of invention.

Claim1 under consideration in the decision under
appeal reads as follows:

"1, A nethod of formng a nounting structure for a
sem - conductor chip (10) characterized by the
st eps of

providing a flexible chip carrier (26) having a
top surface and a bottom surface, termnals (30)
di sposed on said top surface and |leads (29) in
el ectrical connection with said term nal s,

pl acing said chip carrier (26) a given distance
above said chip (10) to create a gap (34) between
said chip carrier (26) and said chip (10), said
bottom surface facing said chip;

bondi ng said |l eads to said chip; and

introducing a liquid (50) into said gap (34) such
that said liquid is disposed between said chip
carrier (26) and said chip (10)."

In the only official comunication pursuant to

Article 96(2) and Rule 51(2) EPC before the issue of
the decision to refuse the application, objections were
raised inter alia that the application in suit did not
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nmeet the requirenents of unity of invention within the
meani ng of Article 82 EPC and that the subject matter
of claims 1 to 3, 12, 13, 18, 22 and 23 as published
was not new having regard to the docunent

D1: JP-A-5-236 091 (published on 10 Septenber 1993)
& Patent Abstracts of Japan vol. 17, no. 687
(E-1478) (published on 16 Decenber 1993).

The only references made to docunent D1 in this
communi cation were as foll ows:

"I ndependent clainms 1 and 30 have essentially the
common corresponding technical features of (i)
providing a flexible chips carrier, (ii) placing the
flexible chip carrier above a chip to create a gap

t here between, and (iii) filling the gap with a
flowable material/liquid. This comobn subject matter is
known fromD1."

"The subject-matter of clains 1-3, 12, 13, 18, 22 and
23 is not novel with respect to D1 contrary to the
requi renents of Articles 52(1), 54(1) and (2) EPC."

In response to this comruni cation the applicant filed
revised clainms 20 to 22 and argued that claim1l as
publ i shed was novel having regard to docunent D1.

The exam ning division thereafter refused the
application for lack of unity and | ack of novelty
havi ng regard to docunent D1, and referred to Figures
2(A), 2(B), 1(C and correspondi ng text of docunent D1
for the first time in its decision. Reference was al so
made for the first time in the decision to the

di scl osure of the famly docunent US-A-5 350 947
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publ i shed after the priority date of the application in
suit, as providing English translation of docunent D1.

The appel | ant (applicant) |odged an appeal on 28 July
2000, paying the appeal fee the sane day. A statenent
of the grounds of appeal was filed on 10 Cctober 2000
toget her with new cl ai ns.

In a comuni cati on acconpanyi ng summons for oral
proceedi ngs, the Board furnished an English transl ation
of document D1 and gave its prelimnary opinion
regardi ng patentability of the appellant's requests.

At the oral proceedings held on 29 April 2003, the
appel  ant requested that the decision under appeal be
set aside and that the appeal fee be reinbursed on the
grounds that a substantial procedural violation was
committed by the first instance in issuing the decision
under appeal and the case be remtted to the first
instance for further prosecution. Auxiliary, the

appel  ant requested that a patent be granted on the
basis of the main, first, second or third auxiliary
request, all filed wwth the statement of the grounds of
appeal .

The appellant's argunents rel evant for the present
appeal, can be summari zed as foll ows:

(1) The appellant's right to be heard under
Article 113(1) EPC was viol ated, since the
application was refused after the first
conmuni cation which nerely all eges |ack of
novelty w thout supporting reasoning. In the
absence of a reasoned expl anation which could
substantiate the allegation of |ack of novelty,
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t he communi cation | acks the | egal and factual
reasoni ng on which the decision to refuse is
based.

The sane holds true for the objection to | ack of
unity, since this objection relies on the

al | eged di scl osure of docunment D1 of the special
techni cal features common to clains 1 and 30.

Despite severe difficulties in understanding the
basis for the objections raised in the first
communi cation, the appellant provided a response
whi ch not only indicated the portions of
docunent D1 at issue but also set out a credible
interpretation of the disclosure of docunent DL.

Furthernore, the refusal after a single
comuni cation violates the principle of good
faith since the applicant nade a bona fide
attenpt to address all issues raised in the
comuni cation, despite the severe difficulties
i n understanding the basis for the objections
rai sed

t he Deci si on

The appeal neets the requirenents of Articles 106 to
108 and Rule 64 EPC and is therefore adm ssible.

Substantial Procedural Violation and Rei nbursenent of
t he Appeal Fee

The appel lant's request for reinbursenent of the appeal
fee under Rule 67 EPC on the ground that a substanti al
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procedural violation was commtted by the exam ni ng
division is granted for the follow ng reasons:

Article 113(1) EPC states that the decisions of the
Eur opean patent O fice may only be based on grounds or
evi dence on which the parties concerned have had an
opportunity to present their comments.

In the present case, the appellant argued that the
provisions of Article 113(1) EPC were viol ated, since
the first conmuni cation | acked a reasoned expl anati on
whi ch coul d substantiate the allegations of |ack of
novelty and | ack of unity of invention, and the
application in suit was refused i medi ately after the
appellant's response to the first conmunication.

It was held in decision T 951/92 (QJ EPO 1996, 53) that
one of the purposes of Article 113(1) EPCis to

saf equard that before a decision refusing an
application is issued, the applicant has been inforned
about the |legal and factual reasons for the refusal.
Therefore, if a conmunication under Article 96(2) and
Rul e 51(3) EPC does not satisfy the requirenents of
Article 113(1) EPC, in that it does not set out the
essential |egal and factual reasoning which would | ead
to a finding that a requirenment of the EPC has not been
nmet, then a decision based upon such a finding cannot
be issued wi thout contravening Article 113(1) EPC

unl ess and until a conmuni cati on has been issued which
does contain such essential reasoning (cf. T 951/92,
reasons, items 3(v) to (viii)). The failure of sending
a further conmmunication before issuing a decision was
also found to constitute a violation of Article 96(2)
EPC.
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In the present case, the first conmunication of the
exam ning division (in the followng referred to as
"the communi cation") nerely asserted that all features
of claim1l as published were known from docunent D1

wi thout referring to any rel evant text passages or
figures (cf. itemlll above). Therefore, the

communi cation contained no factual reasoning at all,
since it failed to informthe applicant where in
docunent D1 the correspondi ng process steps of claiml
wer e di scl osed.

Even assum ng that the comunication made an inplicit
reference to the enbodi nent of Figures 1(A) to (O

whi ch was reproduced in the correspondi ng abstract
publ i shed in Patent Abstracts of Japan, and
notw t hstanding the fact that the abstract was
publ i shed after the priority date of the application in
suit, it is not derivable fromthe abstract al one
whet her or not docunent D1 discloses all the features
of claim1l as published, since the figures in the
abstract merely disclose the assenbl ed structure of a
chip nmounted to a flexible chip carrier, whereas
claiml is directed to a nethod of form ng such a
structure.

In contrast to the |lack of reasoning given in the first
conmuni cation, the decision under appeal nmakes
reference to Figures 2(A), 2(B), and 1(C) and
correspondi ng text of JP-A-5-236 091 and provides a
detail ed di scussion of the disclosure provided in the
cited passage. Furthernore, the fam |y docunent US-A-5
350 947 was cited for the first tine in the decision as
a transl ation.

Thus, the appellant was for the first tinme inforned in
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detail in the decision under appeal as to why the
application was found not to neet the requirenents of
novelty and unity of invention.

It follows fromT 951/92 referred to under item?2.2
above that the fact that the appellant provided a
detail ed anal ysis of docunent D1 in his response to the
conmuni cation does not relieve the exam ning division
fromthe duty under Article 113(1) EPC of communicating
to the appellant a reasoned objection agai nst
patentability before issuing a decision to refuse the
application. In the present case, the appellant in
preparing his response to the comruni cation was clearly
| eft to guess on his own which passages of docunment D1
woul d be pertinent. It was therefore necessary to send
a further comunication before issuing a decision.

Thus, in the Board's judgenent, the above violation is
to be considered a substantial procedural violation
within the nmeaning of Rule 67 EPC.

The appel |l ant has requested that the case be remtted
to the departnment of first instance. In view of the
substantial procedural violation commtted, the Board
grants this request for remttal pursuant to

Article 111(1) EPC.

Under these circunstances, it is equitable to reinburse
t he appeal fee.

The conmmuni cati on of the Board acconpanyi ng the sunmons
to oral proceedings contained the provisional opinion
of the Board regarding novelty and unity of invention
of the clainms on file. The examining division inits
further prosecution of the application in suit not
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bound in any manner by the opinions expressed in the
above- nenti oned conmuni cati on of the Board.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnment of the first
i nstance for further prosecution.

3. The appeal fee is to be refunded.
The Regi strar: The Chai r man:
P. Martorana R K. Shukl a
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