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Summary of Facts and Subm ssi ons

2048.D

Eur opean patent No. 0 515 460 based on application
No. 91 903 945.3 was granted on the basis of 22 clains.

| ndependent claim 1 as granted read as foll ows:

"1. Asingle cell-edible oil characterized in that
docosahexaenoi ¢ acid (DHA) nakes up at |east 15% of the
oil by weight, preferably at |east 20% nore preferably

at | east 30% and nost preferably at |east 35%"

Four notices of opposition were filed against the
granted patent.

The patent was opposed under Article 100(a) EPC for
l ack of novelty and | ack of inventive step and under

Article 100(b) for insufficiency of disclosure.

The follow ng docunents were inter alia cited during
t he proceedi ngs.

(2) J. Protozool. 17(2), 213-219, 1970

(4) Biochimca and Bi ophysica Acta, 316, 56-65, 1973

(10) WO A- 8900606

(11) Novel Mcrobial Products for Medicine and
Agricul ture, chapter 28, 253-259, 1989.

The decision of the Opposition Division pronounced on
12 October 2000 revoked the patent under Article 102(1)
EPC.
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The Opposition Division held that neither the set of
clainms of the main request nor the sets of clains of
the auxiliary requests 1 and 2 net the requirenments of
t he EPC.

It first considered that the objections pursuant to
Article 100(b) EPC raised by opponents 01, 02 and 04
did not bring into question the sufficiency of the

di scl osure of the patent in suit, so that it concl uded
that the requirenments of this Article were fulfilled.

However, regarding novelty, the Qpposition D vision was
of the opinion that the oil extract described in
docunent (4) anticipated the subject-matter of the

i ndependent main product claimof the main, first and
second auxiliary requests.

Accordingly, the patent in suit did not conply with
Article 54 EPC

The appel | ant (patentee) | odged an appeal against the
sai d deci sion

Wth its letter dated 22 May 2002, respondent 03
wi thdrew its opposition.

Respondent 01 submitted its witten argunents on

29 Cctober 2001. Wth its faxed letter on 6 June 2002,
respondent Ol informed the Board that it would not
attend the oral proceedings.

Respondent 04 did not intervene during the appeal
pr oceedi ngs.
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Oral proceedings were held before the Board on 2 July
2002 during which a main request as well as subsidiary
requests 1 and 2 were submtted by the appellant in
substitution for all previous requests as the basis for
remttal to the first instance

During the oral proceedings the appellant withdrewits
former witten request for reinbursenment of the appeal
fee for a substantial procedural violation.

| ndependent product claim1l of the main request
corresponds to independent claim 1l as granted, wherein
the oil has been defined as being "obtainable froma
uni cel lul ar organi sm by hexane extraction” and wherein
t he docosahexaenoic acid (DHA) content has been
restricted to a value of "at |east 35%.

Dependent product claim 2 corresponds to dependent
clainms 2 as granted. The two alternatives of product
claim3 as granted have been split into dependent
claims 3 and 4 in the main request.

Process claimb5 corresponds to process claim4 as
granted, restricted to the preparation of an oil having
at | east 20% DHA and wherein the reference to the
product clainms has been deleted. It reads:

"5. A nethod of producing a single cell edible oi
wherein DHA nakes up at |east 20% of said oil by
cultivating a m croorgani sm capabl e of producing the
said single cell oil in a fermenter to achieve a cel
density of at |east about 10 grans bi omass per litre of
a nutrient solution, harvesting the biomss and
recovering the single cell oil fromthe biomass,
wherein the mcroorganismis a dinoflagellate and the
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m croorganismis induced to produce the single cell oi
at a concentration of at |east about 1.5 grans per
litre of nutrient solution by inposition of a
stationary phase.”

Dependent process clains 8 to 14 correspond
respectively to dependent clainms 6 to 12 as granted.
Moreover, the restriction to a DHA of at |east 20%in
dependent claim 14 has been del et ed.

The two alternatives of process claim5 as granted have
been split into dependent clains 6 and 7 in the main
request .

The set of clains of the first auxiliary request
corresponds to the set of clains of the main request,
wherein the word "directly"” has been introduced into
claiml before the term "obtainable".

The appel lant submtted that the restriction of claiml
to the hexane extract froma unicellul ar organi smand
to a DHA content of at |least 35%in the extracted oi
rendered the claimed product novel over the avail abl e
prior art.

It also argued that process claimb5 was novel as none
of the prior art disclosed cultivating a dinoflagellate
at a biomass density of at least 10 g/L to provide an
oil yield of at least 1,5 g/L. In that respect, it
filed a declaration of one of the inventors of the
patent in suit to support this view.

Respondent 02 contested the adm ssibility of the newy
filed sets of clains under Article 123(2) EPC. Inits
opinion, the restriction of the independent process
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clainms in the three sets of clains to the production of
an oil wherein DHA makes up at |east 20% contravened
Article 123(2) EPC because said feature was discl osed
in claim12 as granted in conbination with the process
features (a) to (g) and not with the features of this
process claim

It al so contested the introduction of the word
"directly” into the product claimof the first
auxiliary request as, inits view, no basis was to be
found in the application as originally filed.

Concerning the sufficiency of the disclosure in
relation with the newy filed product claim respondent
02 argued that this claimenconpassed any unicel |l ul ar
organismas starting material. In its opinion the claim
could not be perfornmed in its full scope as the
description of the patent in suit as originally filed
gave only a single exanple of m croorganisns, ie

crypt hecodi ni um cohnii, a marine dinoflagell ate.

Mor eover, having regard to the prior art documents,
such as docunents (2) and (11), it was obvious that not
all mcroorgani smand not even all marine

di nof | agel | ates contai ned DHA. I n addition, according
to docunent (11), the amount of DHA in crypthecodi ni um
cohnii and in the other studied dinoflagellate was in
any case | ower than 35%

Finally, it also stressed that the working exanpl es of
t he description as filed did not nmention the weight %
of DHA obtained by the hexane extraction so that no way
of carrying out the invention as clainmed was given in
the application as fil ed.

It also contested the sufficiency of disclosure of the
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i ndependent process claim putting forward that it
nerely recited producing a biomass of at |east 10 grans
per litre and a single cell oil at a concentration of
at least 1.5 granms per litre without providing the
nmeans to achieve it.

As to the novelty of the product claim1l, respondent 02
was of the opinion that the term "being obtainable by
hexane extraction” was not a restriction on the clained
oil. Accordingly, any prior art oil containing nore

t han 35% DHA, such as for instance the oil described in
docunent (10), was novelty destroying for this claim

Respondent 01 shared this viewin its witten
subm ssi ons.

Concerni ng the i ndependent process claim respondent 02
mai ntai ned that the growth conditions described in
docunents (4) and (10) anticipated the preparation

nmet hod according to said claim

During the oral proceedings, respondent 02 asked the
Board to exam ne inventive step for all the appellant’s
requests without remtting the case to the first

i nst ance.

The appel | ant requested that the decision under appeal
be set aside and that the case be remtted to the first
i nstance for further prosecution.

Respondent 02 requested that the appeal be dism ssed.
Wth its letter on 6 June 2002, respondent 01 wote

that "upon review ng the subm ssions made in this
appeal, it does seemnore appropriate to remt the case
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back to the Opposition Division for further
consi deration".

Reasons for the Decision

2048.D

The appeal is adm ssible.

Mai n request

Articles 123(2) and (3) EPC

The only objection under Article 123(2) maintai ned by
respondent 02 against this set of clains concerns the
restriction of the independent process claim5 to the
production of an oil wherein DHA makes up at |east 20%
by wei ght.

In that respect, the Board notes that, according to the
correspondi ng process claimas granted (ie, forner
claim4), said process was directed to the production
of an oil according to claim1l1, ie wherein DHA nmakes up
at least 15% 20% 30% or 35% by wei ght.

Moreover, said feature is also disclosed as such in
process claim23 as originally filed and in the
description, for instance on page 14, line 16.

Accordingly, the argument put forward by respondent 02
that said restriction contravened Article 123(2) EPC
because said feature was disclosed in claim12 as
granted in conbination with the process features (a) to
(g) and not with the features of this process claim
does not hol d.
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No ot her objections under Article 123 EPC were raised
by respondent 02 during the oral proceedi ngs and by
respondent 01 in its witten subm ssions and the Board
sees no reason to differ.

Article 100(b) EPC

The Board agrees with the Opposition Division's
argunents and conclusion as to the sufficiency of
di scl osure.

Concerning the further points against the product
claim11 brought up by respondent 02 during the oral
proceedi ngs, the Board observes that the product
claim1 does not claima unicellular organi sm but
nmerely an edible oil which is primarily characterized
by its DHA content. The fact that it is obtainable from
a unicellular organi smdoes not inply that the

m croorgani smconstitutes a mandatory feature of the
claim

Accordingly, the fact that docunents (2) and (11), two
docunents descri bing the DHA content of various

m croorgani snms, show t hat some unicel | ul ar organi sns
and even sone dinofl agellates contain no or little DHA
does not bring the feasability into ((2) page 215,
Table 2; (11) page 254, Table 1).

In that respect, it is noreover pointed out that the
uni cel lul ar organi snms having a | ower content of DHA are
al so good candi dates as starting material for
extracting the clainmed edible oil since claim1l does
not excl ude additional process steps after the hexane
extraction, so that a subsequent concentration of the
hexane extract up to a content of DHA of at |east 35%
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by weight is also enconpassed by this claim

Finally, as to the question whether the anmount of DHA
in the hexane extracts of the working exanples of the
contested patent is at |east 35% by wei ght, the Board
has no reason to doubt that the appellant’s statenent
that this amount is indeed greater than 35% by wei ght
is not correct.

As these exanples were in the application as originally
filed as an illustration of the clained invention, the
Board considers that it is the task of the respondent
to provide evidence for its allegations to the
contrary.

Concerning the respondent’s argunent of insufficiency
of disclosure against the independent process claim by
putting forward that the claimnerely recites producing
a biomass of at least 10 granms per litre and a single
cell oil at a concentration of at least 1.5 grans per
l[itre without providing the nmeans to achieve it, the
Board woul d point out that it is the European patent as
a whol e including the description and its exanpl es

whi ch nust disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art.

In that respect, the respondent did not introduce any
el ement to show that the information given in the
application and in particular in the exanples was not
sufficient to that end.

Accordingly, the Board concludes that the requirenents
of Article 100(b) EPC are fulfilled



2.3

2048.D

. 10 - T 1091/ 00

Novel ty

Docunent (10) has been cited as prejudicial to the
novelty of the subject-matter of claim1l of the patent
in suit.

Docunent (10) discloses in exanple 1 experinental
grow h conditions to be applied for the production of
vari ous mcroorgani sns such as m croal gae as well as
extraction procedures to be applied in order to get a
lipid fraction containing a sufficiently high
concentration of Orega-3 fatty acids (ie a m xture of
DHA and EPA (ei cosapentanoic acid)) to be useful in
nutrition and nedi cine. The description of this
docunent nentions the marine dinoflagellate

crypt hecodi ni um cohnii as the only exanpl e of

m croal gae and states that the Orega-3 fatty acids may
constitute as nuch as 10 to 50% of the total fatty acid
fraction (page 5, line 24 and page 8, |ast paragraph).

Claim1l of the contested patent is a product claim
characterized by the follow ng features:

(a) a single cell edible oil

(b) wherein DHA nmakes up at | east 35% of the oil by
wei ght

(c) said oil being obtainable froma unicellular
or gani sm by hexane extraction.

As to feature (c) the Board observes that this feature
is an open feature which does not exclude any previous
or further processing steps apart from hexane
extraction. Therefore it does not per se confer any
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di stingui shing feature over any prior art oil.

Accordingly, the only relevant features for the
assessnent of novelty remain the features (a) and (b).

Whereas it is clear that docunment (10) discloses single
cell (crypthecodi niumcohnii) oils which are edible
since the total lipid extract is intended to be used in
nutrition and pharmacy, this docunment is silent about

t he precise content of DHA in the total lipid extract.

Having regard to the fact that the only marine

di nofl agel l ate disclosed in the patent in suit is the
sanme as the one envisaged in docunment (10) (ie

crypt hecodi ni um cohnii), the Board has, in the absence
of any evidence to the contrary, no reason to doubt
than the DHA content in docunent (10) nust be the sane,
namel y above 35% by wei ght.

Accordingly, the Board concludes that the subject-
matter of claiml of the patent in suit is anticipated
by the disclosure in docunent (10).

The Board does not agree with the appellant’s

submi ssion that claim1 is novel nerely because the
val ue of nore than 35% DHA cannot be found in docunent
(10).

In fact, it was the choice of the appellant to seek to
establish novelty over the prior art by nmeans of this
unusual paraneter. It is therefore its task to
denonstrate that the prior art does not fulfil this
condi tion.

For the reasons given above, the Board al so does not
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accept that novelty over the prior art can be achieved
by the open wording "obtainable ... by hexane
extraction".

Finally, although the Board is also of the opinion that
the chlorof ormextract of exanple 1 as such cannot be
regarded as "edible", it remains convinced that the
mention of its intended use in nutrition and pharnacy
renders this disclosure novelty destroying since it
inplicitly inevitably inplies to the skilled person the
required additional step of getting rid of the toxic
solvents. The appellant noreover did not contest that
chl orof orm has been used as a solvent for the
preparation of various food products such as coffee or
vani | lin.

In conclusion, the subject-matter of claim1l of the
mai n request is not novel under Article 54 EPC. There
is therefore no need to exam ne the other clains.

First auxiliary request

Articles 123(2) and (3) EPC

The only objection under Article 123(2) raised by
respondent 02 against this set of clains concerns the
introduction of the word "directly” in claim1 before
t he term "obtai nabl e".

In that respect, the Board notes that all the exanples
of the description as originally filed describe the
production of an oil which is directly obtainable by
hexane extraction without further processing steps.
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Moreover, it clearly appears fromthe description as
originally filed that "additional processing steps..
can be perfornmed if required or desirable for a
particul ar application”, in other words further steps
are nerely optional (page 12, lines 29 to 31).

Accordingly, the argument put forward by respondent 02
that said restriction to the product "directly"”
obt ai nabl e by hexane extraction contravened

Article 123(2) EPC because it has no support in the
application as originally filed does not hold.

No ot her objections under Article 123 EPC were raised
and the Board sees no reason to differ.

3.2 Novel ty

Contrary to the main request, claim1 is now directed
to the product "directly" obtainable froma unicellular
organi sm by hexane extraction. There is now a cl ear
restriction to the clained oil for the skilled person.
In fact, the present wording inplies that the anmount of
at | east 35% of DHA nmust already be present in the
extracted neutral lipid fraction of the unicellular
organismin order for the technical feature c) of the
product claimto be fulfilled.

Accordi ngly, docunent (10), which only describes the
total lipid fraction (ie a mxture of polar |ipids and
ot her non-1ipid conponents as well as neutral [|ipids)
is not novelty destroying.

| ndeed, the hexane extraction used in the process of

preparation of the oil |eads to a conpl ex conposition
of lipids which is nowdifferent in any case fromthe

2048.D Y A
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extract obtained with polar solvents.

The second docunent cited by the respondents as novelty
destroying is docunent (4).

Thi s docunent is an academ ¢ study concerning the
environnmental factors which may influence DHA

bi osynthesis. It discloses chloroforn methanol extracts
of crypthecodi ni um cohnii which are first fractionated
into neutral and polar lipid fractions and subsequently
further fractionated to obtain, anong other things, a
triglyceride fraction (pages 57 to 58, "Lipid
extraction and fractionation").

The hi ghest DHA content in the triglyceride fraction
(ie a subfraction of the neutral fraction) is disclosed
in Figure 7 of this docunent and it anounts to about
30% DHA.

These figures were not contested by the respondents
neither in witing nor during the oral proceedings.

Accordingly, the subject-matter of claim1l1l and its
dependent clains 2 to 4 is novel over docunment (4) as
wel | .

The respondent’s argunent that docunent (4) anticipates
the subject-matter of claim1l because its scope is
identical to the scope of the main request cannot be
foll owed by the Board for the reasons given in the
first paragraph under 3.2.

It remains now to exam ne whether the subject-matter of
t he i ndependent process claim5 fulfils the
requi renents of novelty as well.
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Docunent (4) discloses in Table 1 growth conditions
wherein a maxi num concentration of 3,39.10%cells/L of
crypt hecodi ni um cohnii has been reached after a 4 day
stationary phase.

Docunent (10) describes growth conditions wherein the
maxi mum anount of carbon source nentioned in exanple 2
is 5 g/L glucose.

Havi ng regard to the cal cul ati on provi ded by the
appellant with its letter dated 2 June 2002 show ng

t hat the maxi mum bi omass reached under the growth
conditions of docunents (4) and (10) are respectively
2,35 g/L and 3 g/L, the Board concl udes that the
process of claim5, which requires a bi omass of at

| east 10 g/L to be achieved, is novel over said prior
art.

Mor eover, the respondents did not contest these val ues
neither in witing nor during the oral proceedings.

The respondent’s argunent that the CNratio in
docunent (10) is the sane as in the patent in suit and
t hat anot her carbon source may be present, nanely yeast
extract (1 g in exanple 2), does not change the fact
that a biomass of 10 g/L cannot be achi eved under the
condi tions disclosed in docunment (10).

Accordingly, the subject-matter of claim5 and its
dependent clains 6 to 14 is novel over the docunents
(4) and (10) cited against the novelty of the process
cl ai ns.

Rem ttal
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The rejection, by the Board, of the present main
request and its findings in relation to the present
first auxiliary request under Articles 123(2)(3), 83
and 54 EPC are res judicata.

Al though Article 111(1) EPC does not guarantee the
parties an absolute right to have all the issues in the
case considered by two instances, it is well recognised
that any party should preferably be given the
opportunity to have two readi ngs of the inportant

el ements of the case. The essential function of an
appeal in inter partes proceedings is to consider

whet her the decision which has been issued by the first
i nstance departnent is correct. Hence, a case is
normal |y referred back, if essential questions
regarding the patentability of the clained

subj ect-matter have not yet been exam ned and deci ded
by the departnment of first instance.

In particular, remttal is taken into consideration by
the boards in cases where a first instance departnent

i ssues a decision solely upon one particul ar issue
which is decisive for the case against a party and

| eaves ot her essential issues outstanding. If,
foll owi ng appeal proceedings, the appeal on the
particular issue is allowed, the case is normally
remtted to the first instance departnent for

consi deration of the undecided issues.

The observations and conments nade above apply fully to
the present case. The Opposition Division decided that
claiml1l was not patentable on the grounds of |ack of
novelty but left out the essential issue of inventive
step (Articles 52(1), 56 EPC). This issue, however,
forms, inter alia, the basis for the requests of the
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respondents that the patent be revoked in its entirety
and nust therefore be considered as an essenti al
substantive issue in the present case.

Thus, in view of the above considerations the Board has
reached the conclusion that, despite respondent 02's
procedural request presented during the oral

proceedi ngs, in the circunstances of the present case,
it is necessary to remt the case to the Qpposition
Division for further prosecution on the basis of the
set of clains of the first auxiliary request filed
during the oral proceedings.

The decision of remttal has been taken in the absence
of repondent 0l1. Respondent 01 had to expect that the
appel  ant woul d anmend the clains during oral
proceedings in order to overcone possible or already
rai sed objections. As it appears from2.1 and 3.1
above, the new limtations to the clains were
foreseeable. As to the others, attention has been paid
to the witten subm ssions of the parties.

In accordance with Article 113(1) EPC, respondent 01
was given an opportunity to present its comrents as it
was duly summoned to the oral proceedings. The fact
that it decided not to make use of this opportunity
cannot |l ead to an extension or prolongation of its
procedural right.

In response to the sunmons to oral proceedings,
respondent 01 opted, in the end, for the remttal of
the case to the first instance (see point 1 X). Remttal
does not inply the end of the procedure and respondent
01 wll have the opportunity to give its view on the

i ssue of inventive step which remains to be decided by
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the first instance.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Townend P. A M Lancon
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