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Summary of Facts and Subm ssi ons
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The appel |l ant (opponent) | odged an appeal against the
interlocutory decision of the Opposition Division
mai ntai ning the patent No. 0 657 297 in anended form

In the decision under appeal, it was held that the
grounds of opposition submtted by the appellant under
Article 100(a) (lack of novelty and inventive step) did
not prejudice the maintenance of the patent as anended.

The foll owi ng docunents were referred to in the appeal
pr oceedi ngs:

D2: FR-A-2 429 292

D5: DE-A-38 10 015

D6: EP-A-0 490 825

D11: "Optica Acta", 1973, vol. 20, No. 12, pages 925 to
937.

Oral Proceedings were held before the Board of Appeal
on 3 July 2002.

(i) The appellant requested that the decision under
appeal be set aside and that the patent be
revoked.

(1i) The respondent (patentee) requested that the
appeal be set aside and that the patent be
mai nt ai ned on the basis of the follow ng
docunent s:
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(a) clainms 1 and 29, submtted during oral
proceedings, and clains 2 to 28 as granted,;
and

(b) description, pages 2 to 16, submtted during
oral proceedings; and

(c) drawings, Figures 1 to 4, as granted.

L1, Claim 1 of the sole request of the respondent reads as
fol |l ows:

"A security docunent which contains at |east one |ayer,
a support, at |east one inage or pattern serving for
identification purposes and at |east one |ight
interference pignent distributed uniformy or
patternwise in or on at |east one |ayer of said
docunent, characterized in that said support is a
transparent clear resin filmsupport or such support
containing small amounts of pignments or voids

opaci fying to sone degree the support, with a visible
I'ight-blocking capacity | ess than 50% and in that said
docunent, by the presence of said light interference
pigment, has at least in certain areas a different

col or when viewed with light transmtted by the
docunent in conparison with light reflected by the
docunent . "

| V. In witten and oral proceedi ngs, the appellant argued
essentially as foll ows:

The term "visible |ight-blocking capacity"” is unclear
in the absence of a defined nmethod of neasurenent.
Wi | st a MacBeth densitoneter could be used, other

nmet hods of neasurenent may give different results. The
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claimis thus unclear and therefore not allowable in
view of Article 84 EPC.

Docunent D2 represents the closest prior art, and
di scl oses a security docunent having all the features
of the preanble of claiml.

Starting fromdocunment D2, the problemto be solved is
to increase the colour contrast. The use of a
transparent or translucent support is an obvious
solution to this problem

Docunent D5 discloses a transparent information
carrier, on the printed side of which a partially
transparent or translucent reflective foil or netallic
| ayer is provided. This docunment thus teaches the

provi sion of an optically active |layer on a transl ucent
substrate.

Docunent D6 di scloses an iridescent coating conprising
a light interference pignent. There is thus no
essential difference between an iridescent |ayer as

di scl osed in docunent D5 and a |ayer conprising a |ight
interference pignent as specified in claim1 of the
patent in suit.

Docunent D11 di scloses the use of optical interference
coatings for inhibiting counterfeiting of security
docunents. Whilst a different colour effect is
utilised, this docunent neverthel ess teaches the use of
a transparent wi ndow for the purpose of docunent

aut hentification.

Thus the teaching of either docunent D5 or docunent D11
woul d | ead the person skilled in the art to nodify the

1972.D Y A
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support of docunent D2 so that it is transparent.

Al ternatively, docunent D5 can be regarded as the
closest prior art. The subject-matter of claim1 is
only distingui shed over the disclosure of this docunent
in the use of the unclear paraneter of the light-

bl ocki ng capacity.

The subject-matter of claiml thus |acks an inventive
st ep.

In witten and oral proceedings, the respondent argued
essentially as foll ows:

The term "visible Iight-bl ocking capacity |ess than
50% is clear and neans that a maxi mnum of 50% of the
incident light is reflected or absorbed, and that
therefore at | east 50% of the incident light is
transmtted. As is well known in the art, the anmount of
transmtted |ight can be nmeasured using a densitoneter.
Regardl ess of what kind of densitoneter is used, the
results wll be the sane.

Docunment D2 represents the closest prior art.

Starting fromdocunment D2, the problemto be solved is
to provide a security docunent which allows a sinpler
and nore conveni ent security check.

Docunment D5 does not offer a solution to this problem
Rather, it is concerned with preventing the making of
exact photocopies in a cost effective nmanner. Even if
docunent D5 were to be conbined with docunent D2, the
skilled person would not arrive at the clained

i nvention. Rather, the teaching of docunment D5 woul d
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| ead to the incorporation of a highly reflective |ayer
into the security docunent of docunment D2. Docunent D5
does not discl ose the conbination of a transparent
support with an iridescent material. In a first

enbodi ment, a transparent support is used with a
nmetallic layer. In a second enbodi nent, an opaque
support is used with an iridescent reflective |ayer.

The fact that document D6 refers to a | ayer containing
a light interference pignent as being iridescent does
not mean that the iridescent |ayer of docunent D5 al so
contains a light interference pignent. Optical

mul til ayer coatings also exhibit iridescence and have a
conpletely different structure.

The late-filed docunment D11 should not be admtted into
the proceedings, since it is not prima facie rel evant.
In particular, the optical nmulti |ayer coatings are not
light interference pignments. Docunment D11 al so does not
offer a solution to the problemof providing a security
docunent which allows a sinpler and nore conveni ent
security check

The subject-matter of claiml thus involves an
i nventive step.

Reasons for the Decision

1972.D

Late filed docunent D11

Docunent D11 is the only prior art docunment which
suggests utilizing transmtted |ight as a security
elenment in a security docunent. It is thus relevant to
the issue of inventive step and is admtted into the
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procedure in accordance with Article 114(1) EPC,

Arendnent s

Claim1l is anmended as conpared with the claimas
granted by the introduction of features which are

di scl osed in the published version of the application
as filed at page 3, lines 12 to 14; at page 4, lines 2
to 5, and at page 11, lines 30 to 32.

The amendnents do not extend the protection conferred
and are made in order to overcone a ground of
opposi tion.

The anmendnments nade to the clains thus conply with the
requirenents of Articles 123(2) and (3) as well as
Rul e 57a EPC. This was not disputed by the appellant.

Clarity

The expression "a visible |ight-blocking capacity |ess
than 50% is clear. As explained in the letter fromthe
respondent dated 22 June 2001, this neans that a

maxi mum of 50% of the incident light is reflected or
absorbed, and that therefore at |east 50% of the
incident light is transmtted. The person skilled in
the art is aware of the fact that the anmount of |ight
can be neasured using a densitoneter and that the
nmeasurenent can be restricted to visible light by the
use of appropriate filters. There is no evidence to
suggest that the selection of a particul ar nodel of
densitoneter will materially affect the nmeasurenent.

Thus, claiml1l is clear and satisfies the requirenents
of Article 84 EPC.
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Novel ty

None of the cited prior art documents discloses a
security docunent containing a |ayer having at | east
one light interference pignment distributed therein and
a support which is a transparent clear resin film
support or such support containing small amunts of

pi gnents or voids opacifying to sone degree the
support, with a visible light-blocking capacity |ess
than 50% The subject-matter of claim1l1l is thus novel.

| nventive step

Cl osest prior art

The closest prior art is docunent D2, which discloses a
security docunent having all the features of the
preanble of claim1l. The security document of documnent
D2 does not, however, conprise the follow ng features:

(1) a support which is a transparent clear resin film
support or such support containing small anmounts
of pignments or voids opacifying to sone degree
t he support;

(1) t he support having a visible |ight-bl ocking
capacity |l ess than 50%

(tii) the docunment having, by the presence of the |ight
interference pignent, at |least in certain areas,
a different color when viewed with |ight
transmtted by the docunment in conparison with
light reflected by the docunent.

| nstead, document D2 is only concerned with supports of
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paper for use as banknotes or other security docunents,
or of plastified paper for use as credit cards.
Docunment D2 teaches the use of at |east one |ight
interference pignent as a security element. The |ight
interference pignent renders forgery nore difficult by
virtue of the fact that the apparent col our of such
pigments varies with the angle at which the pignent is
observed, such observation being carried out in
reflected light (see page 1, lines 25 to 32).

The appel l ant has put forward an alternative argunent
according to which docunent D5 could al so be consi dered
to represent the closest prior art. Wilst this
docunent di scl oses the use of a transparent substrate
bearing an image, it is proposed to cover the inmge
with a transparent or translucent reflective foil, a

| ayer of vacuum deposited netal or simlar coating
(colum 2, lines 56 to 62). It does not disclose the
use of at least one light interference pignent, and it
is not accepted that the reference to a "simlar
coating"” woul d be understood by the skilled reader as
implying the use of at |east one light interference

pi gnent, since the essential property which is relied
upon to prevent forgery with the aid of a photocopier
is the high degree of reflection of the |ayer applied
to the support. The fact that docunent D6 refers to

| ayers containing light interference pignents as being
iridescent does not inply that the disclosure in
docunent D5 of reflective or iridescent |layers inplies
the use of light interference pignents.

5.2 Qoj ect of the invention

The object of the invention is to enable the
aut henticity of the docunent to be checked in a sinple

1972.D Y A
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manner. The suggestion of the appellant that the object
of the invention is to increase colour contrast cannot
be accepted, since this statenent of the object

i ncludes a part of the solution.

Sol uti on

The object of the invention is achieved by the

conbi nation of features (i) to (iii) as set out under
point 5.1 above. The presence of a transparent support,
or a support with a visible Iight-blocking capacity

| ess than 50% enables the light interference pignent
to be viewed in transmssion and in reflection.

It is not correct to assunme that the person skilled in
the art would attenpt as a matter of routine to

i ncrease the transparency of the substrate of

docunent D2, since there is no suggestion in this
docunent that light transmtted through the Iight
interference pignent is in any way of interest.

As acknow edged in the patent in suit at page 2,
lines 28 to 47, it is a well known phenonenon that
light interference pignents generate a transm ssion
colour which is different fromthe reflection colour.

Docunent D11 suggests utilizing transmtted |ight as a
security elenment in a security docunment (page 927
Figure 1c). In order to enable this to be done, a

Wi ndow is provided in the support and a thin
transparent plastic filmon which a optical multilayer
coating is provided is applied over the wi ndow. The
aut henticity of the docunent can thus be readily
checked by the naked eye. Docunment D11 accordingly
provides an indication that an additional authenticity
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check can be obtained by allow ng an optical coating to
be viewed not only in reflection, but also in
transm ssi on. However, the result of applying this
teaching to the security docunent of docunent D2 is a
security docunent in which a windowis provided in the
support and a thin transparent plastic filmeither
incorporating a light interference pignent or on which
a coating conprising a light interference pignent is
provided is applied over the window The conbination of
docunents D2 and D11 thus does not |ead the person
skilled in the art to consider the use of a
"transparent clear resin filmsupport or such support
containing small amounts of pignments or voids

opaci fying to sone degree the support”.

It was argued on behalf of the appellant that the thin
transparent plastic film of docunent D11 shoul d be
regarded as the support, since the thin transparent
plastic filmacts as a support for the optical

mul til ayer coating. This cannot be accepted, since the
termis used throughout the patent in suit to refer to
t he el ement upon which the security docunent is built
up (see, for exanple, page 3, lines 18 to 44 and the
drawi ngs). The reference to a support in claim1 of the
patent in suit nmust therefore be construed in this

| atter sense.

Docunment D5 suggests the use of a highly reflective or
iridescent reflective layer which is provided in order
to render counterfeiting by photocopying nore
difficult. There is a reference to the use of a
transparent substrate at colum 2, line 56 to colum 3,
line 1, where it is proposed to use such a substrate
with a transparent or translucent reflective foil or a
netal |l i sed coating. The above object of enabling the
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authenticity of the docunent to be checked is not,
however, addressed and there is no suggestion in this
docunent of providing a security docunent in which it
is possible to view a light interference pignent in
transm ssion as well as in reflection. Docunent D5 thus
does not provide an incentive to substitute a
transparent support for the paper support of D2.

Thus, neither the teaching of docunent D11, nor that of
docunent D5, suggests nodifying the security docunent
of document D2 in such a way as to arrive at the
subject-matter of claim1 of the patent in suit. The
remaining cited prior art simlarly does not suggest
nodi fying the security docunment of docunent D2 by
utilising a transparent or partially transparent
support which enables the light interference pignment to
be viewed in transm ssion.

In the alternative approach in which docunment D5 is
considered to represent the closest prior art, the
subject-matter of claim11 is distinguished over the

di scl osure of this docunent in that at |east one |ight
interference pignent is distributed uniformy or
patternwi se in or on at |east one |ayer of the
docunent, and that the docunent, by the presence of
said light interference pignent, has at least in
certain areas a different col or when viewed with |ight
transmtted by the docunment in conparison with |ight
reflected by the docunent.

There is, however, nothing in the cited prior art which
woul d suggest to the person skilled in the art the
utilisation in a security docunent of a |ight
interference pignent in a manner such as to enable it
to be viewed both in transmssion as well as in
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reflection.

The subject-matter of claiml thus involves an
inventive step. Cainms 2 to 29 are directly or
indirectly appendant to claiml and relate to preferred

features of the security docunment. These clains thus
simlarly involve an inventive step.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the

fol |l owi ng docunents:

(a) clains 1 and 29, submtted during oral
proceedi ngs, and clainms 2 to 28 as granted; and

(b) description, pages 2 to 16, submtted during oral
pr oceedi ngs; and

(c) drawings, Figures 1 to 4, as granted.

The Regi strar: The Chai r man:

M Dai nese W Mbser
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