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Summary of Facts and Submn ssions

1084.D

The Appellant (Applicant) filed an appeal against the
deci sion of the Exam ning Division to refuse the
appl i cation.

The Exam ning Division refused the application for |ack
of novelty of claim1 of both the main and the single
auxiliary request in view of the docunent

D1: US-A-2 749 681.

The Appel lant requested in his letter of 15 March 2002
that a patent be granted on the basis of clains 1 to 15
filed wth that letter.

Caiml, which is the only independent claim reads as
fol | ows:

"An abrasive di sk backing plate having a nounting
aperture and an abrasive di sk-bearing surface, said

pl ate being nade of a resilient material and bei ng
circular with at |east three spaced and symmetrically
di sposed gaps in the circunference thereof, the said
gaps featuring adapted shapes so that, when used with a
simlarly shaped abrasive disk to grind a workpi ece,
the said workpiece is intermtently cool ed during
grinding and is visible during grinding through the
peri phery of the disk."

The cl ai ns nentioned above are the sane as those filed
with the single auxiliary request during oral
proceedi ngs before the Exam ning D vision on 7 June
2000.
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According to the minutes of the oral proceedings the
applicant indicated sone argunents in favour of the
auxiliary request. The mnutes do not indicate that any
of the nmenbers of the Exam ning Division made any
statenents with respect to the auxiliary request.

The decision to refuse the application was given at the
end of the oral proceedings.

In their witten grounds the Exam ning D vision

expl ained that the subject-matter of claim1l of the
both the main and the auxiliary request |acked novelty
over docunent D1.

In his notice of appeal the Appellant stated that
during the oral proceedings the Exam ning D vision had
expressed no opi nion concerning the auxiliary request
and put no questions concerning it.

The Appel |l ant has requested refund of the appeal fee.

Reasons for the Decision

1.2
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Right to be heard

It is fundanental to the European patent systemthat a
deci sion may only be taken on the basis of grounds or
evi dence on which the party or parties have had an
opportunity to present their comments, cf.

Article 113(1) EPC

The auxiliary request was presented for the first tine
during the oral proceedings. The Exam ni ng Divi sion
all owed the request into the proceedings, as is shown
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by the fact that they treated the request in the
witten grounds of their decision.

The Appellant has stated that the Exam ning Division
never expressed an opinion on the auxiliary request
during the oral proceedings. This statenent is
corroborated by the mnutes of the oral proceedings
whi ch do not nention that the Exam ning Division
expressed any opinion or put any questions. The Board
does not therefore have any doubt that the Appell ant
was not informed of the grounds against the auxiliary
request during the oral proceedings.

At no point therefore during the proceedi ngs before the
Exam ni ng Di vi sion was the Appellant inforned of the
grounds on whi ch the decision regarding the auxiliary
request woul d be taken.

In the opinion of the Board this failure of the

Exam ning Division to informthe applicant of the
grounds on which their decision would be taken
constitutes a serious violation of the right of the
applicant to be heard pursuant to Article 113(1) EPC

Rei mbur senent of the appeal fee

The violation justifies the setting aside of the

deci sion and the rei nbursenent of the appeal fee as
foreseen for such cases in Rule 67 EPC

Remttal to the Exam ning D vision

The Appel | ant shoul d have the opportunity to present to

t he Exam ning Division comments on the grounds for the
decision with respect to the auxiliary request which is
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now the new main request. Remttal of the case to the
first instance in accordance with Article 111(1) EPC is
therefore justified, see Article 10 of the Rules of
Procedure of the Boards of Appeal.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Examning Division with the
order to continue substantive exam nation on the basis
of clains 1 to 15 filed with the letter of the
Appel | ant dated 15 March 2002.

3. The appeal fee is to be reinbursed to the Appell ant.

The Regi strar: The Chai r man:

R Schumacher A. Burkhart
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