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Summary of Facts and Subm ssi ons

1031.D

Mention of the grant of European patent No. 0 745 106
in respect of European patent application

No. 95 911 758.1 in the nane of E.I. Du Pont de Nenours
and Conpany, which had been filed on 15 February 1995
as PCT/ US95/ 01950 claimng a US priority of 16 February
1994, was announced on 1 Cctober 1997 on the basis of
14 clains, independent Clains 1, 2, 9 and 11 to 14
readi ng as foll ows:

"1l. A process for preparing a polyam de conposition
conprising polynerizing at | east one pol yam de-form ng
reactant in the presence of, or introducing into a
pol yam de nel t:
(a) a phosphorus conmpound sel ected fromthe group
consi sting of
(1) phosphorous aci ds;
(2) phosphorous acid salts selected fromthe
group consi sting of phosphorous acid salts of
Goups 1A and Il A, manganese, zinc, alum num
ammoni a, and al kyl and cycl oal kyl am nes and
di am nes; and
(3) phosphorous organic esters that do not have
di rect carbon phosphorous bonds and which
undergo hydrolysis in the presence of water to
forminorgani c phosphorous acids or salts; and
(b) a multivalent netal conmpound selected fromthe
group consisting of carboxylate and water sol uble
conmpounds of Goup I1A zinc and al um num
wherei n the phosphorus conmpound is added in an anount
sufficient to yield a phosphorus concentrati on rangi ng
fromO0.097 nmol to 2.091 nols phosphorus per mllion
granms pol yam de, and the nultivalent nmetal conmpound is
added in an anount sufficient to yield a nultival ent
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nmet al conpound concentration ranging fromO0.097 nmol to
50 nols per mllion grans polyam de."

"2. A process for preparing a pol yam de conposition
conpri sing
(a) polynerizing at | east one pol yam de-form ng
reactant in the presence of a phosphorus conpound
sel ected fromthe group consisting of
(1) phosphorous aci ds;
(2) phosphorous acid salts selected fromthe
group consi sting of phosphorous acid salts of
Goups 1A and Il A, manganese, zinc, alum num
ammoni a, and al kyl and cycl oal kyl am nes and
di am nes; and
(3) phosphorous organic esters that do not have
di rect carbon phosphorous bonds whi ch under go
hydrol ysis in the presence of water to form
i norgani ¢ phosphorous acids or salts, to forma
pol yam de nelt; and
(b) introducing into said polyamde nelt a
mul tival ent nmetal conpound sel ected fromthe group
consi sting of carboxylate and water sol uble
conmpounds of Goup I1A zinc and al um num
wherei n the phosphorus conmpound is added in an anount
sufficient to yield a phosphorus concentrati on rangi ng
from about 0.097 nol to about 2.091 nols phosphorus per
mllion grans pol yam de, and the nultival ent netal
conpound is added in an anobunt sufficient to yield a
mul tival ent metal conpound concentration ranging from
about 0.097 nol to about 50 nols per mllion grans
pol yam de. "

"9. A polyam de conposition prepared in accordance with
the process of daiml or daim2."
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"11. A polyam de
wi th the process

"12. A pol yam de
wi th the process

"13. A pol yam de
wi th the process

"14. A pol yam de
wi th the process
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conposition prepared in accordance
of Claim3."

conposition prepared in accordance
of Claim4."

conposition prepared in accordance
of daim7."

conposition prepared in accordance
of Claim8."

Clainms 2 to 8 were dependent on Clainms 1 and/or 2,
Claim 10 was dependent on C aim 9.

Notice of Qpposition requesting revocation of the

patent in its entirety on the grounds of
Article 100(a) EPC was filed by DSM N. V. on 1 July

1998.

The opposition was based on docunents

D1: US-A-3 173

D2: US-A-3 384

D3: DE-A-1 142

D4: US-A-3 352

D5: US-A-3 640

D6: US-A-4 471

By its decision

898,

615,

696,

821,

9438,

081.

and

oral |y announced on 28 June 2000 and
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issued in witing on 2 August 2000 the Opposition
Di vision revoked the patent.

Thi s deci sion was based a set of nine clainms of a main
request submtted on 29 April 1999 and on sets of five
clainms each of a first and a second auxiliary request,
both submtted at the oral proceedi ngs before the
OQpposition Division held on 28 June 2000.

(1) | ndependent Clains 1, 6, 8 and 9 of the main
request read as follows:

"1l. A process for preparing a polyam de
conposition conprising
(a) polynerizing at | east one pol yam de-form ng
reactant in the presence of a phosphorous
conmpound sel ected fromthe group consisting of
(1) phosphorous aci ds;
(2) phosphorous acid salts selected fromthe
group consisting of phosphorous acid salts
of Groups IA and Il A, manganese, zinc,
al um num anmmoni a, and al kyl and cycl oal kyl
am nes and di am nes; and
(3) phosphorous organic esters that do not
have direct carbon phosphorous bonds and
whi ch undergo hydrolysis in the presence of
water to form i norgani c phosphorous acids or
salts, to forma polyamde nelt; and
(b) introducing into said polyamde nelt a
mul tival ent nmetal conpound selected fromthe
group consisting of carboxylate and water sol uble
conmpounds of Goup I1A zinc and al um num
wherei n the phosphorous conpound is added in an
amount sufficient to yield a phosphorous
concentration ranging fromO0.097 nol to 2.091
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nol s phosphorous per million grans pol yam de, and
the nultivalent nmetal conpound is added in an
anount sufficient to yield a nmultival ent netal
conmpound concentration rangi ng from about 0.097
nol to about 50 nols per mllion granms

pol yam de. "

"6. A polyam de conposition prepared in
accordance with the process of Claim1."

"8. A polyam de conposition prepared in
accordance with the process of Claim4."

"9. A polyam de conposition prepared in
accordance with the process of Claimb5."

Clainms 2 to 5 are dependent on Claiml1l, Caim7
i s dependent on Cl aim 6.

(i) The first auxiliary request conprises only the
process Clains 1 to 5 of the main request.

(iii) The second auxiliary request is identical to the
first auxiliary request, but for the follow ng
"proviso" appended to Claim1:

"... toyield a multivalent nmetal conpound
concentration rangi ng fromabout 0.097 nol to
about 50 nols per mllion granms pol yam de with
the proviso that the nolar ratio of netal to

phosphorous is at least 1.4." (enphasis by the
Boar d)

| V. That decision arrived inter alia at the follow ng
concl usi ons:

1031.D Y A
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(i)

(i)

(iii)

- 6 - T 0975/ 00

New experinmental evidence submtted by the

Pat entee three weeks only before the oral
proceedi ngs was di sregarded by the Qpposition

Di vi sion because it had not been filed in
accordance with the tine imt set under Rule 71a
EPC and because it was not considered to be prim
facie relevant. The latter conclusion was taken
because, in the Opposition Division's view, the
different tines of exposure to el evated
tenperatures of the "inventive" Exanple and the
"conparative" Exanple (according to D3) nade it

i npossible to attribute the lower Yl (yell owness
i ndex) of the "inventive" Exanple to the presence
of the P-conmpound (phosphorus conpound) already
during the polyam de pol ynerizati on.

The main request was not all owabl e because
product - by- process Caim6 | acked novelty over

t he products disclosed in D1, Exanple Il and D3,
Exanples 1 and 3.

The first auxiliary request was not allowable
because the subject-matter of its clains
(identical to Cdains 1 to 5 of the nmain request)
was not inventive over the closest prior art
represented by D3, a docunent already teaching

t he conbi ned use as polyam de nelt stabilizers of
P- conpounds with al kaline or al kaline earth netal
or zinc salts of al kane (di)carboxylic acids in
anounts matchi ng those of the patent in suit.

Si nce evidence was | acking for any unexpected
techni cal effect caused by the presence of the P-
conpound al ready during the polynerization stage
of the polyam de, the only technical problemthat
coul d objectively be recogni zed was the provision
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of a further process for prearing polyam de
conpositions. The solution of this problem was,
however, obvious in the light of the disclosures
of D1 and D2 which taught the addition of

P- conpounds during the polynerization stage.

(iv) The second auxiliary request was not allowable
because the feature of the netal to phosphorus
nolar ratio of at least 1.4 |acked a basis in the
original disclosure; the teaching of the three
exanples in Table 1 fromwhich the ratio of 1.4
was taken coul d not be generali sed.

On 22 Septenber 2000 the Patentee (Appellant) |odged an
appeal against this decision and paid the appeal fee on
the sane day. The Statenent of G ounds of Appeal was
submtted on 12 Decenber 2000 and suppl enented by a
further witten subm ssion dated 26 April 2001

The argunents of the Appellant inits witten
subm ssions may be summari sed as foll ows:

(1) Contrary to the Opposition Division's view, it
was not obvious to split the comon addition of
P- conpound and netal conpound. I|ndeed, neither
woul d such a nmeasure nmake sense when a
conbi nati on of these conpounds was used as
pol yam de pol yneri zation catal yst (as according
to D1) nor when it was used as stabilizer (as
according to D2 and D3) because also in this
event the desired effect was dependent on the
conbi ned action of these conpounds (cf. D3
colum 3, lines 5 to 21).

(ii) The inventive separation of the point in tine of
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the addition of the two conpounds (i.e. presence

of P-compound at pol ynerization stage, addition
of nmetal conpound to polyamde nelt) surprisingly
led to a better heat stabilisation of the

pol yam de conposition, as denonstrated by the
Appel lant's test report of 7 June 2000 which was
not considered by the Qpposition Division. This
report showed that the "inventive" resins
initially appeared | ess yellow and had al so a

| esser degree of colour build-up on storage as

conpared with resins according to D3:

Pol yner

Aci d ends
n ppm

Am ne ends
n ppm

rel.Visc. Yl, Hunter

Pol ynmer 1*):
no cat al yst
at al

51.3 + 3.8 78.9 51. 4

+ 100 ppm
SHP=

Na-
hypophosphite
nonohydr at e

+ 1100 ppm
Ca-ac =
Ca-acetate
nonohydr at e

+ 34.0

Pol ymer 2**):
100 ppm SHP

56.0 - 1.2 84.2 45. 2

+ 1100 ppm
Ca- Ac

+ 25.3

1031.D

*) Nylon 66 preparation w thout any additive; SHP
and Ca-ac added to nelt
**) Nylon 66 preparation with SHP; Ca-ac added to

mel t
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These results were neaningful in spite of the

di fferent heat exposure tinmes of polynmers 1 and 2
because these different exposure tinmes were
required in order to get conparable nol ecul ar

wei ghts which was in turn a prerequisite for a

fair conparison

Mor eover, the further experinental evidence
submtted by the Appellant on 26 April 2001 which
conprised the Nylon 66 conpositions Lot M.08S23
("inventive"), Lot # MO08S20 ("conparative"
according to D3) and Lot # M.08S21 ("conparative"
according to D1) showed that under essentially

i dentical polynerisation and extrusion conditions
the "inventive" conposition exhibited a Yi

of the

conposition according to D1 and by about 18%to

superior by about 31%to the Vi

the YI of the conposition according to D3.

sanpl e addition addition RV of as initial nol YI
according to | of P- of Ca nmade Yl of ratio extrud

conpound conpound pol yani de pol yanide | Ca/P ed
# M.08S23: to polym |to nelt 60.9 -0.2 1/1 25.7
inv.
# M.08S21: to polym |to polym 57.0 +0.4 1/2 37.4
D1
# ML08S20: to nelt to nelt 50.3 +3.6 1/ 6 31.3
D3

VII. The argunents of the Respondent (Opponent) contained in

1031.D

its subm ssion dated 19 July 2001 may be summari sed as

(i)

foll ows:

Contrary to the Appellant's assertion, D3 was
"conpletely indifferent wwth regard to the way or

nmonment of addi ng the conpounds” (page 1, second
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(i)

(iii)

(iv)

(v)
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par agr aph of the Respondent's submni ssion).

The Appel lant's evidence of 7 June 2000 was

i nadequate to show an advantage of the clained

i nvention. The desired preparation of high

nmol ecul ar wei ght products did not free the
Appel I ant from "maki ng adequate conparisons with
the prior art, introducing differences only on
the features presented as essential for the

al l eged invention" (page 1, third paragraph of

t he Respondent's subm ssion).

A conparison of the initial Yl values of the
three lots conprised by the further experinental
evi dence submitted by the Appellant on 26 Apri
2001 only showed the positive influence, known
fromD3 (colum 1, lines 5 to 8), of the presence
of a P-conpound on the yell ow ng of the polyner
during pol ynerizati on.

Simlarly, the different Yl values of the
subsequent extrusion experinents coul d be
expl ai ned by the absence of a netal conpound in
sanple 1 (Lot # 08S21 (D1)) as conpared to the
ot her sanples; and the higher Yl val ue of
sanple 3 (Lot # 08S20 (D3)) as conpared to
sanple 2 (Lot # 08S23 ("invention")) only was a
consequence of the higher initial Y.

Consequently, the Appellant's experinental

evi dence only proved the advantage of the
conbi ned presence of a P-conpound and a net al
conmpound, a fact known fromthe prior art, and
could not establish any advantage of their
separate addition as according to the all eged
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i nventi on.

On 26 Septenber 2002 the Rapporteur conmunicated the
foll ow ng provisional coments to the parties and
invited themto file observations thereon within a
period of two nonths:

"Provisional coments of the Rapporteur

1. The Appellant requests that the decision under
appeal be set aside and that the patent be maintained
on the basis of the main request (Clainms 1 to 9 of

29 April 1999), first auxiliary request (Clains 1 to 5
of 29 April 1999) or second auxiliary request (Clains 1
to 5 of 28 June 2000), respectively.

2. Second auxiliary request:

The Rapporteur concurs with the opinion of the
Qpposition Division, nanely that Caim1l1 of this
request contravenes Article 123(2) EPC. In addition to
the argunents in the decision under appeal (Reasons 4),
it has to be kept in mnd that the very specific
conposition of Exanple 1-4 does not lend itself to a
generalisation of its netal/P ratio to the nuch broader
conpositional definition of Caiml.

This i ssue was not conmented upon by the Appellant.

3. Mai n request

Novel ty of product-by-process Clains 6 to 9:

Also in this respect, the Rapporteur agrees with the
concl usi on drawn by the decision under appeal (Reasons
5.2), nanely that the subject-matter of these clains

| acks novelty vis-a-vis D1 and D3.
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This finding is not invalidated by the Appellant's
argunent that the initial yell owmess of a polyanm de
resulted fromthe specific m xture of nol ecul ar
entities having different chain | engths including | ow
nol ecul ar wei ght and chai n degradati on conponents.

On the one hand | ow nol ecul ar wei ght and/or chain
degradati on conponents which are responsible for the
pol yam de's yel |l owness are to be considered as
inmpurities, and on the other hand such conpositi onal
peculiarities do not constitute a "fingerprint” by

whi ch the process of manufacture can unanbi guously be
identified because the sane conpositional features may
result from pol ycondensati on conditions which are not
covered by present Caiml.

4. Mai n request

Novelty of process Cains 1 to 5:

The avail able citations do not disclose the process
conditions of Claiml, i.e. the polycondensation in the
presence of a P-conpound and the introduction of a
nmetal conpound into the polyam de nelt.

The concl usi on of novelty of the Opposition Division is
t heref ore confirnmed.

5. Mai n request ;

| nventive step of process Cains 1 to 5:
5.1 Docunent D3 (DE-B-1 142 696) relates to a process
of stabilising the nelt viscosity of polyam des by

incorporating therein 0.001%to 1% by wei ght of a
phosphorus acid and 0.1%to 2% by wei ght of

al kane(di)carboxylic acids or their (earth)al kali netal
or zinc salts. The skilled person is aware that
stabilising the nelt viscosity is equivalent to
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preventing an increase of the nol ecul ar weight.

Exanple 1 of D3 uses di sodi um hydrogenphophite
pent ahydrate (P-conpound) and Ca-stearate in amounts
falling within the ranges of present Caiml.

5.2 The clained "invention" differs fromthe nethod
of D3 by the presence of the P-conmpound already during
t he pol ycondensati on reacti on.

5.3 Starting from D3 the "objective" probl em
underlying the present subject-matter can thus be seen
in the devel opnent of a process for the preparation of
pol yam de conpositions which have a low initial
yel l owness (Yl) and a | ow degree of color build-up on
storage (page 2, lines 9 to 14 of the patent
specification).

Si nce Docunent D3 already teaches that too big an

i ncrease of the nol ecular weight during nelt processing
can be prevented by the conjoint presence of certain P-
and netal conpounds (which are within the scope of
present Claim1l) and since a further inprovenent of
this property by the clainmed process has not been
denonstrated, this aspect of the patent's "subjective"
probl em cannot be recogni sed as part of the "objective"
probl em exi sting vis-a-vis D3.

Table I'll of the patent specification shows however
that the considerable RV (nol ecul ar wei ght) increase
occurring during solid phase polynerisation in the
presence of the P-conpound SHP can be prevented by the
i ncorporation of Ca- or Al -acetate into the nelt
(Exanple 1-1 vs. Exanples 1-2, 1-3 and 1-4). This
benefit of the subject-matter of D3 is thus preserved
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by the "invention".

5.4 From the evidence submtted with the Statenent of
Grounds of Appeal it appears that the partial problem
of achieving a lowinitial Yl is solved by the process
according to present Caim1l ("inventive" polyner 2 vs.
"conparative" polyner 3).

5.5 The sane holds true for the partial problem of
preventing a color build-up on storage (Table Il of
pat ent specification).

In the absence of evidence to the contrary (the burden
of proof being on the OQpponent/ Respondent), this
concl usi on appears justified in spite of the fact that
t hese experinents do not conprise a conparative sanple
whi ch was prepared strictly in accordance with D3
because this effect is dependent on the sinultaneous
presence of the two stabilizers and not on the tine of
t heir incorporation.

5.6 The issue of inventive step thus turns on the
qguestion whether it is obvious to the skilled person
starting fromD3 and aim ng at a solution of the afore-
menti oned "objective" problemto separate the addition
of P-compound fromthat of the netal conpound by addi ng
t he P-conpound already to the pol yam de form ng
reactants, i.e. to the pol ycondensation m xture.

5.7 There is no information in D3 which could justify
t he assunption that such a change woul d be benefici al

in any respect:

The di scl osure concerning D3's "invention" does not
mention any light or heat stabilising properties of the

1031.D Y A
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P- compound and fromthe fact that D3 acknow edges in
its prior art portion that phosphoric acid and its salt
had been known as pol yam de stabilisers against the
action of light, heat and oxygen (colum 1, lines 5 to
8) it cannot be concluded that by changing the tinme of
addition of the P-conmpound from"to the polynmer nelt"”
to "to the pol ycondensation m xture" any advant age
coul d be gai ned.

5.8 Nor is there any information in any of the
further citations that P-conmpounds which are present
during the polyam de pol ycondensati on reacti on, when
used al one, provide inproved heat/!|ight/oxygen

resi stance. D2 (US-A-3 384 615) and D5 (US-A- 3 640
948) enpl oy stabiliser conbinations of certain P-
conpounds wi th ot her conpounds.

5.9 It furthernore appears that the known use of
certain P-conpounds as catalysts for the pol yam de

pol ycondensation (Dl: US-A-3 173 898; D6: US-A-4 471
081) does not, in the face of the available prior art,
suggest their use under the process conditions as
clainmed by the patent in suit. Any speculation that the
i nproved yell owi ng properties of the pol yam des
manuf act ured according to the patent in suit should be
considered as a nere "bonus" effect is therefore not
sustai nabl e.”

Nei ther of the parties submtted any conment on the
Rapporteur's above-quoted communi cation within the tine
[imt set therein.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request, first auxiliary request or
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second auxiliary request, respectively.

As a secondary alternative, the Appellant requested
that an oral hearing be schedul ed.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

1031.D

The appeal is adm ssible.

Pr ocedur al

The Appellant, in its subm ssion dated 13 March 2003,
confirmed the Board's interpretation of the passage in
the Notice of Appeal: "As a secondary alternative, we
request that an oral hearing be schedul ed", namely that
this passage was to be understood as a request for oral
proceedings only in the case that, contrary to the

opi nion expressed in the Rapporteur's comunicati on of
26 Septenber 2002, the Board intended not to allow any
of the Appellant's three substantial requests (main,
first and second auxiliary request). Since this
decision results in the adm ssion of the first
auxiliary request there was thus no obligation under
Article 116 EPC to hold oral proceedings. Neither was

t here a need.

Article 113 EPC

Since the Board concurs with the conclusions drawn by

t he Rapporteur in his afore-nentioned communi cati on of
26 Septenber 2002 and since the parties did not avail

t hensel ves of the opportunity to present their comments
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t hereupon during the two nonths period of tinme set
therein, issue of a decision confirmng the
Rapporteur's conclusions is possible.

4. The rel evant conclusions referred to in the preceding
par agr aph are

(1) that the main request is not allowabl e because
t he subject-matter of Clainms 6 to 9 | acks novelty
over the disclosures of docunments D1 and D3, and

(i) that the first auxiliary request (identical to
Claims 1 to 5 of main request) neets the
requi renents of the EPC, particularly those of
Article 54 and 56 EPC, and is thus all owable.

5. The grounds of opposition raised by the
Respondent / Opponent do not therefore prejudice the
mai nt enance of the patent on the basis of the set of
clainms of the first auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent on the basis of the
clainms of the first auxiliary request (i.e. Cainms 1to
5 filed on 29 April 1999) after any necessary
consequenti al anmendnent of the description.

1031.D
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The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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