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Summary of Facts and Subm ssi ons

1085.D

The appeal is directed against the decision posted

17 July 2000 of an opposition division of the EPQ

whi ch rejected the opposition filed against the

Eur opean patent EP-B-0 517 702 concerning pul truded
fiberglass fram ng sections since the different prior
uses, which were alleged by the opponent as being

novel ty-destroying for the subject-matter of the
patent, were considered as not being sufficiently
proven to have been available to the public, in
particular the sales and installation of patio doors in
a buil ding owned by Dondeb Construction Co. Ltd. in
Oillia, Ontario (CA). In one affidavit, nanely that of
M Monaghan, provided on 24 August 1998 by the
opponent, al so sales of patio doors by WIImr W ndows,
a w ndow center |ocated in Wnnipeg, Mnitoba (CA),
were nentioned as an exanpl e of various sales which
woul d have occurred in 1987 and 1988, thus before the
priority date of 21 Decenber 1989 cl aimed by the
opposed patent.

The notice of appeal was filed on 7 Septenber 2000 and
t he appeal fee paid on 12 Septenber 2000.

Together with the statement of grounds of appeal which
was received on 22 Novenber 2000 by fax (confirmation
by post on 24 Novenber 2000), the opponent, hereinafter
t he appellant, filed seven affidavits, one statutory
decl aration, other evidence itens and two video
cassettes, all relating to five patio doors sold by
Wl Il mar Wndows in the years 1987-1989, two of said
sol d doors being owned by private proprietors and
havi ng been renoved, dismantled and inspected in the
presence of at |east:
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- a Notar,

- M Prohaska - a representative of the patentee,
herei nafter the respondent, and

- menbers of an investigation firm who |abelled the
i nportant pieces and placed themin storage
cont ai ners.

In response to these grounds of appeal, the respondent
argued in a statenment received on 10 January 2002 that
t he above sold doors were supplied by the conpany owned
by the respondent, nanely the Inline Ltd. conpany, to
Wl mar Wndows in confidence for test purposes.

Several affidavits were filed as evidence.

In a comuni cation attached to the sumons dat ed

29 July 2002 for oral proceedings, the board expressed
its provisional opinion that the alleged WII mar

W ndows prior use seened to constitute prior art under
Article 54(2) EPC and to anticipate at |east the
enbodi ments of the clained invention according to
Figures 1 to 21 of the patent in suit.

In response thereto, new sets of clains as main and
auxiliary requests | to V and including new
descriptions and drawi ngs were filed by the respondent
on 5 Novenber 2002.

Claim 1l of the main request reads as foll ows:

"1l. A load-bearing frane for a closure assenbly,
conprising fram ng sections (eg. 111, 112) and
nmeans fastening together adjacent fram ng sections
to forma frame, or for fastening franme hardware
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(K;, K)) to a said fram ng section (112),

at |l east one fram ng section being a thin-walled
fibre glass pultrusion (eg. 112) of thickness
greater than 0.25mm and up to 5.7mm and

t he fasteni ng nmeans conprising a reinforcing neans
in formof a bracket (140, 150) having portions
conform ng to conpl ement ary-shaped portions of

pul trusi ons di sposed orthogonally to each ot her
and connecting said pultrusions to forma corner
of said franme such that the reinforcing nmeans
recei ves concentrated fastening |loads in
preference to the pultrusions and transmts said
concentrated |l oads to the pultrusions as a | oad,
which is distributed in three dinensions through

t he cross-sections of the pultrusions and absorbed
by the pultrusions w thout structural danage."

Claim1l of the first auxiliary request corresponds to
claiml of the main request with noreover the follow ng
feature added at the end of said claim

(...without structural damage) ", a reinforcing nmenber
havi ng conpati bl e fl anges, channels or grooves which
engage with a pultrusion and all ow fastening thereof
adj acent pultrusions proximte the end of the

pul trusions."

Claim1 of the second auxiliary request first conprises
t he wordi ng of the above mmin request and conti nues
with the foll ow ng wording:

"..., the bracket (140, 150) being insertable into
openi ngs of the pultrusions (106, 107, 111, 112),

t he bracket (140, 150) including openings (140a, 140b,
147, 148, 150a, 150b) for fasteners (107b, 107c, 108a,
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108b, 111a, 112a), and

ei ther the bracket (140) conprising flanges (144, 145,
145a) resting upon corresponding flanges (106i, 106ii,
107i, 107ii) of the respective pultrusion (106, 107)
and a portion (141) extending in use wthin an opening
(106iii, 107iii) of the respective pultrusion (106,
107) or

t he bracket (150) having portions (154, 155) wherein
the portions of the generally L-shaped bracket (150)
neet, the portions (154, 155) conprising flanges (151,
152) engaging with cooperative channels (111a, 112a) of
t he respective pultrusion (111, 112) and being
reinforced by reinforcing ribs (153) disposed at the
sides of a top and a bottom of the bracket (150)."

Claim1l of the third auxiliary request also conprises
the wording of claim1 of the main request first and
continues as foll ows:

"..., and the fastening nmeans conprising a further

| oad-di stributing reinforcing neans (200) for fastening
an assenbled frame (106, 107) within an opening, said
reinforcing nmeans including a portion (203) which
engages an outer flange of the pultrusion to stiffen
the pultrusion and to further provide an external
flange (200a) for fastening the frame within an opening
such that said reinforcing neans (200) receives
concentrated fastening loads in preference to the

pul trusions and transmts said concentrated |oads to
the pultrusions as distributed | oads which are absorbed
by the pultrusions w thout structural danage."

Oral proceedi ngs took place on 27 Novenber 2002. A
contai ner containing elenents of the above nentioned
di smantl ed doors was opened during the proceedings. The
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respondent, after exam nation of the el enents, wthdrew

t he above nentioned auxiliary requests IV and V and

submtted a new and | ast auxiliary request IV.

Claim1 of this request reads as foll ows:

"1.

A | oad-bearing frame for a closure assenbly,
conprising fram ng sections (eg. 111,112) and
nmeans fastening together adjacent fram ng sections
to formthe frane, or for fastening frame hardware
(K, Ky) to a said fram ng section (112), wherein at
| east one framng section is a thin-walled fibre
gl ass pultrusion (eg. 112) of thickness greater
than 0.25mm (0. 010 inches) and up to 5. 7mm (0. 225
i nches) and the fastening nmeans is a reinforcing
means (150, 160) shaped to conformto

conpl ement ary- shaped portions of a said pultrusion
such that the reinforcing neans receives
concentrated fastening | oads in preference to the
pul trusion and transmts said concentrated | oads
to the pultrusion as a distributed |oad which is
absorbed by the pultrusion w thout structural
damage, and the franme further conprises | oad-

di stributing reinforcing neans (200) for fastening
an assenbled frame (106,107) within an opening,
whereby the further reinforcing neans receives
concentrated fastening loads in preference to the
pul trusion and transmts said concentrated | oads
to the pultrusion as distributed | oads which are
absorbed by the pultrusion w thout structural
damage, wherein the further reinforcing nmeans
(200) includes detent portions (201, 202, 203) which
engage outer flanges of the pultrusion to stiffen
the pultrusion and to further provide an external
flange (200a) for fastening the frame with an
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openi ng, such that the further reinforcing neans
(200) connected to the pultrusion fornms a
strengt heni ng box beamw th the pultrusion and a
nailing flange."

The argunents of the appellant can be summarized as
fol | ows:

The feature "bracket having portions conformng to
conpl ement ary- shaped portions of pultrusions ... such
that it transmts said concentrated | oads to the
pultrusions as a load which is distributed in three
di nensi ons through the cross-sections of the

pul trusions” is unclear and is not disclosed in the
patent application as originally fil ed.

It is not possible to conclude fromthe draw ngs al one
that the shape of the bracket exactly confornms to the
shape of the pultruded profiles. Thus, claiml
according to the main request should not be adm ssible
having regard to Article 123(2) EPC. The subject-matter
of claiml1l of auxiliary request |V constitutes a
shifting of the invention as previously clainmed and
shoul d therefore not be admi ssible at this | ate stage
of the proceedings, see in this respect the decision

T 926/ 93. Mreover, this claimintroduces a conbination
of features which was not searched and adds subj ect -
matter, since it cannot be derived fromthe patent
application as originally filed which parts of the

pul truded profile are engaged by the detent neans.

Al t hough the door concerned was widely on sale in 1987
and 1988 and evidence in this respect provided, the
respondent during nore than five years has deni ed these
facts. Each of the great nunber of steps which were



1085.D

-7 - T 0952/ 00

necessary in order to prove these sal es which have
occurred nore than twel ve years ago, could have been
avoided if the respondent had admtted these sales. It
may be that a respondent, having his patent opposed,
has the right to remain silent, but this was not the
case here, since in several affidavits the respondent
made fal se and contradictory statenents, setting forth
that the first comrercial sale occurred in 1990, that
all previous sales were nmade under confidentiality or
nerely that he could not renenber what had happened. It
is difficult to imagine a nore clear abuse of
procedure.

The respondent defended his patent by essentially
arguing as foll ows:

Claim 1 according to the main request is a nere

conbi nation of the granted clains 1, 6 and 7. In the
granted dependent claim7, the references 140 and 150
were nentioned and both concern brackets to forma
corner of the | oad-bearing frame, whereas the reference
44, which is nmentioned in granted claim6 together with
t he reference 150, does not concern such a bracket, so
that it was clear that this reference 44 was an error
and shoul d have been 140, as nentioned in claim?7.
Granted clains inply that they fulfill the requirenents
of the EPC, in particular that their features are

cl ear, supported by the patent application as
originally filed and were considered by the search
examner. It is clear for a person skilled in the art
that the corner elenment or bracket 70 of Figure 12 of
the patent in suit with its alignnment tabs 72 and 74,
whi ch provide no reinforcing function, reinforces each
pultrusion only in two di nensions. The vertical

pul trusion only abuts against three side walls of the
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corner, so that the |l oads are only distributed on three
sides of the perinmeter of the vertical pultrusion,

whi ch can be tilted on one side. In contrast the
brackets 140 of Figures 23 to 25 and 150 of Figure 29
provi de a three-di nensional reinforcenent, since they
fit snugly into the internal openings of the

pul trusions. According to the passage of the
description relating to the bracket 150 of Figure 29,
the internal wall 111g of the vertical pultrusion abuts
agai nst the surface 154 and the surfaces 154 and 155 of
t he bracket conprise flanges which extend into the
openi ngs 11la and 112a of the pultrusions. These
flanges inply a conpl ete abutnent of the whole surfaces
of the pultrusions with the surfaces of the bracket, as
is the case with the surfaces of the bracket 140 as
shown in Figure 24, so that the | oads can be
transmtted by the bracket to the four sides of the

pul trusi ons.

According to claim1l of the fourth auxiliary request,
detent portions of the further reinforcing neans engage
outer flanges of the pultrusion, so that a
strengthening box is formed with the pultrusion. This
feature can be seen in Figures 25 and 22 of the patent
in suit and is supported by the passage of colum 25,
lines 5 to 15.

He, the patentee, always acted in good faith. He
considered that all the prior uses, which were alleged
before the first instance, were in fact tests and
assuned that test purposes would not make the invention
avai lable to the public. In his view, the first
commercial sale occurred in 1990, since all earlier
supplies were not commercial sales, being nmade in
confidence. The respondent was pursuing a consistent
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policy of confidential experinental testing. It is the
opponent's task to prove its case beyond reasonabl e
doubt and before the first instance he failed to do so,
maki ng contradi ctory assertions as was recogni sed by
the first instance. He, the patentee, had no know edge
of the sales made by Wl Il nmar Wndows. It is to be noted
that it is the sole prior use which was proven. These
sal es took place in Wnnipeg, that is to say in the

pl ace of the appellant's conpany, not in that of the
respondent. Thus, the abuse of procedure cones fromthe
appel  ant, who shoul d have evidenced this prior use
before the first instance, and not only at a late
stage, nanely in the appeal proceedings. In contrast,
the patentee has i medi ately reacted as soon as this

al l eged prior use was presented and filed an auxiliary
request for the case that it was clearly established
that the WIlmar doors were sold wi thout an obligation
of confidentiality. Therefore, apportionnment of costs
shoul d be ordered in favour of the respondent.

The appel | ant requested that the decision under appeal
be set aside and that the European patent Nr 0517702
be revoked, and that an apportionnent of the costs he
has incurred before the first and the second instance
be order ed.

The respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of either his main request or of one of his
auxiliary requests | to Ill filed on 5 Novenber 2002 ,
or on the basis of his fourth auxiliary request filed
during the oral proceedings. He al so requested that an
apportionment of the costs he has incurred for the
appeal procedure be ordered.
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Reasons for the Decision

1

The appeal is adm ssible.

Adm ssibility of the clains according to the requests of the

respondent

2.2

1085.D

Mai n request

The respondent no | onger disputed the WI Il mar W ndows
prior use and has recognised that the patio doors sold
by the wi ndow center had been nmade avail able to the
public before the priority date of the patent in suit
the invention as shown in Figures 1 to 21 of this
patent, in particular the reinforcing neans referenced
(44) of Figure 7 and those in the formof a corner
bracket referenced (70) and shown in Figures 11 and
12. Cdaim1l of the new main request is therefore
directed to the corner or L-shaped bracket enbodi nents,
which are shown in Figures 22 to 29, 29A of the patent
specification. According to the respondent, the
essential difference between the known corner bracket
(70) and those now cl ai mred, nanely those referenced
(140) and (150), is that the clainmed brackets spread
the fastening | oads to each of the hollow pul trusions,
whi ch are connected together by them in three

di mensi ons t hroughout the internal perineter thereof.
The respondent has admitted that this essenti al

di fference was not disclosed expressis verbis in the
description of the patent specification, but he
submtted that this feature was unm stakeably and fully
derivable fromFigures 22 to 29A of the patent in suit.

In the patent in suit as granted, a disclosure of a
distribution of the fastening |loads in three di nensions
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t hrough the cross-section of the pultrusion can be
found in the two foll ow ng pl aces:

- in the passage of the description which introduces
the invention as granted, that is to say the
i nvention according to all figures of the patent
in suit, the specific paragraph (colum 5,
lines 14 to 16) being worded as foll ows:

"A said reinforcing nmeans may be shaped to
distribute a said fastening load in three
di mensi ons through the cross-section of the
pul t rusi on".

- and in the dependent claim6, which reads:

"The frame of any preceding claimwherein a said
reinforcing portion (eg. 44,150) is shaped to
distribute a said fastening load in three

di mensi ons t hrough the whol e section of the

pul trusion.™

Apart fromthese two passages, no other reference to
this three dinmensional distribution of |oad appears in
the patent in suit. In particular, there is no
explanation as to the nmeaning of this expression and no
di scl osure of structural features which would be
necessary to fulfill this function. The above referred-
to passage in the description does not nake clear

whet her any of the disclosed enbodi nents are consi dered
to have this property or whether it is sinply intended
to disclose the possibility of anendi ng any of these
enbodi ments in an unspecified way so that they do have
this property. The second reference, in claim®6, is
confusing since the use of the reference nunerals
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suggests that the reinforcing portion 44 has this
property, but this is now denied by the patentee. It is
t herefore even not possible to deduce the neani ng of
this feature, or property, by conparison of the various
enbodi nents. There is therefore no clear definition in
the patent as to what this feature neans.

The Board would al so point out that, in the patent
application as originally filed, there is no passage
corresponding to either of the two above nentioned
passages of the patent as granted and that, in fact,
this function itself was nowhere explicitly disclosed
in the original docunments of the patent in suit. Even

t he expression "l oad-bearing frane" or indeed the term
"l oad" does not appear in these docunents. The

specific problemas set out in the description as
originally filed was to i nprove pultruded fibregl ass
fram ng sections so that they may not be expensive, but
neverthel ess strong enough to support fastening neans
al t hough fibreglass is very brittle. The solution as
originally disclosed consists of thin walled fibreglass
pul trusions used for formng fram ng sections for doors
or wi ndows, associated with reinforcing nmeans which are
at least located in predeterm ned portions of the

pul trusi ons where fasteni ng neans are needed and
strengthen the frane. It is not imediately clear how a
probl em of distribution of loads in three or two

di mensi ons can be suggested by this problemand its

sol uti on.

The argunent of the respondent that the litigious
feature was disclosed by a claimof the patent as
granted so that it nmust for this reason al one be
considered to be inplicitly supported by the patent
application as originally filed and an objecti on under
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Article 123(2) EPC cannot be raised against it cannot
be followed. The main claimtogether with the
description and draw ngs of the patent in suit being
substantially anmended, the | egal franmework of the case
supported on appeal is different fromthat upon which
t he deci sion under appeal was based, so that the board
has to consider all possible objections under the EPC
insofar, as the anmendnents are concerned (see G 10/91,
Q) EPO 1993, 408, point 19). Mreover, it is the
content of the application as filed which is to be
consi dered for the purpose of Article 123(2) EPC.

The wording of claim1l according to the main request
specifies that the reinforcing neans in formof a
bracket shoul d have portions conformng to

conpl ement ary- shaped portions of pultrusions disposed
orthogonally to each other and connecting said
pultrusions to forma corner of said frane.
Correspondi ng brackets can be seen in Figures 2 to 5
(bracket 40), Figures 11 and 12 (bracket 70),

Figures 23 to 25 (bracket 140), Figure 28 (bracket
107b) and Fi gures 29, 29A (bracket 150) of the patent
specification as originally filed. However, in the
detailed part of the description, the term"bracket" is
only used in connection with the reinforcing neans
(70), (140), (107b) and (150).

The respondent has argued that, for a person skilled in
the art, the feature "distribution of the fastening

| oads to each of the pultrusions in three dinmensions

t hroughout the perineter thereof by neans of the
bracket reinforcing neans” is clearly to be seen in
Figures 29 and 29A (bracket 150), whereas the bracket
70 shown in Figure 12 reinforces each pultrusion only
in two dinensions. As evidence, the affidavit of the
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expert M Hildebrand was fil ed.

Both reinforcing neans (70) and (150) have in conmon
that they are right angled brackets, conprising two
portions or arnms having four sides, which extend
inwardly into the two hollow pultruded profiles, which
are to be connected in order to forma corner of the

| oad- bearing frane. The L-shaped form of bracket (150)
is nore pronounced than that of bracket (70), so that
each arm of bracket (150) clearly extends in one

pul trusion, whereas with bracket (70) it is the whole
bracket as such which extends partly in one pultrusion
and partly in the other, inplying therefore only a
difference in quality between the respective engagi ng
portions of brackets (70) and (150). The bracket (70)
is provided on its upper side with a vertical stop

pl ate, which abuts the upper forward edge of the

hori zontal pultrusion according to page 27, line 9 of
the original description. Another abutnent neans is
provided slightly on one side. Both these abutting
nmeans are said to interconnect with the mtred edges of
the vertical pultrusion. However, it is not clear from
Figure 12 how these parts are really interconnected
with the pultrusions, in particular whether the top
abutting plate (72) is positioned in front of or behind
the internal wall of the vertical pultrusion, so that
already the fact that, in the nmere assenbl ed position,
that is to say being still not fastened, the verti cal
pul trusion can be tilted - as argued by the respondent
- cannot be deduced al one fromthe draw ng; the
description al so provides no suggestion of a possible
tilting novenment of a pultrusion. It is further noted
that, in Figure 12, a protrudi ng appendage referenced
(75) conprises in the region corresponding to the
interior wall of the vertical pultrusion a nose; the
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function of this nose could be understood as to bl ock
said wall, if this wall in the assenbled state is
posi ti oned between this nose and the abutting plate
(12). Moreover, according to the introductory part of
t he description, page 12, one function of the abutting
means is to reduce the free play in the assenbly. The
person skilled in the art in view of this information
and being further infornmed by the description that the
bracket (70) is nade of gal vanised netal has no
possibility to deduce that at |east the stop plate 72
has no reinforcing function as asserted by the expert
in his affidavit. It may be that the expert, who was
provided with sanples of the corners in addition to the
drawi ngs of the patent, could deduce this by seeing

t hese sanples, but on the sole basis of Figure 12 such
a disclosure is not at |east unm stakeably and fully
derivabl e.

A further argunent of the respondent concerns the snug
fit of the bracket (150) inside the hollow pultrusions,
since this bracket enbodi nent conprises flanges on one
side and is said to have the surfaces of its arnms,
which are directed toward the interior of the frane,
abutting the corresponding interior walls of the
pultrusions. It is not clear for which reason flanges
cooperating with openings of the pultrusions should
necessarily lead to a snug fitting of the bracket and,
nor eover the bracket (70) al so conprises neans

equi valent to flanges such as stepped ranps and the

al ready above nentioned protrudi ng plates or
appendages, which are al so abutment neans, so that no
rel evant difference can be seen in this respect. In
Figure 29, noreover, the reference lines 111g and 112g
rat her show the forward edges of the internal walls of
the pultrusions, so that it is doubtful whether the
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term"surface 111g" in line 3 of page 35 of the
original description is to be understood as neaning the
internal wall of the pultrusion. Thus, an abutnent
between the walls of the bracket (150) and those of the
pultrusions is not clearly disclosed. For all these
reasons, a fitting of the bracket (150) inside the

pul trusi ons which should be superior to that of the
bracket (70), cannot be derived fromthe draw ngs and

t he correspondi ng passages of the description.

It follows that the neaning of the expression
"distributed in three dinensions” is not clear in the
context of the patent in suit, since it is not possible
to see which structural features are clearly inplied by
this expression. Apart fromthe nore pronounced
extensions of the arnms of the bracket (150) inside the
pul trusions conpared to those of the arns of bracket
(70), leading thereby only to a difference in quality,
it cannot in particular be deduced fromthese two
enbodi nents that | oads are distributed in one case in
three dinensions and in the other case only in two

di nensi ons.

Mor eover, as seen above, the original docunents of the
patent in suit are silent as to the distribution of

| oads by neans of the bracket nmeans, so that it is
doubtful, whether the person skilled in the art
regardi ng these docunents woul d have thought to anal yse
t he di scl osed enbodi nents in this respect.

For all these reasons, the litigious feature is not
al l owabl e under Articles 84 and 123(2) EPC, so that the
mai n request i s not adm ssible.

Auxiliary requests | to Il

1085.D
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Claim1 of each of these requests conprises the sane
litigious feature, so that for the sane reason they are
not adm ssi bl e.

Auxiliary request |1V

This request was filed during the oral proceedings,
thus at a very late stage of the proceedings, and was a
reaction of the respondent after seeing elenents of the
di smantl ed prior use wi ndow wi thdrawn fromthe
cont ai ner. However, nore than two years ago, these

el ements were seen by a representative of the
respondent, who was present when the doors were

di smantl ed, so that the respondent could, therefore,
have reacted and filed such a request nuch earlier.
Moreover, claim1l of this request, which primarily is
based on a conbi nation of the granted clains 1, 4 and
5, said conbi nation being recognised by the respondent
to be anticipated by the WIlmar prior use, conprises
further a particular technical feature taken fromthe
description, nanely that the reinforcing neans is
connected with the pultrusion so as to forma

strengt heni ng box beam and a nailing flange. This
feature was never clained before, was not searched and
substantially shifts the invention, so that it would be
necessary to renmt the case to the first instance,

al t hough al nost thirteen years have el apsed since the
filing date of the patent in suit. Under these
circunstances and foll ow ng the jurisprudence of the
boards of appeal, see decision T 926/93 (QJ OEB 1997
447), it is decided not to admt this request into the
pr oceedi ngs.

Apportionnent of costs

1085.D
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Under Article 104 EPC, each party nust neet the costs
he has incurred, unless the body hearing the case

deci des otherw se and orders, for reasons of equity, a
di fferent apportionment of costs incurred during taking
of evidence or in oral proceedings. The equity
requirenent is a matter for the body hearing the case
to decide at its discretion in the light of the facts.
It is to be seen as the conpensati on one party owes
another as a result of his negligence or cul pable
irresponsibility, or a wongful act carried out with
intent to cause the other party harmand |l eading to
damage requiring that party to request oral proceedings
or the taking of evidence which would otherw se have
been unnecessary. The wongful act, whether intentional
or sinply the result of cul pable negligence, nust be
judged in relation to what the normal behavi our of an
ordinarily diligent party woul d have been. It nust al so
be clearly and obviously the direct cause of the costs
whi ch shoul d not have been i ncurred.

In the present case, it is inportant to conpare the
evi dence given by the opposing party at first instance
with the additional evidence he had to give at the
appeal stage, bearing in mnd the evidence to the
contrary given by the patent proprietor at both
instances. It is noteworthy in this respect that, in
his response to the statenent setting out the grounds
of appeal, the patent proprietor specifically states:

"the patentee does not retract any previ ous subm ssions
made to the opposition division or any of the detailed
statenents therein. The application itself, its

prosecution through to allowance and all subm ssions in
connection with the opposition were nade in good faith
and were based on the facts as known by the patentee at
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the tine."

It is therefore the Board's task to establish whether,
in the successive statenents nade by the patent
proprietor and placed on file, he has expressed hinself
in terns that go beyond those that can legitimtely be
expected of a patent proprietor defending his patent,
in particular by concealing all or part of the truth in
the face of evidence of prior use of the invention's
subject-matter, or by even alleging facts subsequently
revealed to be contrary to the truth.

The Board finds that the statenents nade by the patent
proprietor on the accuracy of the opponent's

al  egati ons during successive di scussions have vari ed
consi derably over tinme, whereas the opponent's

al | egati ons have renai ned consistent. In fact, the
opponent has stated since the notice of opposition (see
point 5) that "prior to the priority date of the patent
(21 Decenber 1989), the patio doors (of Inline)
described in the patent were widely on sale to
contractors, dealers and the public."” As evidence of
such prior uses that he was required to supply to
prejudice the novelty of the invention's subject-
matter, the opponent has provided no | ess than seven
statenents in support of his allegations, and these
have been corroborated by various docunents.

These prior uses are referred to as (A), (B), (O and
(E) in the inmpugned decision. They were contested by
the patentee in the follow ng manner, as set out in

par agraph 3.2 of the conmmunication dated 28 May 1999 of
t he opposition division:

- the first shipment of production lineals by
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opponent to Inline did not occur until March 1988
(Affidavit Prohaska Il dated 20 August 1997,
poi nt 3);

t he opponent grossly exaggerates the quantity of
the pultruded profiles manufactured by the
opponent and delivered to Inline;

these profiles were substantially all defective
and scrapped and only sufficient for prototypes;

the prototype franes were not in accordance with
t he patent;

the first comercial sale of the product was only
made in 1990 to Commrercial d ass and Al um num of
St Catharines (Affidavit M Rokicki, page 3)."

In response to this the opponent filed a further
affidavit from M Mnaghan in which he stated that,
(again as set out in the conmunication):

in 1987 S. Rokicki/lInline sold a nunber of
fiberglass patio doors (both fully assenbl ed and
knocked-down versions for assenbly) to Inline
International Inc., which held exclusive rights to
the sal e and manufacture of the Inline Fiberglass
Sliding Patio Door in the United States (Affidavit
Monaghan, point 7);

t hese doors were enbodi nents of the patented
invention (cf. Affidavit Monaghan, points 4 to 6);

t hese doors were sold to various custoners in USA
(inter alia, to Energy Lok (Chio), to Door and
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W ndow Superstore (Chio), to Primax (Kentucky) and
to one individual (Ms Warren) (cf. Affidavit
Monaghan, point 7)".

M Rokicki's response to this was given in paragraph 5
of his supplenentary affidavit dated 20 Cct ober 1999:

"Referring to the Affidavit of M Mnaghan | agree that
we had business relations through Inline International.
However, M Mnaghan has errored in the dates and
contents of his Statements. Inline, as stipulated in ny
prior Affidavit originally sold alum num patio doors.
How coul d fi berglass doors be sold in 1987 if PPG did
not start shipping pultrusions to Inline until 1988,
which was as stated in ny prior affidavit. Conveniently
M  Monahan does not provide any invoices or shipping
docunents to corroborate his statenents. In 1989

M Monahan signed on behalf of Inline International, a
rel ease of liability for nonperformance wth PPG and

I nline Fiberglass Systens Ltd. and received about

$100, 000 USD, havi ng never received any usabl e product.
Al so, M Mnahan has an interest in having ny European
Patent set aside, in that he is a Sales Agent for
Omiglass in North America.”

The two nbst damagi ng points on which the opposition
di vi si on appear to have concentrated are as set out
above in respect of the supply of production |ineals
and the first commercial sales. These points nust
however now be | ooked at a little nore closely in the
light of the fact that the opponent has now proven
beyond all doubt that WIlmar Wndows did in fact sel
a nunber of doors supplied by Inline wthout any
confidential agreenent, for exanple in Septenber 1987
and in June 1988 as set out in paragraph above.
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The first point relating to the shipnent of production
lineals not until March 1988, confirmed by M Rokick
in his affidavit, is now seen as the disingenuous
statenment that it was. M Rokicki has msled the
opposition division since he was clearly able to
construct the doors according to the present patent
before March 1988, whether this was with lineals from
t he opponent or with material froma different source.
It should al so be pointed out in this respect that the
statenment of M Prohaska referring to these shipnents
was not quite as definite as is represented above, see
his affidavit in which he admts that there were
"prior" shipments: "There is no possibility whatsoever
that any shipnments to Inline Ltd. of materials for

I nline's production purposes could have been nade
before March 9, 1988. Prior shipnents woul d have been
in small amounts and for test purposes only."

In respect of the second and nore inportant point,
nanely the first commercial sale, this clearly was a
nost m sleading statenent. If a witness swears an
affidavit he nust be extra careful that he tells the
whole truth. In this case the affidavit has been nade
with a less than careful, not to say reckless,

di sregard for the whole truth. Cearly, in the light of
t he evi dence which the opponent has been forced to
assenble in the appeal proceedings, it is clear that
this statenent is not correct. Quite clearly earlier
sal es had taken part. This is not a case in which a

W tness has been mi staken in his recollection. |ndeed,
M Roki cki does not rely on his recollection but files
a conputer printout summary to "prove" that this first
sale really did take place in 1990. The "fact" that

M Roki cki does not just rely on his recollection is
agai n enphasi sed in the subm ssion of his

1085.D Y A
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representative dated 25 Oct ober 1999:

“In contrast, M Rokicki has stated that the first
commercial sale (not to the best of his recollection,
but according to actual records fromthe conpany, as
verified by the affidavit of Marianna Rokicki) was in
1990"

As the Board now knows, this is sinply not true, and
M Roki cki nmust have known this from his |eading
position in the Inline conpany.

Wthout these false statenents the Board is convinced
t hat the opposition division would not have been so
receptive to the argunents of the patentee in respect
of the alleged confidentiality of these other probable
prior uses, such confidentiality making no sense when
the doors were freely avail abl e el sewhere, so that the
opponent woul d not have been required to go to the
expense of gathering further evidence as they have had
to in the present appeal.

The patentee has continued this behaviour in the appeal
proceedi ngs, maintaining his request for maintenance of
the patent as granted until one nonth before the

appoi nted oral proceedi ngs when a new representative
was appointed, and this all in the face of overwhel m ng
evi dence gathered in Canada in the presence of a
representative of the patentee and submtted with the
grounds of appeal two years before the oral

pr oceedi ngs.
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The request of the opponent for an apportionnent of
costs in respect of the costs incurred by the appell ant
(opponent) during taking of evidence after notification
of the decision of the first instance is therefore to
be grant ed.

The request of the respondent (patentee) for an
apportionment of costs due to the late-filing of

evi dence during the appeal proceedings is to be
refused. As set out above the late-filing was caused by
t he behavi our of the respondent hinself.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The European patent No. 0 517 702 is revoked.
3. The respondent shall bear 100% of costs incurred by the

appel  ant during taking of evidence after notification
of the decision of the first instance.

4. The request for apportionment of costs by the
respondent is refused.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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