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Summary of Facts and Subm ssi ons

2362.D

The nention of the grant of European patent

No. 0 498 603, with 14 clainms, in respect of European
pat ent application No. 92 300 907.0 in the nane of
Anmoco Corporation (later BP Ambco Corporation, now BP
Corporation North Anmerica Inc.), filed on 3 February
1992 and claimng US priorities of 4 February 1991
(US 650443) and 18 Novenber 1991 (US 793821) was
publ i shed on 27 Decenber 1996 (Bulletin 1996/52).
Claim1l read as foll ows:

"A nmethod for making a honopol yner of propylene or a
copol ymer of propylene with up to 20 nol e percent of

et hyl ene, having increased stiffness and a broadened,
nol ecul ar wei ght distribution, conprising:

pol yneri zi ng propyl ene or copolynerizing a mxture

of propylene with up to 20 nole percent of ethylene in
the presence of a high activity catal yst systemand a
silane, the last two stages of the nmethod conpri sing:

(a) 1in one stage, producing a honopol yner or copol yner
of propyl ene having a relatively high weight
average nol ecul ar weight in the range of from
350, 000 to 4,000,000 and conprising at least 5
wei ght percent of the total amount of final
homopol ynmer or copol yner of propyl ene produced;
and

(b) in another stage, either after or prior to
stage (a), producing a honopol ymer or copol ynmer of
propyl ene having a relatively | ow wei ght average
nmol ecul ar weight in the range of from 50,000 to
340, 000 and conprising at |east 10 wei ght percent
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of the total amount of final honopol yner or
copol ymer of propyl ene produced;

wherein the wei ght average nol ecul ar wei ght of the
final honopol ymer or copol ynmer of propyl ene
produced is in the range of from 150,000 to

1, 500, 000, and the wei ght average nol ecul ar wei ght
di stribution of the final honmopol yner or copol ymer
of propyl ene produced is such that the M/ M, ratio
is at |least 6.0;

wherein the products forned in steps (a) and (b)
conprise at | east 50 wei ght percent of the total
amount of final honopol ymer or copol ynmer of

propyl ene produced;

wherein the aforesaid silane is

Ri(R) xSi (OR4) y(ORs) 2, wherein R, and R, are the sane
or different and are each isopropyl, isobutyl,
t-butyl, isopentyl, t-pentyl, neopentyl, phenyl,
tolyl, naphthyl, or cycl oC(Rs)2n-1, Wherein cylcoC
is a cyclobutyl, cyclopentyl, or cycl ohexyl
cycloaliphatic ring attached to the silicon atom
and Rs; is a hydrogen or an al kyl group having from
1 to 5 carbon atons and is a substituent to the
cycloaliphatic ring and wherein nis 4, 5 or 6
when the cycloaliphatic ring is cycl obutyl,

cycl opentyl or cyclohexyl.[sic] respectively,
wherein R, and Rs are the sanme or different and are
each nethyl.[sic] isopropyl, sec- or t-butyl, and
whereiny is 1, 2 or 3, zis Oor 1, y+z is 2 or
3.[sic] and x is 3-(y+z);

wherein a nol ecul ar wei ght control agent is
enployed in at |east one of the stage (a) and the
stage (b) in a sufficient anount that a

honopol ynmer or copol yner of propyl ene having a
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wei ght average nol ecul ar weight in the respective
nmol ecul ar wei ght for such stage is produced; and
wherein the aforesaid catal yst system conprises a
supported catal yst conprising a solid hydrocarbon-
i nsol ubl e composite of a titanium containing
conponent supported on a nmagnesi um cont ai ni ng
conpound and a cocatal yst conprising a Goup Il or
11 metal alkyl."

Clainms 2 to 14 were dependent clainms directed to
el aborations of the nethod according to Caiml.

Notices of opposition were filed by:

(a) Borealis A/'S (opponent 01) on 23 Septenber 1997,

(b) Montell Technol ogy Conpany bv (opponent 02) on
24 Sept enber 1997, and

(c) by Union Carbide Corporation (opponent 03) on
26 Sept enber 1997.

The grounds of opposition raised were the grounds of
Article 100(a) EPC, ie lack of novelty and | ack of
inventive step, the grounds of Article 100(b) EPC, ie
insufficiency of disclosure, and the grounds of
Article 100(c) EPC, ie added subject-matter. The
oppositions were supported - inter alia - by the
fol |l ow ng docunents:

D13: T. Sinonazzi, "Ml ecular Characterization of
Et hyl ene- Propyl ene Bl ock Copol yners", Pure & Appl.
Chem, Vol. 56, No. 5 (1984), pages 625 to 634;
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D15: MD. Baijal and C.L. Sturm "Melt Flow Rate -
Intrinsic Viscosity Correlation of Pol ypropyl ene”,
Journal of Applied Polyner Science, Vol. 14
(1970), pages 1651 to 1653; and

D23: Rubber Chemi stry and Technol ogy, 45 (1972),
pages 752 to 753.

By a decision issued in witing on 8 August 2000, the
opposi tion division revoked the patent on the grounds
of Article 100(b) EPC

The deci sion was based on an amended set of clains
(Cains 1 to 13) filed on 9 Novenber 1998 which
differed fromthe clains as granted in that

(a) the silane in Caim1 was defined as conpri sing
"at | east one of diisopropyl di net hoxysilane, di-
i sobut yl di met hoxysi |l ane, or di-t-butyl di met hoxy-

si | ane";

(b) granted Cains 11 and 12 were del eted and a new
Claim 11 was introduced which read as foll ows:

"The nmet hod of any preceding claimwherein the
silane conprises diisopropyl di met hoxysilane."; and

(c) granted Cains 13 and 14 were renunbered as
Clainms 12 and 13.

The decision held that the granted patent conplied with
the requirenments of Article 123(2) EPC but that the
subject-matter of Claim1 was not disclosed in a manner
sufficiently clear and conplete for it to be carried
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out by the skilled person since it was clear from D13,
D15 and D23 that a val ue of nol ecul ar wei ght or wei ght
average nol ecul ar weight distribution in the absence of
a specific method being nentioned for the determ nation
t hereof was neani ngl ess. The patent in suit did not,
however, teach

(a) how the weight average nol ecul ar weight (M) of the
pol ymers obtained in stage (a) and stage (b), or
of the final polynmer product was to be neasured;

(b) noreover, it was not possible at all to neasure
directly the physical properties of the polyner
produced in stage (b);

(c) as regards the neasurenent of the weight average
nol ecul ar wei ght distribution by gel perneation
chr omat ography (GPC), the conditions for this
met hod, eg tenperature and sol vent, were not
indicated in the patent in suit; and

(d) it was not taught in the patent in suit how the
nol ecul ar weight in the steps (a) and (b) could be
controll ed.

However, the opposition division did not express its
opinion with regard to novelty and inventive step.

On 19 Septenber 2000, the proprietor (hereinafter
referred to as the appellant) filed a notice of appeal
agai nst the above decision, the prescribed fee being
paid on the sane day, and requested nmai ntenance of the
patent as granted (main request), or, in the
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alternative, maintenance of the patent as anended
during the opposition proceedings (auxiliary request).

In the statenent of grounds of appeal, filed on

15 Decenber 2000, the appellant argued that the nethod
for neasuring the polynmer weight was described in the
specification as gel perneation chromatography (GPC)

whi ch was a wel | -known standard nethod. Thus, it would
be a routine procedure to determ ne the size of the
polymers in steps (a) and (b) using GPC, should such a
step be deened necessary. However, determ nation of the
aver age nol ecul ar wei ght of the polyners in reaction
steps (a) and (b) was preferably made by cal cul ation
based on nodelling systens involving the reaction
conditions. Furthernore, the use of hydrogen as a

nol ecul ar wei ght controlling agent was a comonly known
techni que and was utilised extensively before the
priority date of the patent in suit. Docunents D25 to
D28 were submitted to support the argunentation.

D25: Annual Book of ASTM Standards, Vol. 08.03 (1992),
pages 126 to 140;

D26: J.V. Dawkins, "Calibration of Separation Systens",
Steric Exclusion Liquid Chromatography of
Pol ymers, ed. J. Janca, Chronmatographic Series
Vol . 25, 1984, pages 53 to 116;

D27: "Benefits of Polyner Process Mdelling", extract
fromliterature acconpanyi ng POLYMERS PLUS™
nodel | i ng system from Aspen Technol ogy, Inc.; and
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D28: "Report 1. Technol ogy and Econom c¢ Eval uati on”
Pol yol ef i ns Pl anni ng Service (POPS) Subscription
Report, January 1998, published by Chem Syst ens,
Inc., pages 111-138 to I11-139.

In a further letter filed on 5 February 2001, the
appellant indicated its wish to wi thdraw docunent D28
and requested that D28 was not supplied to the
opponents, a request which was denied by the board in a
conmuni cation dated 22 February 2001.

OQpponent 01 (hereinafter referred to as respondent 01)
argued in its letter filed on 30 May 2001 that, even if
the appellant's explanations as to the neasurenent of

t he nol ecul ar wei ght of the pol yners by GPC and/ or

cal cul ation were correct, this information was not in
the patent in suit. The insufficiency regarding the
measur enent of the wei ght average nol ecul ar wei ght was
even further conpounded since the patent in suit did
not disclose detailed conditions for the GPC, such as
tenperature and sol vent. Docunent D27 shoul d be

di sregarded as it was not available at the priority
date of the patent in suit (the sane objection was nade
by opponent 03).

Opponent 03 (hereinafter referred to as respondent 03)
submtted inits letter filed on 22 Cctober 2001 that
the reversion to the granted cl ai ms shoul d be decl ared
i nadm ssible or rejected. Since Claim1l as granted had
been unconditionally anmended before the opposition
division to forma main request, the appellant had

al ready withdrawn the request for maintenance of the
patent in unanmended form and should not be permtted
to reinstate such a request at this stage. As regards
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t he measurenment of the wei ght average nol ecul ar wei ght
of the polyners, the patent in suit did not disclose a
single, reproducible teaching in this respect, nor did
it refer to an earlier published docunent and therefore
remai ned insufficient. D25 m ght present one nethod of
determ ni ng nol ecul ar wei ght paraneters using GPC, but
there were other nethods using GPC as well which led to
different results. In the absence of a pointer as to
exactly which nmethod was to be used, the skilled person
woul d arrive at different results dependent on what

nmet hod he woul d use. Furthernore, a skilled person
woul d not even use the proposed nethod in D25. The
further docunents D29 and D30 were submitted to support
t he argunents:

D29: R Lew, D. Suwanda, and S.T. Bal ke, "Quantitative
Si ze Excl usion Chromat ography of Pol ypropyl ene |
Met hod Devel opnent”, Journal of Applied Pol ynmer
Sci ence, Vol. 35 (1988), pages 1049 to 1065; and

D30: "Flow Injection Polymer Analysis (FIPA) of EPDM
El astonmers, Triple Detector Application Note 12",
Vi scotek bulletin.

VIIl. In a conmunication, issued on 21 May 2003, acconpanyi ng
a sumtmons to oral proceedings, the salient issues as to
the nerits of the appeal were identified by the board
as being firstly, the adm ssibility of the main request,
secondly, whether D27 was available at the priority
date of the patent in suit and thirdly, aspects
concerning the neasurenent of the nol ecul ar wei ght
paraneters required in the various steps of the clained
pr ocess.

2362.D
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In a letter filed on 30 June 2003, respondent O1
submtted that the appellant’s request for maintenance
of the patent as granted was not all owable since the
clainms as granted were never considered by the

opposi tion division, had been unconditionally repl aced
by a new set of clainms, and were therefore no | onger
part of the proceedi ngs.

Having regard to sufficiency, respondent 01 argued

t hat, although the patent in suit provided a single
statenent regarding the neasurenent of the weight
average nol ecul ar wei ght distribution by GPC, it was
wel | known that there were many different ways to
nmeasure the average nol ecul ar wei ght, GPC being j ust
one of them In addition, the result obtained in a GPC
nmeasurenent varied with the chromatographic conditions
used. Thus, a third party would not know if they were
infringing aim1 or not, a deficiency which also the
teachi ngs of D25 and D26 coul d not overcone. In this
context, reference was nade to T 256/87 (26 July 1988)
and T 225/93 (13 May 1997), neither of them published
in the Q3 EPO

In a letter filed on 30 June 2003, the appell ant
confirmed its previous request for maintenance of the
patent as granted, although the enclosed cl ai mset
headed "Mai n Request” contained m nor anmendnents of an
editorial nature when conpared with the clains as
granted. Furthernore, seven auxiliary claimsets were
filed.

It was the appellant's viewthat it was entitled to
revert to the granted clains, in particular because the
filing of amendnent clainms during the opposition
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procedure (9 Novenber 1998) was acconpanied by a

request that the patent be nmaintained on the basis of

t he amended clains. Thus, this was an offer to anend

the clains if the patent were naintained with those
amended clains. In other words, that offer was, at the
time, tied to mai ntenance of the patent. As the patent
was not maintained in amended formthe offer had | apsed,
and there was nothing to prevent the appell ant

reverting to the clains as granted.

The appel |l ant disagreed that the patent in suit was
insufficient as regards the neasurenent of the

nol ecul ar wei ght. GPC was said in the patent
specification to be useful for neasuring M, and M, and
this applied to the neasurenent of the properties of

t he pol yners obtained in stages (a) and (b), and of the
final polynmer. Furthernore, calibration of GPC was well
established at the priority date and GPC thus provided
hi ghly accurate results for M, and M,. As regards the
use of hydrogen to control the nolecul ar weight,
hydrogen was utilised extensively before the priority
date of the patent in suit to control the nol ecul ar

wei ght of the product of polynerization reactions, and
it was within the skill of a person skilled in the art
to use hydrogen to control the nolecular weight in the
cl ai med nmethod. The follow ng further docunents were
filed in support of these argunents:

D31: J. Boor Jr., "Ziegler-Natta Catal ysts and
Pol yneri zati ons", Academ c Press 1979, Chapter 10;

D32: R B. Seynour and T. Cheng, "History of
Pol yol efi ns", D. Reidel Publishing Conpany 1985,
pages 87 to 101;
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D33: US-A-3 051 690;

D34: R P. Quirk, "Transition Metal Catal yzed
Pol yneri zations", Canbridge University Press 1988,
pages 84 and 85;

D35: F.W Billnmeyer Jr., "Textbook of Polynmer Science"
John Wley & Sons 1984, pages 16 to 21 and 214 to
228;

D36: N.C. Billingham "Molar Mass Measurenent in
Pol ymer Sci ence", John Wley & Sons 1977,
pages 199 to 221 and 230 to 233; and

D37: Encycl opaedi a of Pol ymer Science and Engi neering,
Vol . 7 (1987), pages 311 to 315.

Qpponent 02 (hereinafter referred to as respondent 02)
infornmed the board on 2 July 2003 that it would not
attend the schedul ed oral proceedings.

Since the representation for respondent 01 had changed,
the new representative submtted on 23 July 2003 a copy
of a general authorization fromBorealis Technol ogy Oy.
However, as pointed out by the board in a conmmunication
i ssued on 28 July 2003, opponent 01 and respondent 01,
respectively, was, according to the state of the file,
Borealis A/S and not Borealis Technol ogy Oy. Thus, a
general authorization fromBorealis AAS was filed on

30 July 2003.
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Wth subm ssions of 29 July 2003, respondent O1
reiterated its objections to the admssibility of the
mai n request and to the sufficiency of disclosure of
the patent in suit. Furthernore, it was requested that
the board disregard late filed docunents D31 to D37.

On 31 July 2003, oral proceedings were held before the
board at which the appellant and respondents 01 and 03,
but not respondent 02, were represented. Because the
|atter party had been duly summoned, however, the oral
proceedi ngs were continued in its absence in accordance
with Rule 71(2) EPC.

The appellant confirnmed that its main request was

mai nt enance of the patent as granted so that the main
request filed on 30 June 2003 had to be ignored. Both
respondent 01 and 03 mai ntai ned their objections

agai nst the admissibility of the main request. After
hearing the parties on this issue the board decided to
admt the main request into the proceedings. During the
di scussion of sufficiency of disclosure of the main
request, the parties basically relied on their witten
subm ssi ons. When the appellant was infornmed that the
mai n request was refused due to | ack of sufficiency, it
withdrew its previously filed auxiliary requests except
auxiliary request 5 which was nmade the only auxiliary
request. The follow ng discussion focused on the
guestion whether the auxiliary request net the

requi renents of Article 123 EPC.

Clainms 1 to 13 of the auxiliary request corresponded to
Clains 1 to 13 of the clains underlying the decision
under appeal (section Ill, above) with the further
l[imtation in Caim1l that the weight average nol ecul ar
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wei ght of the polynmers produced in step (a) and (b) was
in the range of from 600,000 to 2,000,000 and 100, 000
to 250,000, respectively, and of the final polynmer was
in the range of from 200,000 to 700, 000.

XV. The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained

- as granted (main request); or, in the alternative,

- on the basis of the auxiliary request (filed as
auxiliary request 5 on 30 June 2003).

Respondents 01 and 03 requested that the appeal be
di sm ssed.

Reasons for the Deci sion

1. The appeal conplies with Articles 106 to 108 EPC and
Rule 64 EPC and is therefore adm ssibl e.

Adm ssibility of the main request

2. Respondent 01 and 03 objected against the adm ssibility
of the main request, ie the clains as granted, since
t he proprietor had unconditionally anended these clains
during the opposition procedure (subm ssions dated
9 Novenber 1998, point 2) with the result that the
granted cl ainms had not been the subject of the decision
of the opposition division. Thus, such a procedure, if
al l oned, would circunvent the main purpose of an appeal,
whi ch was to give a judicial decision upon the
correctness of a decision taken by a first instance

2362.D
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departnent, in this case the opposition division.

Furt hernore, the "unconditional anmendnent” was a
fundanmental act so that, once the proprietor has taken
that action, the parties were entitled to draw reliable

conclusions fromthat action.

According to established case | aw of the boards of
appeal, where the patent proprietor is appealing

agai nst revocation of its patent, it is entitled to
revert to a nore broadly worded version of the patent,
and in particular the one as granted (see T 564/98 of

6 June 2000 and T 755/00 of 18 October 2002; neither
published in the Q) EPO, provided this does not
constitute an abuse of procedural law (T 123/85, QJ EPO
1989, 336; point 3.1.2 of the Reasons).

Thus, the decisive question to be considered in the
present case is whether the request to nmaintain the
patent as granted, which was submtted at the very
begi nni ng of the appeal proceedings, constitutes an
abuse of procedure in view of the "unconditional

amendnent ™ during the opposition proceedings.

The precise wording of the proprietor's subm ssions
made on 9 Novenber 1998 during the opposition procedure
was: "The proprietor offers unconditionally to amend
Claim1 as shown in Appendix Il hereto". Apart fromthe
fact that an "unconditional offer"” is alnost a
contradiction in ternms, the filing of anmended cl ai ns
during the opposition procedure was acconpanied by a
request that the patent be nmaintained on the basis of

t he amended clainms. Thus, this was an offer to anend
the clains if the patent were naintained with those
anmended clains. In the board' s opinion, that offer was,
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at the time, tied to mai ntenance of the patent. As the
patent was not mai ntained in anmended formthe offer had
| apsed, and there is nothing to prevent the appell ant
reverting to the clains as granted.

At | east opponent 03 (respondent 03) evidently
understood at that time that the proprietor's amendnent
of aiml1l was not unconditional in the sense that it
could not revert to a nore broadly version of the
claims, including the clains as granted, since it nade
the followng statenent in its letter filed on 11 Apri
2000: "W reserve the right to reinstate our request
for Oral Proceedi ngs should any of the anmendnents
presently suggested by the Proprietor be w thdrawn".
Thus, at |east one opponent did not conme to the
conclusion that the proprietor's "unconditional offer"
was neant to be, or could reasonably be interpreted as,
a definitive abandonnment of any subject-matter covered
by the clains as granted.

Furthernore, the sufficiency argunents brought forward
in the statement of grounds of appeal apply equally
both to the clains underlying the decision under appeal
and to the clainms as granted. In fact, Caim1l of each
cl ai mset requires the neasurenent of certain nolecul ar
wei ght paranmeters which is the core issue in the
present case, so that the parties had the opportunity
to discuss the argunents relating to this issue before

two i nstances.

In summary, the reversion to the granted clai ns cannot
be considered as constituting an abuse of procedure.
Therefore, the main request is admtted into the appeal
pr oceedi ngs.
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Article 123 EPC (nmain request)

According to the decision under appeal, the granted
patent conplied with the requirenents of Article 123(2)
EPC. The board sees no reason to depart fromthat view.
Nor was any objection under Article 123(2) EPC raised
by the respondents.

Sufficiency of disclosure (nmain request)

2362.D

The patent in suit clains a process for nmaking a
honopol ynmer or a copol yner of pol ypropyl ene conpri si ng
at least two different polynerization stages (a) and
(b), whereby the stage (b) is carried out either after
or prior to stage (a), and whereby the process is
characterized by features concerning the product
obtained in these stages. Thus, the polymer produced in
stage (a) nust have a relatively high weight average
nol ecul ar wei ght and the pol yner produced in stage (b)
must have a rel atively | ow wei ght average nol ecul ar

wei ght. Furthernore, the final honopol ynmer or copol yner
nmust have a specified wei ght average nol ecul ar wei ght
and a wei ght average nol ecul ar wei ght distribution

(M/ M) of at least 6.0. Although Caim1 and the patent
specification (page 6, line 15) explicitly refer to
"wei ght average nol ecul ar weight distribution” it is
clear fromthe definition M/ M, at page 6 that

"nmol ecul ar wei ght distribution" is nmeant. Therefore,
this termw || be used hereinafter.

The respondents' objections under Article 100(b) EPC
and the revocation of the patent in suit were based on
t he argunents that
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- t he net hod of measurenent for the weight average
nol ecul ar wei ght of polynmers (a) and (b) or of the
final polynmer was not indicated;

- t he conditions of gel permeation chromatography
(GPC), ie the nmethod which is used for the
nmeasur enent of the nol ecul ar wei ght distribution,
wer e not i ndicat ed;

- the properties of the polyner obtained in the
second stage, and in particular the weight average
nmol ecul ar wei ght, could not be determ ned at all;
and

- the control of the weight average nol ecul ar wei ght
in stages (a) and (b) was not clear.

Hence, it has to be decided whether or not the

measur enent of the paraneters relating to nol ecul ar
wei ght were disclosed in a manner sufficiently clear
and conplete in the patent in suit to enable a person
skilled in the art to carry out the clainmed invention.

Al though daim1l requires that the polyners produced in
t he vari ous stages have a certain wei ght average

nol ecul ar weight, it fails to describe the nmethod by
whi ch this paraneter should be neasured. It was

undi sputed that a person skilled in the art would, in
principle, be able to nmeasure the wei ght average

nol ecul ar wei ght of a polynmer. However, according to

t he respondents, a |lack of sufficiency arose since the
vari ous met hods of measuring the weight average

nmol ecul ar weight (eg light scattering, small-angle X-
ray scattering or GPC) which were available at the
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priority date of the patent in suit provided different
results as could be seen fromD13. In particular, a
third party would not be put in the position of know ng
when it was working within the forbidden area of the

cl ai ms.

According to the patent in suit (page 6, lines 14 to
17), the nol ecul ar wei ght distribution of the final
polymer is nmeasured by GPC. Since the data points

obtai ned froma GPC chromatogram not only yield the

nol ecul ar wei ght distribution of a polynmer but can al so
be used to cal cul ate the wei ght average nol ecul ar

wei ght of the polynmer (see D25), the board agrees with
the appellant that the single reference to GPC in the
patent in suit, although given in the context of

nol ecul ar wei ght distribution only, is a clear hint for
the person skilled in the art to use GPC also for the
determ nation of the weight average nol ecul ar wei ght of
t he pol yners.

However, the respondents argued that, even if GPC were

applied, the nere reference to GPC was not enough since
t he exact neasurenent conditions of GPC were of utnost

i nportance for reliable values.

I n response, the appellant argued that GPC was not an
absol ute nmethod for nolar nmass nmeasurenent and

t herefore always required calibration to make GPC
accurate. In the first place, it relied upon D25 and
D26 as providing a detailed and conprehensive
description of GPC and the nethods and neans for
calibrating a GPC apparatus. Although D25 describes a
standard test nmethod for nol ecul ar wei ght averages and

nol ecul ar wei ght distribution using universal
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calibration, ie polystyrene standards, the respondents
questioned the applicability of this nethod for

pol ypropyl ene, and in particular for polypropylene with
a wei ght average nol ecul ar wei ght higher than 3,000, 000.
Then, the appellant argued that not the universal
calibration had to be used but a calibration with the
type of polyner under test, ie honopol yners and/ or

copol ynmers of pol ypropyl ene. Al though such a
calibration, which was described in D36, m ght be
experinmental ly tedious due to the |ack of comercially
avai | abl e pol ypropyl ene standards and the need to
prepare narrow distribution fractions of the polyner,
this did not amobunt to an undue burden for a person
skilled in the art. The accuracy of the GPC technique,
once properly calibrated, has been acknow edged in D35:
"The results of careful gel pernmeation chromatography
experinments for nol ecul ar-wei ght distribution agree so
well with results fromother techniques that there is
serious doubt as to which is correct when residual

di screpanci es occur" (page 216).

10. 4 It is clear fromthe above that the |ack of indication
of the exact neasurenent conditions for GPC in the
patent in suit |eads to sonme doubt which calibration
standard has to be used for GPC. Nevertheless, it
appears that the gist of the respondents’ argunents
ainms rather at a problemconcerning the reliability of
nmeasured values. In fact, the objections regarding the
m ssing details for GPCin the patent in suit concern
nore the determination of the limts of protection
rather than the inpossibility for the skilled person to
carry out the clained process. Varying results which
coul d be obtai ned when using different calibration
standards for GPC do not necessarily disable a person

2362.D
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skilled in the art to carry out the invention but are
rather related to the question of whether the invention
is correctly defined in accordance with Article 84 EPC.
The latter not being a ground of opposition, the board
has no power to decide on this issue in view of the
fact that the clains as granted renmai n unanended.

10.5 In its argunmentation that the lack of indication of the
nmet hod of measurenment for the weight average nol ecul ar
wei ght and the exact measurenent conditions for GPC,
respectively, led to an insufficiency of disclosure,
respondent 01 relied on T 256/87 and T 225/ 93.

10.5.1 According to T 256/87 (point 17 of the Reasons), a
person skilled in the art has to know "when he is
working within the forbidden area of the clains" It
appears, however, that the concept of "forbidden area”
is rather associated with the scope of the clains, ie
Article 84 EPC, than with sufficiency of disclosure.

10.5.2 In T 225/93, the lack of indication of which neasuring
nmet hod to choose for determning the particle size did
anount to an undue burden (point 2.3 of the Reasons).
However, in the present case there was no suggestion
t hat the choice of the measuring nethod involved an

undue bur den.

10. 6 In summary and following the principles laid down in
T 299/97 of 6 June 2001), T 378/97 of 6 June 2000 and
T 960/98 of 9 April 2003 (none of the decisions being
published in the Q3 EPO, the board is satisfied that
the lack of indication of certain calibration
conditions for GPC is not detrinental to the
sufficiency of the disclosure but could raise a clarity

2362.D



11.

12.

2362.D

.91 - T 0943/ 00

problemw th the consequence that a particul ar val ue
nmust be interpreted in a broad manner. |In other words,
any value for the weight average nol ecul ar wei ght

obtai ned by a GPC neasurenent which falls within the
cl ai mred range of values woul d, regardl ess of whether a
GPC uses a universal calibration or a calibration with
a pol ypropyl ene polymner, anticipate this range of

val ues.

Since the nol ecul ar wei ght distribution (M/M) is also
nmeasured by GPC (see point 10.1, above), the concl usion
reached for the neasurenent of the weight average

nmol ecul ar wei ght applies nutis nutandis to the
nmeasurenent of the ratio M/ M. In other words, the | ack
of indication of the exact neasurenent conditions |eads
at nost to a degree of uncertainty which does not

anount to a |ack of sufficiency of disclosure.

Apart fromthe question of how the weight average

nol ecul ar wei ght and the nol ecul ar wei ght distribution
coul d be nmeasured in general, the respondents contested
t hat the wei ght average nol ecul ar wei ght of the pol yner
produced in the second step could be nmeasured at all.
Carrying out the two stages (a) and (b) in series as
required in daiml, ie one stage foll owed by the other
in either order, always yields a polynmer m xture. Since,
however, Claim1 requires that the pol ynmer produced in
the second step has a certain weight average nol ecul ar
wei ght, the question arises how this paranmeter can be
nmeasured in spite of the fact that the polynmer produced
in the second step is never present in isolated form
but only in the polynmer m xture.
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The patent specification is silent as regards the
possibility of measuring the properties of one
conponent in the polyner m xture. Furthernore, in none
of the 38 exanples is the weight average nol ecul ar

wei ght of the polynmer obtained in the first and second
stage indicated, but only the weight average nvol ecul ar
wei ght of the final polyner m xture.

In the first place, the appellant argued in the
statenent of grounds of appeal that the determ nation
of the wei ght average nol ecul ar weight in stages (a)
and (b) was preferably nmade by cal cul ati on based upon
the reaction conditions. As would be appreciated by the
skill ed person, the manufacture of polynmers was
typically a continuous process. The reaction conditions
were set according to paraneters that were commonly
known in the art and which were readily obtainable from
process engi neering consultants as standard protocols.
In such protocols the ratio of nol ecul ar weight contro
agent to feedstock was tightly controlled in order to
limt the size of the average nol ecul ar wei ght

di stribution of the polyners in the reaction.

Correl ation tables to gauge the optimal conditions to
obtain a particular nol ecul ar weight distribution of
polynmer in the reaction were commonly available in the
field and it would be within the remt of a person
skilled in the art to apply such tables given the
conditions described in the patent specification. Even
if this argument were correct, however, there is no
information relating to cal culating the wei ght average
nol ecul ar wei ght of the polyners produced in stages (a)
and (b), in the patent specification, nor could the
appel I ant establish that such cal cul ati on nmet hods were
common general know edge at the priority date of the
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patent in suit. As regards the two docunents initially
relied upon to support this line of argunentation, D28
has been wi thdrawn by the appellant and D27 refers on
page 8 to a copyright as of 1994, ie after the priority
date of the patent in suit. Consequently, the board
cannot accept that a person skilled in the art would
have known at the priority date of the patent in suit
how t he wei ght average nol ecul ar wei ght of the pol yners
obtained in the individual process stages, and in
particular in the second stage, had to be cal cul at ed.
This line of argunentation was not further pursued
during the oral proceedings.

In its second attenpt to explain the neasuring of the
wei ght average nol ecul ar wei ght of the pol ymer obtained
in the second step, the appellant argued that it would
be a routine procedure to determne this parameter of
the polyners in stages (a) and (b) using GPC. As stated
in the patent in suit at page 5, lines 24 to 28, the
stages of the process could be carried out in series,
so that the honopol ymer or copolynmer fornmed in one
stage was introduced with additional nononer(s) into
the next stage in the sequence, or in parallel so that
t he honopol yner or copolynmer forned in one stage i s not
introduced into a particular second stage but, instead,
is conmbined with the honopol ynmer or copolynmer formed in
the particular second stage"”. Taking this information
into account there were three different ways to
determ ne the wei ght average nol ecul ar wei ght of the
pol ynmer produced in the second step by GPC
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- One could carry out each stage (a) and (b) in
i solation and determ ne the wei ght average
nol ecul ar wei ght of the polyner of stage (a) and
stage (b) separately.

- As stages (a) and (b) could be carried out in
either order, the polynerization could be carried
out with stage (a) foll owed by stage (b) and the
reaction could be repeated with stage (b) foll owed
by stage (a). In each case, the weight average
nol ecul ar wei ght of the readily accessible first
step polynmer coul d be detern ned.

- Since the nol ecul ar wei ght distribution of the
final product was the sum of the nol ecul ar wei ght
di stributions of the polyners obtained in the
first and second stage, it would be possible to
measure the nol ecul ar wei ght distribution of the
pol ymer of the first stage and of the final
polymer, and to calculate fromthese two
measur enents the nol ecul ar wei ght distribution of
t he pol yner of the second stage. The resulting
nol ecul ar wei ght distribution for the second stage
pol ymer woul d al so provide the data for the weight
aver age nol ecul ar wei ght.

12.3.1 First of all, the board takes note that, although the

2362.D

possibility of carrying out stages (a) and (b) in
parallel is mentioned in the patent in suit, this
possibility is in fact excluded fromthe wording of
Claim1 which requires that stage (b) is carried out
either after or prior to stage (a). Therefore, it is
the board's view that the possibility of carrying out
each stage (a) and (b) in isolation in order to
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determ ne the wei ght average nol ecul ar wei ght of the
pol ymer of stages (a) and (b) does not contribute to
nmeeting the sufficiency disclosure requirenent in
relation to the nethod defined in Caiml.

Secondly, this line of argunentation is based on the
assunption that the polymer produced in the first stage
is not affected by the polynerization in the second
stage. Not only was this assunption strongly contested
by respondent 01 and 03, it is also contradicted by the
patent in suit. At page 7, lines 2 to 4 it is stated

t hat "For copol ynerization and terpol ynerization,
typically the honmopol yner formed fromthe first nononer
inthe first reactor is reacted (enphasis by the board)
with the second nonomer, a mxture of first nonomer and
second mononer or a higher m xture of nultiple nononers
in the second reactor"”. Thus, the patent in suit itself
refers to a reaction of the polyner forned in the first
stage with the nononer(s) of the second stage, at |east
for copolynerization and terpolynerization which fal
within the scope of Caiml. As a defence, the
appellant nerely stated that the word "reacted" was

wWr ong.

Furthernore, it appears fromthe exanples in the patent
in suit that the polynmer produced in the first stage

i ndeed does not remain inert in the second step. The
general description of the exanples at page 15,

l[ines 45 to 49 reads as follows: "After a desired
period of time nmeasured fromthe tinme when the reaction
tenperature reached 71°C the | evel of hydrogen was
either (a) decreased (in Exanples 1-11, 18-33, 37 and
38 and Conparative Exanples A-D) by venting the reactor
to a pressure of about 653-722 kPa (80-90 pounds per
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square inch gauge) and then repressurizing the reactor
to 1204 kPa (160 pounds per square inch gauge) and
continuing the reaction for another desired period of
time, or (b) increased (in Exanples 12-17 and 34-36) by
addi ng addi ti onal hydrogen to the reactor and
continuing the reaction for another desired period of
time". Thus, only about half of the gaseous phase
(conprising nononer(s) and hydrogen) of the first stage
is removed by venting. There is no indication

what soever that the partial renpval of the gaseous
phase actually term nates the polynerization in the
first stage. On the contrary, as argued by

respondent 01, the growth of the polyner produced in
the first step would continue. If the polynmer produced
inthe first stage is not inert and reacts further in

t he second step, then what is neasured by the three

di fferent ways outlined by the appellant is not the
actual wei ght average nol ecul ar wei ght of the pol yner
produced in the second step.

In summary, the appellant has not shown that the weight
aver age nol ecul ar wei ght of the pol yner produced in the
second stage is accessible even in principle. Therefore,
t he board is not convinced that the actual paraneter
required in Claim1l can be neasured by one of the three
di fferent ways set out by the appellant, in particular
when taking into account the statement in the patent in
suit that the polyner produced in the first step reacts
further. Though high the burden of proof is for the
opponents in the opposition or opposition appeal
procedure, it is not an appropriate defence of the
proprietor to nerely state that the wording of the
description is wong in this respect.
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Consequently, the clainmed invention is not disclosed in
a manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art, because the
i naccessibility of an essential paraneter in the claim
| eads to a requirenent that cannot in principle be
fulfilled. Therefore, the main request is refused.

In view of the above, it was unnecessary for the board
to rule on the issue of whether the control of the

wei ght average nol ecul ar weight in stages (a) and (b)
was sufficiently disclosed.

Nor was it necessary to consider the remaining

docunents cited in the course of the appeal proceedings,
whi ch were either not further referred to by the

parties, or not of sufficient relevance to justify

their introduction into the proceedings at this late

st age.

Amendnent s (auxiliary request)

16.

16.1

2362.D

In aiml1 of the auxiliary request the silane is "at

| east one of diisopropyl di met hoxysilane, diisobutyl-

di met hoxysi | ane, or di-t-butyl di net hoxysil ane".
Furthernore, the wei ght average nol ecul ar wei ght of the
pol ymers produced in stages (a) and (b) and of the

final polynmer is nore narrowy defined (see section XV,
above).

Al t hough the three silanes are |isted anongst ot her
conmpounds in granted Claim12 and at page 8, lines 7 to
10, and the restrictions of the wei ght average

nol ecul ar wei ght correspond to the preferred ranges

di scl osed on the pages 5 and 6 of the patent in suit,
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there is no direct and unanbi guous di sclosure as to the
conbi nation of these two limtations, |let alone a basis
for the term"at least"” in the context of the three

si | anes.

16. 2 Al so the exanpl es cannot support the now cl ai med
conbi nati on of features since they do not disclose the
wei ght average nol ecul ar wei ght of the polyners
produced in stages (a) and (b) at all. In addition, the
exanpl es do not use nore than one silane at the tine.

16. 3 Consequently, the subject-matter of Caim1l cannot be
derived in a direct and unanbi guous way fromthe patent
in suit and the disclosure of the application as
originally filed, respectively, so that the auxiliary
request fails to neet the requirenments of

Article 123(2) EPC. Hence, the auxiliary request is
refused.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgmaier R Young
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