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Summary of Facts and Submn ssions

1231.D

Eur opean patent No. 0 347 220 was granted on
13 Novenber 1996 on the basis of European patent
application No 89 306 067. 3.

The patent was opposed by the present respondents on
the grounds that its subject-matter |acked novelty
and/ or inventive step (Article 100(a) EPC).

O the prior art docunents relied upon only the
foll ow ng have played any significant role on appeal:

(E1): GB-A-922 317

(E5): Kr ei nhof er/ Rei p: " Pol yvi nyl al kohol - eine neue
wasser| 6sl i che Ver packungsfolie" from
"Fette-Seifen-Antstrichmttel", NR 9/1961
(63 Jahrgang), pages 855 to 862.

Wth its decision posted on 3 July 2000 the Qpposition
Di vi sion revoked the patent on the ground that the

subj ect-matter of independent clains 1 and 35 according
to both requests then on file |acked novelty with
respect to docunent EL.

A notice of appeal against that decision was filed on
12 Septenber 2000 and the fee for appeal paid at the
sane tinme. The statenent of grounds of appeal was

recei ved on 13 Novenber 2000, with new cl ai ns according
to main and auxiliary requests.

The respondents filed a counterstatenent on 11 May 2001
i n which they requested dism ssal of the appeal.
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They argued that the subject-matter of clains 1 and 35
according to the main request filed wth the statenent
of grounds | acked novelty with respect to both
docunents E1 and E5 and the subject-matter of clains 1
and 35 according to the auxiliary request |acked

i nventive step of fended against Article 123(2) EPC and
| acked inventive step with respect to the sane prior
art.

Wth a letter dated and received on 3 April 2002 the
appel lants (proprietors of the patent) submtted sets
of clains according to new main and (first) auxiliary
requests.

Clains 1 and 35 of the main request read as fol |l ows:

"1. A package containing a liquid (5) conprising a
phyt osanitary chem cal which package conprises an
envel ope (3) which conprises a water soluble
material (4) and which envel ope (3) has a
thi ckness from 10 to 100 micronetres and conprises
a flexible wall which is water sol uble or water
di spersible characterised in that the envel ope (3)
is seal ed solely by neans of one or nore water
sol ubl e heat seal s obtained by heat sealing the
envel ope material with a dwell tinme from 200 nsec
to 1.5 sec.

"35. A process for the preparation of a package which
conprises an envelop (3) which conprises a water
sol uble material (4) and which envel ope (3) has a
thi ckness from 10 to 100 micronetres and conprises
a flexible wall which is water sol uble which
package contain a liquid (5) conprising a
phyt osanitary chem cal characterised in that the
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process conprises heat sealing the envel ope
material (4) with a dwell tinme from 200 nsec to
1.5 sec to obtain one or nore water sol ubl e heat
seal s which provide the sole neans of sealing the
package. "

In clainms 1 and 35 of the (first) auxiliary request it
has been added that the heat sealing is perforned with
"a sealing pressure from1l to 3.5 kg/cnt."

Oral proceedings before the Board were held on 11 Apri
2002. The respondents were not present, having already
i ndicated the intention not to attend with letter of
12 March 2002. In accordance with Rule 71(2) EPC the
oral proceedings were continued w thout them

At the oral proceedings the appellants added second and
third auxiliary requests. Caiml (the only independent
clainm) according to the second auxiliary request
corresponds to claim35 of the main request and claim1
of the third auxiliary request to claim35 of the first
auxi |l iary request.

Wth respect to the respective claim1l of the main and
first auxiliary requests the appellants argued that it
woul d be an objectively determ nable fact whether or
not the heat seal of a liquid containing package had
been formed under the conditions stated in these
clainms, so that there could be no objection to them
under Article 84 EPC

On the substance of the clainmed subject-matter the
appel l ants pointed in particular to the age of
docunents E1 and E5 and asserted that although the
potential benefits of a package the envel ope of which
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di ssolved in water to release its contents had been

| ong known, the problens associated with non-sol uble
heat seals in the envel ope had not been overcone until
the present invention had been made. The invention had
t hus been responsible for releasing into practice the
full potential of the concept taught in general terns
i n docunents E1 and E5. Neither of these docunents
contai ned instructions to performthe heat sealing in
the manner stated, in order to achieve a seal which was
fully water soluble. Indeed, the information contained
in docunent E1 in this respect was so sparse that it
did not in any case constitute an enabling disclosure
wher eas docunent E5 specifically taught away from
operating in the ranges of envel ope thickness and heat
sealing conditions now specified in the clains.

Reasons for the Decision

1231.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

As set out in the introductory description of the
patent specification there are a nunber of advantages
associ ated with packagi ng a potentially harnful
material, which for end use is to be dissolved in
water, in an envel ope which is resistant to the
material but itself soluble in water. The end user can
thus easily avoid any direct contact with the materi al
i nvol ved.

As relevant state of the art the patent specification
refers inter alia to docunent El. This teaches the
packagi ng of for exanple insecticides and fungicides in
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liquid formin a contai ner conprising polyvinyl alcoho
(PVA). In colum 2, lines 4 to 15, it is indicated that
the thickness of the container material should be
sufficient to give the required strength w thout taking
an inconveniently long tine to dissolve in water, for
exanpl e between 0.04 and 0.1 mm (i e between 40 and 100
m cronmetres). The container preferably takes the form
of a bag or sachet which is sealed after filling, for
exanpl e by heat sealing or high frequency wel ding.

Docunent E1 was published in 1963, although the patent
application fromwhich it stens was filed considerably
earlier. In between the two lies the publication date
of docunent E5. This article, entitled (in English
transl ation) "Polyvinylalcohol - a new water sol uble
packing foil" contains a general discussion of the
production, properties and treatnent of PVA foil,
together with sonme nore specific exanples of using the
foil to form packages having a water sol uble envel ope.
In the introductory part the advantages associated with
such packages are set out, in simlar terns to those
found in the present patent specification. Exanples of
mat eri al s which can be packaged i ncl ude agricul tural
chem cal s, insecticides and pesticides. On pages 857,
ri ght-hand col um, second paragraph, it is indicated

t hat exposure to tenperature above 120°C for | onger
periods can |ead to reduced water solubility of PVA
This solubility is further addressed in the paragraph
bridging the left and right-hand col unms of page 859.
Here it is stated that the good solubility of both the
foil and its wel ded seans in cold water is a

prerequi site for the production of the envi saged
packages. An exanple is given show ng the tenperature
dependence of the tine required for the disintegration
and conplete entry into solution of a 0.05 nmthick
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foil. It is stated that heat-wel ded seans did not
require a longer tine to disintegrate and di ssol ve.

Under the sub-heading "welding” in the right-hand
colum of pages 859 there is a statenent that thin PVA
foils of thickness between 0.03 and 0.1 mm are wel ded
exclusively by the "heat inpulse" nethod. Thicker PVA
foils over 0.1 mmin thickness can be wel ded by the
"heat contact"” nmethod, as reference values for this
net hod there are given 160°C for 2 seconds at a
pressure of 3-5 kg/cnf for a 0.1 mmthick foil. It is
stated that with the "heat inpulse” nmethod it is
possible to formwel ded seans having a tear strength of
60 to 80% of that of the foil involved. Wen
continuously formng a |ongitudi nal wel ded seamthe

i ncrenental advance of the foil should correspond to
the length of the electrodes so as to avoid overl aps
and unnecessary exposure of heat. It is indicated here
that it is in any case preferred to form|l ongitudi na
seans by nmeans of adhesive action, ie using water to
make the foil tacky.

On pages 860 and 861 of docunent E5 there is a

di scussion of the nethods that can be used to produce
and fill bags made from PVA. The formati on of both

| ongi tudi nal and transverse seans by "heat inpul se”
wel di ng on conventional machinery is specifically
menti oned under the sub-headi ng "Autonmatic bag
production, filling and closing”, although it is again
i ndi cat ed here that adhesive joining of the

| ongi tudi nal seam woul d be nore rational. A potentia
system for liquid products operating in this way, based
on convention formand-fill machinery, is illustrated
in Figure 10. Wth reference to this Figure it is
stated that the PVA foil should be at least 0.1 mm

1231.D Y A
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t hi ck.

In the face of the state of the art found in docunents
El and nore particularly E5 the appell ants have

i ntroduced a nunber of restrictions into claim1l as
granted. In particular the upper Iimt for the

t hi ckness of the envel ope has been reduced from

500 to 100 mcronetres (ie to 0.1 mm, this feature
bei ng taken fromclaim 13 as granted (claim 12 as
originally filed). In addition it has been stated that
the envel ope is sealed solely by neans of heat seals
"obt ai ned by heat sealing the envel ope with a dwell
time form200 nsec to 1.5 sec” (nmmin request) or

"obtai ned by heat sealing the envel ope with a dwell
time form 200 nsec to 1.5 sec and a sealing pressure
from 1 to 3.5 kg/cnt" (first auxiliary request). These
values relating to the heat sealing process have been
taken fromgranted clains 40 and 41 (equivalent to
clains 33 and 34 as originally filed), dependent on

I ndependent process cl ai m 35.

It is arequirenent of Article 84 EPC that the clains
shall clearly define the matter for which protection is
sought. In general, the inclusionin aclaimto a
product of features relating to how it was produced is
inonly permssible if this results in a nore exact
definition of the physical attributes of the product
whi ch cannot be achieved in another way. This is not
the situation in the case at hand. The physica
properties of a heat seal fornmed in an envel ope of for
exanple PVA foil will depend on a conpl ex conbi nation
of various paraneters (eg tenperature, dwell tine, jaw
pressure, anbient conditions) and it will not
subsequently be possible to separate the influences of
t hese paraneters fromeach other. It will thus not be
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obj ectively determ nabl e whet her any particul ar heat
seal has been obtained by sealing with a specific dwell
time or specific sealing pressure of both.

The respective claim1 of the main request and the
first auxiliary request is therefore unall owable for

| ack of clarity (Article 84 EPC). The Board can al so
not see how notionally replacing the term"obtained" in
the clains by "obtainable", as suggested by the
appel l ants, can |lead to any other concl usion.

In the clains according to the second and third
auxiliary requests the independent product clains have
been del eted, |eaving only the independent nethod
clains. More particularly, claim1l of the second

auxi liary request corresponds to claim35 of the main
request and claiml of the third auxiliary request to
claim35 of the first auxiliary request. In conparison
with the granted i ndependent process claim35 the new
I ndependent process cl ains have been subject to the
sanme anendnents as discussed in point 3 above with
respect to the independent product clains, nanely
restriction of the upper thickness Iimt to

100 micronetres, the requirenment that all seals in the
envel ope are forned by heat sealing and the
specification of particular paraneters for the heat
sealing (dwell tine of 200 nsec to 1.5 sec in the
second auxiliary request, this dwell tine and a sealing
pressure of 1 to 3.5 kg/cnf in the third auxiliary
request).

It is apparent formwhat has already been said in

poi nt 3 above that the anmendnents incorporated into the
respective claim1l of the second and third auxiliary
requests are not objectable under Article 123(2) and
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(3) EPC. Also, in contrast to the anended product
clains considered and rejected above, the definition of
the heat sealing paraneters is plainly unobjectionable
in the context of the process cl ains.

In the opinion of the appellants the features

i ncorporated into the new process clains are effective
in distancing the clained subject-matter fromthe state
of the art, in particular the disclosure of docunent

E5, to such an extent than an objection of |ack of

i nventive step can no | onger be sustained. Mre
specifically, they argue that in several respects what
is required by the clains runs directly counter to what
I's taught by docunent E5 and cannot therefore have been
obvi ous for the person skilled in the art.

Turning to these argunents in nore detail, the
appel l ants contend that docunent E5 reconmends a | ower
limt of 100 mcronetres (0.1 nm for the thickness of
PVA foil which is to be used for naki ng packages
containing |liquids, whereas this thickness is the upper
limt of the range specified in the clains under

consi deration. However, where this recomendation is to
be found in docunent E5 it is specifically and
exclusively directed to the particul ar packagi ng
machinery illustrated in Figure 10. There is nothing in
docunent E5 which could be taken as suggesting that
when formng and filling bags in other ways a | ower

foil thickness could not be used, for exanple the

0.05 mmthick foil which is said to have proved
reliable, see the |eft-hand colum of page 861,

par agraphs 1 and 3.

The appel l ants al so argue that docunent E5 reconmends
formng a | ongitudinal seam by adhesi ve action rather
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than heat sealing, whereas the clains require that heat
sealing is the only sealing technique. However, this
recomendation is only to provide a nore rationa

manuf acturi ng process and the docunent clearly and
unambi guousl y di scl oses the formati on of packages only
havi ng heat seals, see the |eft-hand col um of

page 861, paragraph 3. In any case, the independent

cl ai ms under consideration are silent as to whether the
envel opes conprise |longitudinal seans within the
nmeani ng of docunent E5. As indicated in the |ast

par agraph of colum 4 of the patent specification it is
possi bl e for exanple to formthe envel opes froma
tubul ar extrusion, thus requiring only transverse seans
to be nmade.

Anot her argunment of the appellants is that through the
i ndication of the dwell tinme of the heat sealing
operation they have inplicitly limted the clains to
the use of "contact" heat sealing, whereas docunent E5
excludes the use of this techniques for PVA foils of

t hi ckness in the range cl ai mred. However, the Board
cannot see how this limtation arises, even inplicitly.
It is true that docunent E5 states that only "heat

I mpul se” welding is usable for foils in the thickness
range of 0.03 to 0.1 nm whereas "contact" wel ding can
be used for thicker foils, but both of these techniques
are wel | -known heat sealing nethods which differ only
to the extent that with "heat inpulse” welding the
pressure jaws are heated nonentarily for a fixed tine
peri od while closed, whereas with "contact" wel ding the
pressure jaws are pernanently heated. Both techniques
operate with predeterm ned jaw closure, ie dwell tines,
whereby the "heat inpulse” nmethod allows nore flexible
and accurate control of the anount of heat transferred
to the substrates which are to be joined.
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Since the Board can find nothing of substance in these
general argunents of the appellants, it is thus
necessary to consider the specific heat sealing
paraneters added to the respective i ndependent process
clainms. The first is the length of the dwell tine,
given as 200 nsec to 1.5 sec. According to docunent E5
a reference value of 2 seconds is given for a foil of
0.1 mmthickness, albeit in the context of the
"contact" nmethod. It is axiomatic that thinner foils
Wil require a shorter dwell tinme in order to provide
an adequate seal, other conditions being constant, so
that for the person skilled in the art to operate
within the clained dwell tinme range when sealing a foi
of a thickness less than 0.1 mmis not sonething that
can be seen as going beyond the result of routine
experinmentation to determne optimal conditions. As for
the sealing pressure stated in claim1 of the third
auxiliary request, the Board notes that the stated
range of 1 to 3.5 kg/cnt already overlaps at its upper
end with the reference value of 3 to 5 kp/cnt given in
docunents E5 for a 0.1 mnmthick PVA foil. Again, it is
i n any case apparent that thinner foils will generally
require |l ess sealing pressure, so that the stated range
can add nothing of inventive significance to the

cl ai med subject-matter

It follows fromthe above that the process defined in
the respective claim1 of the second and third
auxiliary requests |lacks inventive steps (Article 56
EPC) .
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel

1231.D



