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Summary of Facts and Subm ssi ons

1772.D

Eur opean patent 0 507 487 (application nunber

92 302 512.6), based on 14 Japanese priority
applications, was granted with a set of 68 clains
conprising only two i ndependent clains, one for an
optical projection exposure nethod (claim1l) and the
other for an optical projection exposure apparatus
(claim28). The two independent clains covered a |arge
nunber of specific enbodi nents set out in detail in the
dependent cl ai ns.

An opposition was fil ed agai nst the patent, founded on
t he ground of |lack of novelty in viewin particular of
t he contents of docunent JP-A-61-91 662 (D5), which is
an earlier Japanese patent application in the nanme of
the proprietor of the patent in suit and was referred
toin the introductory portion of the description of
the original patent application, and - for the
designated contracting states DE and GB - of an earlier
Eur opean patent application EP-A-0 496 891 rel evant
under Article 54(3) and (4) EPC

In response to the opposition the patentee dropped the
granted set of clainms with the only two generic

i ndependent clains and filed instead two separate sets
of clainms, one for the designated contracting states DE
and GB and one for the remaining designated contracting
states FR and NL, these sets respectively conprising

ei ghteen and twenty-one i ndependent clains directed to
t he various specific enbodi ments defined earlier in the
dependent cl ai ns.
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The opposition division objected to the nunber of

i ndependent clains under Article 84 EPC (Il ack of

conci seness) but it did not pursue this objection (see
point 2 of the Reasons of the decision dated 17 July
2000), concentrating instead on the allowability of the
first independent claimof each set of clains, nunbered
claim2 (the amended cl ains are not nunbered
consecutivel y).

In the course of the opposition procedure, the patentee
filed four different versions of his main request each

conprising a further anmended i ndependent claim?2, the

| ast main request being supplenented with two auxiliary
requests (see the letters dated 30 April 1998, 9 March

1999, 18 Novenber 1999 and 22 February 2000 and the

m nutes of the oral proceedings of 23 March 2000).

Eventual Iy the opposition division revoked the patent
on the grounds that claim?2, the first independent
claimof the first set in accordance with the
patentee’s main request did not neet the requirenents
of Article 123(2) EPC, that the subject matter of this
claimas anended in accordance with the first auxiliary
request | acked novelty in view of the patentee's own
earlier Japanese patent application D5 and that the
subject matter of this claimas anmended in accordance
with the second auxiliary request |acked an inventive
st ep.
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The appellant (proprietor of the patent) | odged an
appeal against the revocation of the patent.

Wth its statenment of the grounds of appeal he filed a
further amended version of the two sets of clains for
the different groups of designated contracting states.
A further anended version of the main request was
finally filed wwth the letter of 7 February 2003.

The set of clains for the designated contracting states
FR and NL in accordance with the main request now
conprises twenty-four independent clains and a nunber
of dependent clainms. Several clains of this set are

m ssing fromthe set of clains for the designated
contracting states DE and GB, which still conprises

t went y- one i ndependent clains and a nunber of dependent
cl ai ns.

| ndependent clains 2, 5 29, 58 and 69 of both sets in
accordance with the appellant's main request read as
fol | ows:

"2. An optical projection exposure nethod of a

m cropattern, conprising the steps of inclining
illumnation light for illum nating a mask having the
m cropattern thereon by an angle having a sine equal to
the nunerical aperture observed fromthe centre of the
optical axis of the mask plane of an optical projection
| ens | ocated bel ow said mask with respect to the
optical axis, and causing the illumnation |light to be
obliquely incident on said mask to expose the

m cropattern on an object | ocated bel ow said opti cal
projection lens, wherein the illumnation light is
obt ai ned by superposing a plurality of rays froma
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mul ti point |ight source consisting of a plurality of

I ight sources which are spatially incoherent to each
other, the light sources being assynetrically (sic)
arranged relative to the optical axis and none of the
I ight sources being |ocated on the optical axis.

5. An optical projection exposure nethod of a

m cropattern, conprising the steps of inclining
illumnation light for illum nating a mask having the
m cropattern thereon by an angle having a sine equal to
the nunerical aperture observed fromthe centre of the
optical axis of the mask plane of an optical projection
| ens | ocated bel ow said mask with respect to the
optical axis, and causing the illumnation light to be
obliquely incident on said mask to expose the

m cropattern on an object | ocated bel ow said opti cal
projection lens, wherein the illumnation light is
obt ai ned by superposing a plurality of rays froma
mul ti point |light source consisting of a plurality of

I ight sources which are spatially incoherent to each

ot her, wherein the rays consisting the illum nating
light are obliquely incident in axial symetry with
respect to the optical axis and none of the |ight
sources are |ocated on the optical axis.

29. An optical projection exposure apparatus of a

m cropattern conpri sing:

a light source;

a mask on which the mcropattern is drawn;

an optical protection lens |ocated bel ow said nmask; and
characteri sed by

means for obliquely illumnating the mcropattern on
said mask with illum nation light inclined with respect
to the optical axis at an angle having a sine equal to
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t he nunerical aperture observed fromthe centre of the
optical axis of the mask plane of said optical

proj ection |ens,

wherein the illumnation light is obliquely incident on
said mask to expose the mcropattern on an object

| ocat ed bel ow said optical projection |ens, and the
illumnation light is obtained by nmeans for superposing
a plurality of rays froma plurality of |ight sources
whi ch are spatially incoherent to each other, the Iight
sources being assynetrically (sic) arranged relative to
the optical axis and none of the light sources being

| ocated on the optical axis.

58. An optical projection exposure apparatus of a

m cropattern conpri sing:

a light source;

a mask on which the mcropattern i s drawn;

an optical projection lens |ocated bel ow said mask; and
characteri sed by

means for obliquely illumnating the mcropattern on
said mask with illum nation light inclined with respect
to the optical axis at an angle having a sine equal to
the nunerical aperture observed fromthe centre of the
optical axis of the mask plane of said optical

proj ection |ens,

wherein the illumnation light is obliquely incident on
said mask to expose the mcropattern on an object

| ocat ed bel ow said optical projection |lens, and said
means for obliquely illumnating the mcropattern on
sai d mask conprises at |east one diaphragm (132; 135)

| ocated at a position outside the optical axis, so that
the illumnation light is obliquely incident on said
mask through said di aphragm
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69. An optical projection exposure nethod of a

m cropattern, conprising the steps of inclining
illTumnation light for illum nating a mask having the
m cropattern thereon by an angle having a sine equal to
t he nunerical aperture observed fromthe centre of the
optical axis of the mask plane of an optical projection
| ens | ocated bel ow said mask with respect to the
optical axis, and causing the illumnation |ight to be
obliquely incident on said mask to expose the

m cropattern on an object | ocated bel ow said opti cal
projection | ens, wherein when a radius of an entrance
pupil is normalized with the nunerical aperture of said
optical projection lens and is defined as 1, rays
focused at an aperture stop of a projection optical
systemon which the illumnation light is obliquely

i ncident constitute an annular |ight source having
inner and outer radii, a zero-order light intensity
adjustnent filter having the same inner radius as that
of the imge of the rays focused at said aperture stop
of said projection optical systemand an outer radius
of 1 is arranged at said aperture stop of said optical
projection | ens, and when the inner and outer radii of
t he annul ar |ight source are also normalized with the
nuneri cal aperture of said optical projection lens, the
average of the inner and outer radii is in the

range 0.63 to 0.8."

Wth letter of 12 May 2003 the appellant filed two
further versions of the sets of clains as a basis of
his first and second auxiliary requests.
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The two sets of clains - i.e. one set for the
designated contracting states FR and NL and one set for
t he designated contracting states DE and GB - of the
first auxiliary request correspond to those of the main
request after deletion of independent claim 69.

The sets of clains of the second auxiliary request
correspond to those of the first auxiliary request
after del etion of independent claim58.

Oral proceedings were held on 12 June 2003 at which the
appel lant as a basis of a third auxiliary request filed
a still further version of his clainms, which differs
fromthat of the second auxiliary request by the

del eti on of independent clains 2 and 29.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of either his main or his first to third

auxiliary requests.

The respondent requested that the appeal be dism ssed
and that the costs for the oral proceedi ngs be
apportioned in his favour.

As announced in the comruni cati on annexed to the
sumons to the oral proceedings the discussion at these
proceedi ngs concentrated on the question of the

adm ssibility of the anmended cl ai ns.

The board announced its decision at the end of the oral
pr oceedi ngs.
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The appellant in respect of the admssibility of the
anended clains submtted that the subject matter of

i ndependent clains 2 and 29, in particular the feature
of the asymmetrical arrangenent of a plurality of |ight
sources relatively to the optical axis, was adequately
di scl osed in the application docunents as originally
filed. Figures 55(d), 60(c) and (d), 61(a) to (c)

and 62(a) to (c) indeed showed two such asymetrically
arranged |light sources, a plurality of |ight sources
was defined in dependent claim2 as originally filed
and the skilled person knew that any |ight source could
al ways be replaced by an indefinite nunber of |ight

sour ces.

| ndependent clains 5 and 58 not being limted to an
asymmetrical arrangenment of the |light sources, they
were adm ttedly broader in scope than anmended

i ndependent clains 2 and 29, but these clains were
necessary to insure an adequate protection for the
appel lant, after the limtation brought to i ndependent
claims 2 and 29 in response to the opposition

di vi sion's obj ections.

The late filing of an additional independent claim 69
was justified because the appellant had not felt the
desirability of such claimuntil he filed his
statenments of the grounds of appeal.

The apparent |ack of structure in the sets of clains on
file directly resulted fromthe history of the case, in
particular fromthe necessity to properly overcone the
grounds of opposition raised against the only two

i ndependent clains of the set of clains as granted, and
it should be excused in the circunstances.
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Concerni ng the respondent's request for apportionnent
of the costs for the oral proceedi ngs, the appell ant
submtted that it was not clear whether any further

oral proceedings would actually be necessary during the
further prosecution of the opposition procedure, that

t he request could have been filed earlier and that it
shoul d not be all owed, accordingly.

The respondent objected to the adm ssibility of amended
i ndependent clains 2, 29 and 69 under Article 123(2)
EPC. An asymmetrical arrangenment of the |ight sources
inrelation to the optical axis as set out in clainms 2
and 29 was disclosed in certain figures in conjunction
only with two light sources, not with "a plurality" of
such sources. Mreover, the arrangenent of the two
sources shown in the figures was not sinply
asymmetrical since it conprised a synmmetry plane, which
is not defined in the clains. The nunerical val ue
"0.63" for the average of the inner and outer radii as
set out in claim®69 was not disclosed in the
application docunents as originally filed either, and
contrary to the appellant's subm ssion it cannot be
clearly derived fromthe sketchy graph representation
of Figure 74.

The respondent al so questioned the clarity of the
claims as a whole. The structure of the clains
conceal ed the fact that a nunber of independent clains
like clains 5 and 58 did not conprise the limtations
brought to independent claim2, which nade it extrenely
difficult for third parties to assess the true scope of
t he patent.
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In respect of the third auxiliary request filed by the
appel lant at the end of the oral proceedings, in which
all the clains contested earlier had been deleted, the
respondent submitted that the remaining clains still
conprised major deficiencies in respect of Articles 54,
56, 84 and 123 EPC and that further oral proceedings
woul d certainly be necessary if the case was remtted
to the first instance for further prosecution. The
responsibility for this situation entirely lying with
the appellant, it was only fair that the costs incurred
by the respondent for the present oral proceedings be
borne by the appell ant.

Reasons for the Decision

1772.D

The appeal conplies with the provisions of Articles 106
to 108 and of Rules 1(1) and 64 EPC and it is therefore
adm ssi bl e.

Qoservations concerning the filing of multiple

i ndependent clains in response to an opposition, the
adm ssibility of subsequent amendnents and the conduct
of the opposition procedure in such cases

Decision G 1/91 (QJ EPO 1992, 253) of the Enl arged
Board of Appeal establishes that unity of invention
does not cone under the requirenments which a European
Pat ent nust neet. Accordingly the board sees no
objection of principle to a patentee anmending its
clainms in response to an opposition so that they
conprise several independent clains directed to
different objects originally covered by a single
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generic claimof a given category, when such cl aim

cannot be nmi nt ai ned.

However, the filing of nmultiple independent clains
directed to different inventions may unduly conplicate
and del ay the opposition procedure, in particular when
this filing is followed by a series of further
amendnents. An efficient and possibly conplete

exam nation of the opposition may for instance becone
virtually inpossible if subsequent amendnents are
proposed in a pieceneal way rather than addressing al
the objections raised by the other party as soon as

t hese objections arise, if they manifestly give rise to
new i ssues, in particular when they introduce new
clainms which do not result fromany conbi nati on of the
claims in the granted version or if they introduce
features for which there is no unanbi guous support in
t he application docunents as originally filed.

The opposition division, which in the interest both of
the parties concerned and of the public has the duty to
conduct proceedings in an efficient manner, should
therefore in such cases be particularly careful not to
admt any subsequent amendnent which is not clearly
appropriate and necessary having regard to the

particul ar circunstances of a given case.

The board is well aware of the fact that strict
application of the above principles mght considerably
reduce the appellant's flexibility in responding to the
grounds of opposition invoked by the respondent. In the
present case however, taking into consideration the
exceptionally high nunber of independent clains

i ntroduced at the opposition stage and al so the facts
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that the granted patent is based on no | ess than
fourteen priority applications and that the subject
matter of the only two generic independent clains as
granted | acked novelty in view of one of the
appellant's own earlier patent application, such
reduction of flexibility does not appear to be unduly

unfair in the circunstances.

Concerni ng the conduct of the present opposition
procedure, the board notes that the opposition division
inits decision dealt only with the first of the
twenty-one or eighteen independent clains filed by the
patentee in response to the notice of opposition for
the respective two groups of designated contracting
states. The questions of the allowability of all the
other clains and of the patentability of their subject

matter thus remains entirely open.

If in the sane way each of the other independent clains
consi dered unal | owabl e by the opposition division
resulted in a decision dealing with this claimonly,
and possibly in a subsequent appeal procedure, conplete
exam nation of all the independent clainms could take a
total ly unacceptabl e anmount of tinme and resources from
t he i nstances of the EPO

Therefore, in the particular circunstances where
mul ti ple i ndependent clains directed to different
inventions are filed in response to an opposition, the
opposi tion procedure should be conducted with the aim
of arriving at a decision dealing with as many of the
clainms and different inventions as is reasonably
possi bl e. Such decision could than be reviewed in a

si ngl e appeal procedure, thus avoiding an unendi ng
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succession of appeals, remttals to the first instance
and further prosecutions.

Appel l ant' s mai n request

As conpared to the clainms of the narrowest request
consi dered by the opposition division (then the second
auxiliary request), the clainms of the present main
request have been anended as foll ows.

The first independent nethod claim nunbered claim 2,
of each set of the main request corresponds to claim?2
of the second auxiliary request the subject matter of
whi ch was considered to |ack an inventive step in the
deci si on under appeal, the feature of the |ight source
"consisting of an even nunber of 2 to 8 |light sources”
havi ng been replaced by the indication that the |ight
sources are asymetrically arranged relative to the
optical axis". The correspondi ng i ndependent appar at us
claim nunbered 29, was anended in a simlar way. The
ot her independent clains of this forner second
auxiliary request were maintained, fornmer dependent
claim5 as appended to i ndependent claim2 was repl aced
by an i ndependent claimof simlar scope, with a
feature specifying an axial symetry of the |ight
sources, and a still further independent claim69
havi ng no counterpart in the set of clains defended
before the opposition division was added.

New i ndependent claim 69 which defines an "average of
the inner and outer radii ... in the range 0.63 to 0.8"
havi ng no counterpart in the set of clains as granted
or defended before the opposition division, the
patentability of its subject matter has never been
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considered. Its support by the application docunents is
al so highly questionable, since the newy defined

range can at best be derived froma neasurenent made on
t he sketchy graph representation of Figure 74.

The filing at such a | ate stage of a new i ndependent
claim69 thus gives rise to entirely new issues and in
consideration in particular of the nore than twenty

ot her independent clains already present cones close to
an abuse of the procedure. In any case such filing does
certainly not neet the conditions applicable in the
particul ar circunstances of the present case as set out
i n paragraph 2 above.

The appellant's main request is not adm ssible,
accordingly.

Appel lant's first auxiliary request

The clains of the appellant's first auxiliary request
no | onger conprise independent claim69 as objected to
above.

As conpared to the corresponding clains considered to
define non-inventive subject matter in the decision
under appeal, independent clains 2 and 29 of the
appellant's first auxiliary request were suppl enented
with the limtation that the |light sources are arranged
asymmetrically relative to the optical axis and the
appellant in its statenment of the grounds of appeal
extensively discussed the contribution of this
[imtation to the patentability of the clainmed subject
matter.
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The clains of the appellant's first auxiliary request
however al so conprise independent clains 5 and 58 which
are broader in scope than and do not conprise the above
all egedly essential Iimtation of independent clains 2
and 29. Independent claim5 in particular explicitly
requires a symetrical arrangenent of the |ight

sources, the other features being in substances the
sane as those of independent claim 2.

The mai nt enance of independent clains 5 and 58 thus in
effect counters any positive effect on the
patentability of the clained subject matter which m ght
be expected fromthe Iimtation nade to i ndependent
claim?2 and 29, and the filing of the anended set of
clainms as a whol e cannot therefore be considered as a
genuine effort to overcone the objections raised in the
deci si on under appeal .

For that reason already the appellant's first auxiliary
request is not adm ssible.

Appel l ant' s second auxiliary request

The clains of the appellant's second auxiliary request
no | onger conprise independent clains 5 and 58 as
obj ected to above.

As conpared to the corresponding clains considered to
define non-inventive subject matter in the decision
under appeal, independent clains 2 and 29 of the
appel l ant's second auxiliary request were suppl enented
with the limtation that a plurality of |ight sources
are arranged asymmetrically relative to the optical

axi s.
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The feature of an asymetrical arrangenent was not set
out in any of the clainms so far. It has not therefore
been subjected to any search and its contribution to
patentability has never been assessed by the opposition
division either. If the so amended clains 2 and 29 were
admtted into the procedure, the case woul d probably
have to be remtted to the first instance to avoid the
| oss of an instance. The opposition procedure would
than start again for consideration of clainms still
conprising a | arge nunber of independent clainms - and
still including independent clains 2 and 29 - and
hardly any progress woul d have been achieved in the
present appeal procedure.

This situation is all the nore unsatisfactory as a

| arge nunber of inventions remain to be considered, and
it could have been avoi ded, had the appellant tinely
filed the anmended version of independent clains 2 to 29
e.g. in the context of an auxiliary request filed
before the opposition division.

Moreover it is highly questionabl e whether the
additional feature of an asymmetrical arrangenent of a
plurality of light sources relative to the optical axis
i s adequately supported by the application docunents as
originally filed as required by Article 123(2) EPC. As
was convincingly submtted by the respondent, an
asymmetrical arrangenment of the |ight sources within
the meaning of clainms 2 and 29 can at best be derived
fromcertain figures, which however show only two |ight
sources rather than a plurality. The asymetri cal
arrangenents relative to the optical axis shown in

these figures also consistently conprise a symmetry
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relative to a plane including the optical axis, which
is omtted fromthe anended clains 2 and 29.

The amendnents brought to independent clains 2 and 29
thus also give rise to entirely new issues and they do
not therefore neet the conditions for their

adm ssibility in the particular circunstances of the
present case as set out in paragraph 2 above.

For these reasons the appellant's second auxiliary
request is not adm ssible.

Appel lant's third auxiliary request

The clains of appellant's third auxiliary request no

| onger conprise any of the clains objected to above,

whi ch have sinply been del et ed.

The amendnents thus brought to the clains considered by
the opposition division thus clearly overcone all the
objections raised earlier, without raising any new

i ssues. These anendnments are therefore considered

adm ssible in the Iight of the general principles set
out in paragraph 2.2 above.

None of the remaining clains has been considered so far
by the opposition division so that the board deens it
appropriate to remt the case to the first instance for
further prosecution on the basis of the appellant's
third auxiliary request.

For the sake of clarity, the respondent having
submtted that inits viewthe remaining clainms still
exhi bited formal and substantial deficiencies which
made them non-adm ssi ble, the board notes that these
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i ssues have not been consider yet and that they wll
have to be decided by the opposition division, in
consideration inter alia of the general principles set
out in paragraph 2 above.

Apportionnent of costs

Concerni ng the respondent's request for an award in his
favour of the costs incurred for his participation to
the oral proceedings, the board notes that all the
requests presented by the appellant by witing in
advance of the oral proceedings, nanmely his main, first
auxi liary and second auxiliary requests were clearly

i nadm ssible and their filing can hardly be consi dered
as appropriate in the circunstances of the present
case, in which the appellant chose to file an
exceptionally high nunber of independent clains in
response to the notice of opposition: he presented
anended i ndependent clainms 2, 5 29 and 69 at the
appeal stage only, after having filed no | ess than six
different versions of the clainms during the opposition
procedure, and independent clains 5 and 58 in effect
countered the Iimtations brought to independent

claims 2 and 29. Then, right at the end of the oral
proceedi ngs, he still filed a third auxiliary request
by which all the clains which had been contested in the
appeal procedure were sinply abandoned, |eaving the
board with no other choice than either to remt the
case to the first instance since none of the remaining
clainms had ever been considered by the opposition
division, or to reject this auxiliary request as | ate-
filed.
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Had the board rejected the appellant's third auxiliary
request, the appeal would have been dism ssed and the
revocation of the patent would have becone final.

The board having eventually decided to admt the
appellant's late-filed third auxiliary request and to
remt the case to the first instance, it deens it
appropriate for reasons of equity to order an
apportionnment of the costs of the oral proceedings such
t hat the appellant shall bear fifty percent of the
costs incurred by the respondent for attending the oral
proceedi ngs, i.e. of the travel expenses and of the
remuneration for one day of his representative,

M Mil | er - Ri Bmann.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the appellant's third
auxi liary request.

3. The appellant shall bear fifty percent of the costs

incurred by the respondent in the oral proceedi ngs of
12 June 2003.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini

1772.D



