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Summary of Facts and Subm ssi ons

1953.D

Eur opean patent application No. 93 300 584.5 was
refused by the Exam ning Division on the grounds that
the clained subject-matter was not clear (Article 84
EPC) and was nodified so as to include new subject-
matter (Article 123(2) EPC).

The reasons were, anong others, that sone expressions
such as "detrusor contractility" or "contractility
paraneter” were neither clearly defined in claim1 nor
did they have a well defined and generally known
meani ng in the description. The applicant's argunents
based on Article 69 EPC were al so not accepted on the
ground that, according to the Guidelines for

exam nation (G111, 4,2), the neaning and scope of the
clainms had to be clear fromtheir wordi ng al one.

The appel l ant (applicant) | odged an appeal against this
deci sion. A statenent of grounds of appeal was filed on
28 June 2000 along with a new set of clains and a
description adapted thereto.

In a comuni cation of the Board dated 8 March 2002 the
appel lant was informed that the clainms filed for appeal
still were objectionable as to clarity and adequate
support under Articles 84 and 123(2) EPC. The appel | ant
was, therefore, proposed an anended and formally
acceptabl e set of clains. Adaptation of the description
was found to be premature, since it was the intention
of the Board to send the file back to the Exam ni ng
Division for further prosecution.
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| V. In two letters dated 16 and 23 May 2002, respectively,
t he appell ant gave its agreenment to the Board's
proposal s and submtted a retyped version of the
amended clains 1 to 5.

It requested that the case be remtted to the first
i nstance for further prosecution on the basis of
claims 1 to 5 filed on 23 May 2002.

V. Caim1l reads as foll ows:

"Urol ogi cal diagnostic systemfor patients having
prostatism synptons or other synptons associated with
voi di ng di sorders, said system conprising
- measuri ng nmeans (26, 32) for neasuring the rate of

the fluid fl ow out of the bladder during voiding

of the bl adder,

- measuri ng nmeans (28) for neasuring intravesical
pressure inside the bl adder

- processing neans (10, 18, 20) connected to said
measuri ng nmeans (26, 28) for processing the
signal s generated by said neans

characterized in that the system conprises further

- measuri ng neans (30) for neasuring the intra-
abdom nal pressure,

- measuri ng neans (36) for neasuring the volune of
fluid flow ng out of the bladder during voiding of

t he bl adder,

- fluid supply neans (29, 34, 36, 38) for supplying

a predeterm ned volume of fluid into the bl adder,
- sai d i ntra-abdom nal pressure neasuring neans (30)

and said vol une neasuring neans (36) al so being

connected to said processi ng neans,
- sai d processi ng neans bei ng enbodi ed such that,
after a predeterm ned volune of fluid is supplied

1953.D Y A
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into the bl adder and during the succeedi ng voi di ng

period the signals of all precited nmeasuring neans

are recorded, said processing neans will calcul ate

based on known fornulas at | east one of the

foll owi ng paraneters

- a paranmeter (URA) being indicative for the
urethral resistance

- a paranmeter (Wmax or U 1l) being indicative for
the detrusor contractility of the bl adder."

Reasons for the Decision

1

1953.D

The appeal is adm ssible.

Amrendnent s

Claim1 now relates to an urol ogical diagnostic system
after deletion of the method claimfromthe set of
clainms as refused. In the preanble of claim1l the
measuri ng nmeans and the processing neans are supported
by the application as filed (published version) at
colum 3, lines 27 to 46

The characterising features are supported as foll ows:

t he measuring neans for neasuring the intra-abdom nal
pressure are supported by colum 4, lines 29 to 33;

t he measuring neans for neasuring the volunme of fluid
fl ow ng out of the bladder during voiding are supported
by colum 3, lines 49 to 51 and colum 8, lines 2 to 3;

the fluid supply neans for supplying a predeterm ned
vol une of fluid into the bl adder are supported by
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columm 3, lines 57 to 58 and colum 4, lines 5 to 7;

t he connection of the above neasuring neans to said
processing neans is derivable fromFigure 1

the record of the signals fromall precited nmeasuring
nmeans and the cal cul ation, by the processing neans, of
sone paraneters, are supported by columm 4, lines 41 to
50 and columm 6, lines 18 to 22.

Anong the paraneters which are cal cul ated a paraneter
(URA) indicative for the urethral resistance is
supported by colum 6, lines 26 to 29, and a paraneter
(Wmax or Ul) indicative for the detrusor contractility
of the bladder is supported by colum 9, lines 10 to
11, and columm 11, lines 17 to 18 and 45 to 46.

Claim 2, which relates nore specifically to the
determ nation of the URA paraneter, is supported by
colum 6, lines 3 to 29, in connection with Figure 3
and by additional information given at colum 4,

lines 26 to 33. Incidentally, an obvious typing error
was introduced in the latest filed set of the clains.
In line 5 of claim2 it should be corrected so as to
read "relation closely” instead of "rotation closing".

Claim 3, which relates to the determ nation of the Wrax
or the Ul paraneter, is supported by colum 9,
lines 21 to 28, in connection with Figure 4.

Claim4, which relates to the determ nation of a nunber
of paranmeters by the processing neans, is supported by

columm 9, lines 21 to 42.

Claim5, which relates to fluid supply neans, is
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supported by colum 3, lines 49 to 52 and by colum 4,
lines 5to 9 in connection with Figure 1

Consequently, all the anmendnents are clear and fairly
supported by the application as filed, in conformty
with Articles 84 and 123(2) EPC.

Most of the expressions contested by the Exam ning

Di vi sion, which forned the basis for the refusal, have
been deleted in the set of clains for appeal, with the
exception of "detrusor contractility" or "detrusor
contractility paranmeter” (Wrmax or U 1l) which continue
to appear in clains 1, 3 and 4.

This expression which is used all over the application
(e.g. Background part, colum 1, |ine 56; Sunmary,
colum 2, lines 9, 14, 20; presentation of Figure 4,
colum 3; and so on), is well known in the field of

urol ogi cal disorders, to generally designate the
capacity for the detrusor (bladder) nuscle for becom ng
short in response to a suitable stinmulus (see e.g.
Medical Dictionary Dortland' s illustrated,

26th edition, pp. 301 (contractility) and 365
(detrusor).

Moreover, there is specified in the patent application
itself that the strength of a detrusor contraction
during voiding (colum 6, lines 35 to 36) is
represented by the contraction strength variable W
(colum 6, line 33) the maxi mum val ue Wrax of which can
be taken as a paraneter of contractility (colum 9,
lines 10 to 11). The sane applies to the obstruction
paraneter U |, which can al so be considered as a
paraneter of bladder contractility (colum 11, lines 17
to 18). Therefore, the expression "detrusor
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contractility” is sufficiently clearly defined and
supported by the description as it stands.

In this respect, it should be noted that for the

requi renent of conciseness (Article 84 EPC) the terns
of a claimnmust not necessarily repeat the definitions
given in the description, the purpose of which is just
to support the clains and explain in nore details the
meani ng of the wordings used (Article 84 and 69(1)

EPC). This is made clear in the Protocol on the
interpretation of Article 69(1) according to which the
interpretation serves not only to resolve any anbiguity
in the clains but also to define the technical terns
used therein as well as to clarify the significance of
the invention. The description thus may be regarded as
a specific glossary for the clained features so that
any ot her neaning taken out of the context nust be

excl uded. When under certain circunstances such a
definition of a termis different fromits neaning in

t he conmon every day use of the | anguage, only the
connotation derived fromthe patent application or
specification is decisive for the interpretation of the
claim

At the primary stage of the formal exam nation it
shoul d be avoi ded to adopt an excessively formalistic
approach. Any remaining lack of clarity is likely to
give rise to objections in the course of the subsequent
exam nation on the substantive nerits of the clained
subj ect-matter when conpared with the state of the art.

Rem ttal

Since the refusal by the Exam ning D vision was
excl usi vely based on formal objections under
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Articles 84 and 123(2) EPC, now renoved, the Board
considers it appropriate to remt the case to the first
i nstance for further prosecution on the substantive

i ssues as al so requested by the appell ant.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of the set of clainms 1
to 5 filed on 23 May 2002 with the correction in
claim?2 (see point 2.1 above).

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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