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Summary of Facts and Subm ssi ons

VI .

2120.D

This is an appeal by the proprietor of European Patent
No. O 489 013 agai nst the decision of the Opposition
Division to revoke the patent.

Respondent 1 and respondent 2 had opposed the patent on
the grounds that the invention was not new or did not

i nvol ve an inventive step. Anong the docunents cited
was:

D4: JP-U-64 23140 and an English translation thereof.

The Opposition Division held that the subject-matter of
claiml was not inventive over D4. In addition it was
found that the clains according to the patent
proprietor's two auxiliary requests then on file were
not all owabl e due to anmendnents extendi ng beyond the
content of the application as filed.

The patent proprietor (appellant) |odged an appeal
against this decision. In the statement setting out the
grounds of appeal it was argued that the subject-nmatter
of claim1l as granted involved an inventive step. The
appel l ant requested that the decision be set aside and
t he patent be upheld as granted.

In a comuni cation pursuant to Article 11(2) of the

Rul es of Procedure of the Boards of Appeal, the
prelimnary opinion was given that the invention |acked
an inventive step.

Oral proceedi ngs before the Board were held on 19 June
2002. At the beginning of the oral proceedings the
appel l ant presented different versions of claim1l
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according to a main request and three auxiliary
requests.

Claim1 of the main request read as foll ows:

"A portable radio (10) and electronic card (31)
assenbly conpri sing:

a radio portion (11); and

a battery portion (12);

t he assenbly characterized by:

| atch nmeans (22) renovably attaching the battery
portion (12) to the radio portion (11), the battery and
radio portion (12 and 11) being coupl ed together to
formthe radio (10); and wherein

the radio portion (11) includes an opening for
receiving the electronic card (31), the opening being
i naccessi ble when the radio portion (11) and the
battery portion (12) are interconnected and being
accessible for insertion or renoval of the electronic
card (31) when the battery portion (12) is detached
fromthe radio portion (11), in which the battery
portion (12) includes together with the battery neans
(33) for retaining the electronic card (31)".

In claim1 of auxiliary request 1, which corresponded
to dependent claim6 of the patent as granted, it was
further specified that the neans for retaining the

el ectronic card was a groove:

"... the battery portion (12) includes a groove (33)
for retaining the electronic card (31)"

Claim1 according to the second and third auxiliary

requests contai ned additional features based on the
description and draw ngs.

2120.D Y A
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The respondents requested that all nodifications of the
pat ent shoul d be refused as having been presented too

| ate. Moreover, if one or nore of the appellant's
requests were admtted the oral proceedi ngs should be
adjourned to a |later date.

The Board decided to admt the appellant's nmain and
first auxiliary requests but not the second and third
auxiliary requests. The respondents' requests for

adj ournment of the oral proceedings were rejected but
the parties were given tinme to study the new cl ai ns.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basi s of amended claim 1l according to the main request,
alternatively on the basis of amended claim 1l of the
(only remai ning) auxiliary request.

The respondents requested that the appeal be di sm ssed.

At the end of the oral proceedings the Chairnman
announced the Board's deci sion.

Reasons for the Decision

2120.D

Late filed anendnents

At the oral proceedings before the Board the appell ant
filed nodified i ndependent clainms according to a nmain
request and three auxiliary requests. The respondents
requested that these clainms should not be admtted, or
if they were, that the oral proceedings should be
adjourned to allow the respondents to anal yse the new
claimformulations in depth and also, if necessary, to
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search for further relevant prior art.

The Board decided to admt only the appellant's main
and first auxiliary requests. In reaching this decision
the Board was guided by the principle that a patent
proprietor may be allowed to file anendnents to the
patent even at a very late stage of the procedure if
this is possible without confronting the opponents with
a situation they cannot reasonably have foreseen and

wi t hout substantially delaying the proceedings. In the
present case claim1 according to the appellant's
auxiliary request 1 was identical w th dependent
claim6 of the patent as granted. It is hardly
surprising that an independent claimis limted to one
of its dependent clains. The patent as granted contains
only six, rather short, clainms and the description is
only two and a half colums long. It could therefore be
expected by the opponents to deal with one of the
dependent clains at the oral proceedings. The Board has
thus decided to admt the appellant's auxiliary request
1 and main request, the latter being a generalisation
of the former and in substance corresponding to claim 2
as granted. The second and third auxiliary requests,
however, contained anmendnments taken fromthe
description and drawi ngs which the respondents could
not possibly have foreseen. These requests were
therefore rejected as having been presented to | ate.

Si nce the above considerations were based on the
under standing that only those requests were to be
adm tted which could be exam ned w thout further
preparation, the Board rejected the respondents’
requests for postponenent of the oral proceedings.

Amendnent s, construction of claim1l according to the
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appel lant's main request

Amended claim 1 nmakes a distinction between a "battery”
and a "battery portion". The respondents have pointed
out - and the appellant has not denied - that such a

di fference between the terns does not exist in the
patent as granted or in the application as filed. Here
the words are used synonynously in the neaning of
"battery pack”, ie batteries in a housing. The
respondents have therefore submtted that the present
use of the word "battery” in a different sense - nanely
as part of the battery portion - infringes

Article 123(2) EPC

The Board disagrees with this view It is immedi ately
clear fromthe description and drawi ngs that the
"battery portion”™ will contain a "battery” in the
normal sense of the word (el se the radi o would not
wor k). Therefore the feature "battery"” has been (at

| east inplicitly) disclosed and can be included in
claiml without infringing Article 123(2) EPC.

Anot her, albeit related, question is howthis feature
should be referred to in the claim considering that
the word "battery” in the patent as granted is used
differently. This appears however to be a matter under
Article 84 EPC (support by the description) rather than
under Article 123(2), and the Board is convinced that
it could easily be solved, eg by replacing al

i nstances of "battery" in the description by "battery
portion". It is true that the new claimhas the effect
of redefining the word "battery", but the Board cannot
see that this is objectionable as |ong as the new
definition does not introduce any undi scl osed subj ect -
matter.
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The appel |l ant decl ared at the oral proceedi ngs before
the Board that the last feature of claim1l - which
states that the battery portion includes together with
the battery nmeans for retaining the electronic card -
shoul d be understood in the sense that the battery
portion conprises a battery and, additionally, neans
for retaining the electronic card. In other words, the
cl ai mexcludes the possibility that the battery itself
serves to retain the card. This interpretati on was
chal I enged by the respondents who found the claim
obscure. The Board notes however that the
interpretation proposed by the appellant is supported
by the description and drawings (cf. colum 3, lines 5
to 8 of the patent in suit: "The battery portion 12 is
formed with a groove 33 for capturing the bottom of the
el ectronic card 31, thereby providing additional
nmechani cal protection"). Therefore, for the purposes of
the present decision, the claimis understood in the
way i ndicated by the appellant.

The prior art

D4 (Figure 5) discloses a portable radio conprising a
radio portion and a battery portion, where the battery
portion consists of a battery 20. Latch neans attaching
the battery to the radio portion are al so discl osed
(they would consist either of the lid 19 or the
inplicit battery contacts). An electronic card in the
meani ng of the patent in suit is present in the form of
a ROM 23. This ROMis accessible through an opening in
a wall when the battery is detached fromthe radio
portion. Moreover, the battery covers this opening such
that it retains the electronic card, ie prevents it
from nmovi ng or being dislodged fromits socket.
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Novel ty

The difference between the invention according to
claiml1l and the radio in D4 is that in the invention
additional neans retain the electronic card, not the
battery itself. Due to this difference the invention is
new.

| nventive step

The advant age provi ded by the neans for retaining the
electronic card is "additional mechanical protection”
(description colum 3, line 7). Starting out from D4,
the skilled person would as a matter of course want to
ensure that all sensitive parts of the radio, including
the ROM 23, are sufficiently protected agai nst any ki nd
of inmpact to which a portable device is likely to be
subj ected. Thus, posing the problem sol ved by the

i nventi on was obvi ous. The solution according to
claim1l1 consists in providing "nmeans together with the
battery for retaining the electronic card". In essence,
this functional feature just states that the problemto
be solved is indeed solved. If the skilled person
considered that the battery shown in D4 m ght not
retain the card effectively, he would add extra neans
for this purpose. This nere idea, which does not
specify the way the protection should be inproved, does
not involve an inventive step since it follows directly
fromthe formul ati on of the problem

Thus the appellant's nmain request nust be refused
(Article 56 EPC)

The appellant's auxiliary request
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According to claim1l of the auxiliary request the neans
for retaining the electronic card is a groove in the
battery portion.

Respondent 2 has argued that the skilled person,
starting fromthe prior art shown in D4, would repl ace
the battery with a battery pack of the rechargeable
type, a kind which is conventionally used in portable
devices. The battery pack itself would support the

el ectronic card (ROM in one direction. In order to
support it in a perpendicular direction it would be
obvious to provide the battery pack with a groove into
whi ch an edge of the card nmay be inserted. Such a
groove was a well-known way of stabilising electronic
cards such as printed circuit boards.

The appel lant, while accepting that grooves are known
to serve as guides for circuit boards, has argued that
the prior art does not suggest to provide grooves in
the battery portion for retaining an el ectronic card.
In particular, as has already been pointed out above,
in D4 the battery itself retains the card and it would
not be feasible (or would be entirely inpractical) to
provide a battery with a groove. Only w th hindsight
could the skilled person arrive at a radi o having the
cl aimed feature.

The Board takes the view that the invention according
to the auxiliary request does not involve an inventive
step. The technical problemof stabilising the

el ectronic card had to be addressed, and nerely to
provi de a groove to achieve this aimis conventi onal
since in many kinds of devices thin, flat parts are
supported by neans of a groove. The appellant's
argunent that it was not obvious to provide a retaining
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groove in the battery portion is not regarded as
convi nci ng. A groove would have to be placed along the
circunference of the card, and since in D4 the card
(ROM is adjacent to the battery, it would al so be

adj acent to the battery pack if a battery pack is used
i nst ead.

It may be noted that the above reasoning contains two
stages: first it is assunmed that the skilled person
woul d replace the known battery with a battery pack
and then that he would adapt the battery pack for the
pur pose of stabilising the electronic card. In other
words, the technical problemof stabilising the

el ectronic card is not fornmulated with respect to the
prior art actually described in D4 but with respect to
what is regarded as an obvious nodification of this
prior art. It could be questioned whether the skilled
person can at all be expected to address a probl em

whi ch occurs in such a hypothetical piece of prior art.
However, at least if the first nodification is a very
natural one, such as in this case the substitution of a
battery pack for the single battery, the skilled person
woul d hardly regard it as a separate nental step. The
nodi fi ed apparatus woul d rat her have the character of
an alternative starting point. Mreover, the technical
probl em of stabilisation of the electronic card is not
a consequence of the nodification but applies already
to the radio as described in D4 (see point 5 above).
Only the details of the solution would depend on the
particulars of the battery portion. It follows that
there is no inventive interrelationship between the
nmeasures of adding a battery pack and providing a
groove in it.

Therefore the i nventi on does not involve an inventive



- 10 - T 0907/ 00

step (Article 56 EPC) and the appellant's auxiliary
request is also rejected.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. Stei nbrener
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