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Summary of Facts and Subm ssi ons

2748.D

The appel | ant (patentee) | odged an appeal against the
deci sion of the Qpposition Division revoking the

Eur opean patent No. O 407 615 on the grounds that the
subj ect-matter of independent product clainms 1, 2, 7, 9
and 10 of the patent in suit |acked an inventive step,
Article 56 EPC.

OQpposition was filed against the patent as a whole
based on Article 100(a) EPC (lack of novelty,
Article 54 EPC, and |ack of inventive step, Article 56

EPC) .

The foll owi ng docunents were inter alia referred to in
t he appeal proceedi ngs:

D1: EP-A 0 273 347

D3: EP-A 0 201 323

D8: DE-A 3 634 865

D9: AU 83/17932

D10: GB-A- 2 129 739

Oral proceedings were held before the Board of Appeal
on 22 July 2003.

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the follow ng docunents:
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(a) main request: clains 1 to 12 as granted; or

(b) first auxiliary request: clains 1 to 3 filed as
first auxiliary request on 23 June 2003; or

(c) second auxiliary request: clains 1 to 4 filed as
second auxiliary request on 23 June 2003.

The respondents | and Il (opponents 01 and 02)
requested that the appeal be dism ssed. Furthernore,
respondent Il requested that the clains according to
the second auxiliary request of the appellant be
refused for not having been filed in tine, or that oral
proceedi ngs be postponed because of the presence of new
features in these clains which had not been searched

properly.

V. | ndependent claim 10 according to the main request
reads as foll ows:

"1. A heat transfer recording nmediumin which a
substrate carries on its surface sonme itens of

i nformati on such as an image and characters printed by
a heat transfer technique and a transparent protective
| ayer is provided on at |east a part of the surface of
the thus recorded information optionally through an
adhesi ve | ayer whereby said protective |ayer and/or
adhesive layer function(s) to provide security against
counterfeiting characterized in that said protective

| ayer is provided thereon or therein with a design

whi ch does not substantially conceal said recorded
information and said protective layer is forned of a
filmhaving a hologramon at |east a part thereof."”

2748.D
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| ndependent clainms 1 to 3 according to the first
auxiliary request differ fromindependent claim 10
according to the main request in that the expression
"said protective layer is formed of a filmhaving a
hol ogram on at |least a part thereof" at the end of the
claimis replaced:

in independent claim1 by: "said protective |ayer is
formed of an uneven | ayer conprising an uneven gloss in
whi ch a surface gl ossiness luster varies

incremental ly";

in independent claim2 by: "said protective |ayer is
formed of an uneven | ayer conprising an uneven profile

bei ng notched along its profile";

in independent claim3 by: "said protective |ayer is
formed of an uneven |ayer conprising an uneven

t hickness in which a plurality of protective |ayers
varying in area is fornmed to vary their total thickness
in section, each protective |layer having incorporated
fluorescent brighteners, ultraviolet absorbers or
infrared absorbers for being distinguishable under
black light or wwth an infrared detector".

The appel | ant argued essentially as foll ows:

The subject-matter of independent claim 10 according to
the main request was novel with respect to docunent D3,
since this docunent was silent about the heat transfer
t echni que. Docunent D1, which was cited at page 2,
lines 24 to 26, of the patent in suit disclosed a heat
transfer recordi ng nmedi um whi ch conprised a substrate,
itens of information thereon, an adhesive |ayer, and a
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transparent protective |ayer thereon, wherein the
adhesi ve/ protective | ayer(s) provide(s) security

agai nst counterfeiting. The person skilled in the art
woul d not consider to include the hol ogram | ayer known
from docunent D3 as an additional security feature,
because the adhesive force of the adhesive |ayer of
docunment D1 was designed to destroy the dye inage under
a forced peel. The subject-matter of independent

claim 10 thus also involved an inventive step.

The subject-matter of independent clains 1 to 3 of the
auxi liary request was clear and supported by the
description of the patent in suit, in accordance with
Article 84 EPC

The characterizing features of said clainms were not
known fromthe prior art, so that the subject-matter of
these clains |ikew se involved an inventive step,
Article 56 EPC.

Respondents | and Il argued essentially as foll ows:

Docunent D3 represented the closest state of the art.
Thi s docunment disclosed a heat transfer recording
mediumwi th all the features of independent clains 1, 2
and 10 of the main request. In particular, the list of
printing techniques at page 6, lines 16 to 30, included
physi cal heat-sensitive recording, which fell within
the notion "heat transfer technique". In any way, no
positive contribution to inventive step could be seen
in choosing a heat transfer technique for printing the
information, since this technique was well-known in the

art, see for exanple docunent Dl. It was not correct to
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start from docunent D1 as the appellant did in

assessing inventive step.

The subject-matter of independent clainms 1 and 2 of the
first auxiliary request was not supported by the
description, since there was no disclosure of an uneven
protective |ayer, neaning a non-flat |ayer, having a
variation in glossiness or a notched profile. The
expression "profile being notched along its profile” in
i ndependent claim2 of the first auxiliary request was
unclear. The term "black light" in independent claim3
of the first auxiliary request was al so not clear.

| ndependent claim3 of the first auxiliary request
recited five paraneters, but neither that claimnor the
description contained an instruction as to how to

achi eve distinguishing the individual |ayers.

The description was silent about the advantages or

pur pose of the characterizing features recited in

i ndependent clains 1 to 3 of the first auxiliary
request. These features nerely related to the physical
appearance of the protection |ayer, but no technical
effect could be discerned. The characterizing features
of independent clains 1 and 2 of the first auxiliary
request were already known from docunents D8 and D10,
respectively. It was comon general know edge to

i ncorporate detectable materials in layers with a view
of distinguishing said |ayers, cf. independent claim 3.
It followed that the subject-matter of independent
claims 1 to 3 of the first auxiliary request |acked an

i nventive step.
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Reasons for the Decision

Mai n request

2748.D

Novelty (Article 54 EPC)

Docunent D3 di scl oses a recording nediumin which a
substrate 70 carrying on its surface sone printed itens
of information (display portion 5), is provided with a
| am nate of a transparent protective |layer 34 and an
adhesive layer 32, which covers at |least a part of the
surface of the thus recorded information, which

lam nate 34, 2, 4, 32 conprises a transparent-type

hol ogram consi sting of a hologramformng |ayer 2 and a
hol ogr aphi c effect-enhancing |ayer 4, thus providing
security against counterfeiting, see page 4, |lines 25
to 34, page 5, lines 29 to 31, page 6, lines 1 to 15,
and lines 31 to 33, page 35, line 21, to page 36,

line 28, and Figure 15.

It is evident to the person skilled in the art that the
| am nate should not be easily renovable fromthe
substrate, for otherwise the itens of information could
be tanpered with.

In the judgenent of the Board, docunment D3 does not

di sclose that the nediumis a heat transfer recording
medi um and that the display portion is printed by a
heat transfer technique.

Respondents | and Il have argued that one of the neans
for formng the display portion nmentioned on page 6,
lines 16 to 30, of docunent D3, viz. physical heat-
sensitive recording, fell under the notion "heat
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transfer technique”, so that the subject-matter of
claiml1 was not novel with respect to docunment D3.

Thi s cannot be accepted. The term "heat transfer

techni que" has a precise nmeaning in the art. According
to this technique, an inmage is transferred by applying
heat to a dye, cf. page 2, lines 15 to 23, of the
patent in suit. Physical heat-sensitive recording is a
different printing technique, since heat is applied to
the print nmedium

It follows that the subject-matter of claiml1l is nove
wi th respect to docunent D3.

None of the other cited docunents discloses a heat
transfer recording nediumw th all the features of
claiml1l. Since this was not disputed, there is no need
for further substantiation of this matter.

The subject-matter of claiml is therefore novel within
the neaning of Article 54 EPC

| nventive step (Article 56 EPC)

Docunment D3 is considered the closest state of the art
and di scl oses several different ways for formng the
itens of information on the substrate, see page 6,
lines 16 to 30. It may be noted that 26 different ways
for formng the display portion are |isted, followed by
the word "etc".
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Hence, it is not critical for the security function of
the lam nate of protective |ayer 34, adhesive |ayer 32
and hol ogram | ayer 4, known from docunent D3, by which
nmeans the itens of information are forned.

Form ng itens of information on a substrate by a heat
transfer technique using a heat-transferable dye is
anot her wel | -known technique in the art for formng
items of information on the substrate, see e.g.
docunent D1, page 3, lines 43 to 45, and Exanple 2.

In the judgenent of the Board, it is obvious to the
person skilled in the art to enploy the heat transfer
technique for formng the information of the substrate
of the recording nmedi um known from docunent D3 and t hus
to arrive at the subject-matter of independent

cl ai m 10.

Consequently, the subject-matter of independent
claim 10 | acks an inventive step within the nmeaning of
Article 56 EPC.

First auxiliary request

3. Adm ssibility of the anendnents (Article 123 EPC)

| ndependent clains 1 and 2 are identical to the
alternatives labelled (a) and (b) reiterated in

i ndependent claim9 of the patent in suit as granted
(apart fromthe expression "being notched" in

i ndependent claim2 of the first auxiliary request
rather than "is notched” in independent claim9 as
granted). Independent claim3 is based on the
alternative |abelled (c) in independent claim9 as

2748.D
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granted, with the additional feature "(thickness) in
section, each protective |ayer having incorporated
fluorescent brighteners, ultraviol et absorbers or

i nfrared absorbers for being distinguishable under
black light or wwth an infrared detector”. A basis for
this anendnent is page 17, lines 27 to 33, of the
application as filed (published version). It may be
noted that the expression "in section”, which is not

di scl osed expressis verbis in the application as fil ed,
nerely clarifies that the thickness of the plurality of
| ayers varies fromone area to the next, depending on

whi ch (cross)section is taken, cf. Figure 13.

The Board is thus satisfied that the subject-matter of

i ndependent clains 1, 2 and 3 is disclosed as a whole
in the application as filed, Article 123(2) EPC. The
description and the drawi ngs have been brought into
conformty with the clainms and |ikew se neet the

requi renments of Article 123(2) EPC. Since the scope of
protection conferred by the clainms is not extended, the
clainms nmeet the requirenents of Article 123(3) EPC as
well. It may be noted that no objections were raised by
respondents | and Il under Article 123 EPC.

Adm ssibility of the anmendnents (Article 84 EPC)

| ndependent clains 1 to 3 relate to three preferred
enbodi ments of the protective |ayer of the heat
transfer recording nedium show in Figures 11 to 13,
respectively, and described at page 6, line 48, to
page 7, line 14, of the patent in suit.
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In these clains the protective layer is specified as an
"uneven" | ayer, wherein the unevenness can be in the
surface gl ossiness luster, the profile, or the

t hi ckness of the |ayer. Respondents | and Il have

rai sed several clarity objections against the clains,
the first being that there was no support in the
description for an "uneven |ayer", which literally
meant that the surface of the | ayer was not |evel or
flat, which layer also had the property of having an
uneven gloss or profile, cf. independent clains 1 and
2.

In the judgenent of the Board, the feature "said
protective layer is fornmed of an uneven | ayer
conprising an uneven gloss in which a surface

gl ossiness luster varies incrementally” in claiml
sinply nmeans that the protective layer is "a layer in
whi ch the surface gl ossiness luster varies
increnentally". It may be noted in this respect that
the expression "varies increnentally” inplies a steady
i ncrease or decrease in a series of steps, i.e. at

| east two steps. Likewise, the feature "said protective
| ayer is formed of an uneven | ayer conprising an uneven
profile being notched along its profile" nmeans that the
protective |layer has a notched profile. The objection
of respondents | and Il that the expression "profile
bei ng notched along its profile” was not clear, cannot
be accepted by the Board. The second occurrence of the
word profile refers to the outline or circunference of
the | ayer seen from above, as depicted in Figure 12 of
the patent in suit.
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A further clarity objection was raised by respondents |
and Il against the term"black light" in independent
claim3. In the opinion of the Board, the term "bl ack
light" has a well-defined nmeaning in the art, denoting
the for the human eye invisible electromagnetic
radiation in the ultraviolet and infrared regi ons of

t he spectrum Respondents | and Il also submitted that
a person skilled in the art would not know how to

di stinguish the various protective |layers by using
fluorescent brighteners, ultraviolet absorbers or
infrared absorbers, since neither the claimnor the
description taught in which layer(s), and which of the
t hree detectable materials should be incorporated, and
whi ch of the two detectors recited in the claimhad to
be used, contrary to Article 84 EPC. Although this
appears to be an objection under Article 83 EPC rat her
than Article 84 EPC, in the judgenent of the Board, the
skilled person would not have any difficulty to
understand the claim by applying a plurality of |ayers
having different sizes onto the substrate, the total

t hi ckness of the |ayers can be varied; by incorporating
a detectable material in the n'" layer, for exanple a
fluorescent brightener, said |ayer can be detected by
bl ack |ight.

To sum up, the subject-matter of independent clains 1
to 3 is clear and supported by the description of the
patent in suit, Article 84 EPC

| nventive step (Article 56 EPC)
The present invention relates to a heat transfer

recordi ng medium The object of the inventionis to
provi de a heat transfer recording nedi um best-suited
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for making identification cards, etc., to which greater
security agai nst counterfeiting and falsifying is

i nparted. The protection sought by the appellant has
been restricted to the first three alternatives |isted
in independent claim9 as granted, which all concern
enbodi nents of the protective [ayer and which differ in

the nature of the "unevenness".

Respondents | and Il have submtted that providing a
protective layer in which the gl ossiness or thickness
varies, or providing a protective layer having a
notched profile were neasures that concerned the

physi cal appearance of the heat transfer recording

medi um The advant ages of the technical features
recited in independent clains 1 to 3 were not nentioned
in the description and seemed unrelated to the function
and the effect of the invention as described and
clainmed in the patent in suit as granted.

The Board di sagrees. The unevenness of the protective
| ayer of the heat transfer recordi ng nedi um accordi ng
to independent clainms 1 to 3 enhances the security of
sai d nmedi um agai nst counterfeiting and falsifying.

The feature "said protective layer is forned of an
uneven | ayer conprising an uneven gloss in which a
surface gl ossiness luster varies increnmentally" of

i ndependent claim 11, hereinafter feature (i), is not
known from nor suggested by the prior art. Respondents
| and Il have argued that docunent D8 disclosed a
recordi ng medi um wherein the surface gl ossiness of the
| enticular screen 8 enbedded in the transparent |ayer 7
differed fromthe surface gl ossiness of the remaining
part of the transparent |ayer 7, see Figure 1. The
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gl ossiness of a surface having two areas with a
di fferent surface glossiness could be said to vary
incrementally.

In the judgenent of the Board, docunment D8 does not

di sclose feature (i). The lenticular screen 8 i s shown
as an island in the transparent |ayer 7, which has a
flat surface. Along a line crossing the lenticular
screen the gl ossiness changes twice: fromthe
transparent layer 7 to the lenticular screen 8 and from
the lenticular screen 8 to the transparent |ayer 7.
This variation is not incremental, since it is not
steadily increasing or decreasing. If, for the sake of
argunent, the lenticular screen 8 were at the edge of
the transparent layer 7, there would be only one step
in glossiness, not a series of steps, cf. point 4
above.

The feature "said protective layer is forned of an
uneven | ayer conprising an uneven profile being notched
along its profile" of independent claim2, hereinafter
feature (ii), is also not known from nor suggested by
the prior art. Respondents | and Il have argued that
docunent D10 disclosed a |ayer with a notched profile,
see Figure 1. However, the notched profile shown in
Figure 1 is an imge of a hologram it is not the
profile of a |ayer.

The feature "said protective layer is forned of an
uneven | ayer conprising an uneven thickness in which a
plurality of protective layers varying in area is
formed to vary their total thickness in section, each
protective |ayer having incorporated fluorescent

bri ghteners, ultraviolet absorbers or infrared



2748.D

- 14 - T 0863/ 00

absorbers for being distingui shable under black |ight
or with an infrared detector" of independent claim 3,
herei nafter feature (iii), is also not known from nor
suggested by, the prior art. Respondents | and Il have
submtted that incorporating detectable materials in

| ayers with a view of distinguishing themwas known in
the art per se. The Board coments that a heat transfer
recordi ng nmedi um having a protective |ayer fornmed of a
plurality of protective layers varying in area (cf. the
first part of feature (iii)) is not known from nor
suggested by the prior art.

Since neither the prior art, nor the conmon general
know edge of the skilled person, give an exanple, hint,
or suggestion to the latter to provide a heat transfer
recordi ng nmedi um having the feature (i), (ii) or (iii),
t he subject-matter of independent clains 1 to 3 nust be
considered to involve an inventive step within the
meani ng of Article 56 EPC.

Therefore, the patent in suit may be maintained on the
basis of the docunents filed as first auxiliary request
by the appellant.

It follows that, under the circunstances, there is no
need to consider the second auxiliary request of the
appel l ant, and/or the objections raised by respondent
|1 agai nst said request.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the

fol |l owi ng docunents:

(a) clains 1 to 3 filed as first auxiliary request on
23 June 2003; and

(b) description: pages 2, 5to 7, 12, 16 to 19
subm tted during oral proceedings; and

(c) drawings: Figures 10 to 13 and 15 as granted.

The Regi strar: The Chai r man:

N. Maslin W Moser
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