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Summary of Facts and Submn ssions

0305.D

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposition against the patent No. 0 547 857.

OQpposition was filed against the patent in its entirety
and based on Article 100(a) EPC (lack of inventive
step).

Caim1l of the patent in suit reads as foll ows:

"A docunent registration apparatus in conbination with
a conveying neans (11) for transporting a docunent (12)
along a path (13) to a docunent registration

position (16), said docunent registration apparatus
conpri si ng:

a docunent registration unit (20) positioned adjacent
to the docunent registration position and having an
upstream end, a downstreamend, a pivoting axis (31)
positioned in between the upstream end and the
downstream end, and a plurality of laterally-spaced
regi stration stops (21 to 24) at the downstream end of
the unit (20) positioned substantially perpendicularly
to the docunent path (13), for stopping a docunent at
t he docunent registration position when the downstream
end of the unit (20) is pivoted adjacent to the
docunent path (13),

characterised by:
t he conveyi ng neans (11) being arranged to support the

docunent from below and to inpart drive to the docunent
al ong a region of said path;
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the docunent registration unit (20) being positioned
above the docunent path (13);

the registration stops (21 to 24) being arranged for
arresting and aligning the docunent on the conveying
nmeans relative to the docunent path as the docunent is
driven by the conveying neans into the registration

st ops;

at | east one non-driven urge roller (25) being provided
at the upstreamend of the unit for urging a stopped
docunent agai nst the underlying conveyi ng neans when
the upstreamend of the unit is pivoted adjacent to the
docunent path to nove the docunent fromthe docunent
registration position (16) in the downstreamdirection;
and

a pivoting neans (27) for pivoting the unit about its
pivoting axis (31) for selectively noving one of the
upstream end and the downstreamend into a position
adj acent to the docunment path."

The Qpposition Division held that the ground for
opposition nentioned in Article 100(a) EPC did not
prej udi ce the mai ntenance of the patent unanended
having regard to the foll ow ng docunents:

Dl: US-A-4 078 790

D2: GB-A-2 126 997

D3: EP-A-0 055 550

D4:  US-A-4 750 853
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Wth regards to docunent D1 the Qpposition Division
essentially argued that the distinguishing features

bet ween subject-matter of claim1 and the disclosure of
docunent D1 were that:

(a) the pivoting axis of the registration unit is
positioned between its upstreamend and its
downstream end, whereas in the apparatus of
docunment D1 the pivoting axis is positioned at its
upstream end;

(b) the non-driven urge rollers are positioned at the
upstream end of the registration unit, whereas in
t he apparatus of docunent D1 they are positioned
near the downstream end; and

(c) the registration stops are positioned above the
docunent path, whereas in the apparatus of
docunent D1 they are positioned bel ow the docunent
pat h.

The Qpposition Division considered that none of the
docunent s suggested providing these features in
conmbi nation and that they provided an entirely

di fferent manner of operation.

The Appel | ant requested that the decision of the
Qpposition D vision be set aside and the patent be
revoked in its entirety. The Appellant did not request
oral proceedi ngs.

In his statement setting out the grounds of appeal the
Appel | ant argued essentially as foll ows:

The views of the Opposition D vision regarding the



0305.D

- 4 - T 0855/ 00

di stinguishing features of claim1l over docunent D1 are
accepted. However, it is not accepted as that these
features are not obvious.

Wth respect to distinguishing feature (a) it is

obvi ous to position a pivoting axis in the m ddl e when
it 1s desired that the features at the two extremties
shoul d be alternatively activated. Docunents D2 and D3
are exanples of such an arrangenent. Wth regard to

di stinguishing feature (b) this feature is not
significant in the absence of an indication of the

m ni mum | engt h of the docunments. This position is
counter-productive and other positions disclosed in the
prior art are preferable. The position was chosen
nerely because of the presence of the rocking | ever and
the inventor of docunent D1 had not been aware of
better solutions in docunents D2 and D3. Wth regard to
di stinguishing feature (c) there are only two
possibilities: above the docunent path as in docunent
D4, or bel ow the docunent path as in docunent D1. The
skill ed person can choose either solution.

Mor eover, the distinguishing features (a) - (c) do not
toget her contribute to solving a comon probl em

Wth regards to docunent D2 the two |levers 112 and 113

forma registration unit in the sense of the patent in

suit. The so-fornmed unit includes an urge roller at the
upstreamend, a registration stop at the downstream end
and a pivotal axis in between them Thus, the only

di fference between the subject-matter of claim1 and

t he di scl osure of docunent D2 is that the registration

unit is provided beneath the docunent path in the

appar atus of docunent D2. The positions of the

regi stration unit above or bel ow the docunent path
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constitute functional equivalents.

Wth regards to docunent D3 the registration gate 106,
arm 88 and roll 116 |inked together by yoke 115 form a
unit. Thus, the only difference between the subject-
matter of claim1 and the disclosure of docunent D3 is
that the registration unit is provided above the
docunment path, which is a functional equivalent to
bel ow t he docunent path.

Wth regards to docunent D4 the registration stop and
urge roller are above the docunent path. It is admtted
that the apparatus is nore conplicated than the other
apparatus, but this apparatus has additional functions
to effect at the sane tine. If the idea of placing the
regi stration unit above the conveyor is not obvious
from docunents D2 or D3 then it can be derived from
docunent D4. A conbination of docunent D4 with one of
the ot her docunents anticipates the subject-nmatter of
claim1.

The Respondent (Patent Proprietor) requested rejection
of the appeal and nai ntenance of the patent unanended.
As an auxiliary request the Respondent requested ora
proceedi ngs.

The Respondent essentially argued as foll ows:

There is no indication to the skilled person to provide
a pivoted | ever arrangenent with an urge roller at one

end and registration stops at the other end. Therefore,
the argunent of the Appellant regarding the positioning
of the pivot presupposes that the skilled person would

want to provide such an arrangenent. There is no basis

to presuppose such a desire.
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Wth regards to docunents D2 and D3 these docunents
di scl ose the urge roller and the registration stops
arranged on separately operable arns pivoting about
di fferent axes.

For the position of the urge roller at the upstream end
the exact position wll always be arranged with sone

m ni nrum docunent length in mnd. Once the m ni num
docunent length is established the position of the urge
roller will be designed for this and it is not

di sadvant ageous. In any case, the position of the
roller could not be taken in isolation but is part of a
conbi nati on of features including the provision of the
stops at the downstream end.

Wth respect to docunent D2 the arns 112 and 113 do not
nove together as a unit, but pivot relative to each

ot her in opposite senses. The arm 112 acts on the

arm 113 in such a way as to produce a nechanica

advant age whi ch was presunably the reason why the
arrangenent was chosen. The change in position of the
registration unit from bel ow the docunent path to above
is not trivial. In the apparatus of docunent D2 there
was an opening provided in the support to allow the
urge roller to nove into contact with the sheets to
press them against the driven roller 73. The sol ution
proposed in the patent in suit is not therefore an

equi val ent of the prior art, but has advant ages.

Wth respect to docunent D3 the apparatus does not show
t he docunents being supported from bel ow by the
apparatus but rather by other docunents which were not
consi dered part of the apparatus. A separate paddle
wheel 27 corresponds to the conveyi ng neans nentioned
in claiml, the paddl e wheel being arranged above the
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sheet bei ng conveyed. The apparatus conprises nore than
one axis so that the registration gate 106 is w thdrawn
by pivoting the gate assenbly about arm 91 whereas the
yoke 115 carrying the pinch roll 116 pivots about
rocker shaft 114. In view of the argunments set out
above wth respect to the formand position of the
conveyi ng neans a provision of the drive and pivoting
unit above the docunment path is a not a functiona

equi val ent to bel ow the path.

Wth regards to docunent D4 this docunent discloses a
conpl i cated apparatus, referring to a subm ssion nade
in the opposition proceedings. In that subm ssion the
Respondent had pointed out that the abutnent strip and
pressure roller were carried by different operating

el ements whi ch needed to be individually novable, which
required a conplicated |inkage. He argued that the
solution set out in the claiminplied a sinpler
appar at us.

In a further subm ssion the Appellant argued as
fol | ows:

Each of docunents D2, D3 and D4 discl oses

di stinguishing feature (a). For distinguishing

feature (b) this is a disadvantageous position for the
urge roller and to be advi sed agai nst. The argunents of
t he Respondent concerning m ni num docunent |engths are
based on criteria which were not disclosed in the
patent in suit. For distinguishing feature (c) there
are di sadvantages i n having a conveyi hg neans beneath

t he docunent path.

For docunent D2 it is admtted that the |levers 112
and 113 do not nove as a unit, but they forma
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functional equivalent to a rocking |ever.

For docunment D3 the reason why the apparatus disclosed
therein is nore conplicated is because it assures a
suppl enentary function. It also controls an entry
barrier. The positioning shown in Figures 5B and 5C
shows conparable functions to the patent in suit.
Wthout the entry barrier the mechani smwoul d reduce to
the Il ever 115 and a single control nmeans for causing it
to rock.

Reasons for the Deci sion

0305.D

Cl osest prior art

The cl osest prior art is represented by docunent D1,
whi ch di scloses (cf. Figures 4 and 5) a docunent

regi stration apparatus in conbination with a conveying
nmeans for transporting a docunent along a path to a
docunent registration position, said docunent

regi stration apparatus conpri sing:

a docunent registration unit 75, 77 positioned adjacent
to the docunent registration position and having an
upstream end, a downstream end, a pivoting axis 73, and
a plurality of laterally-spaced registration stops 69
at the downstream end of the unit positioned
substantially perpendicularly to the docunent path, for
stoppi ng a docunent at the document registration
position when the downstreamend of the unit is pivoted
adj acent to the docunent path,

wher ei n;:
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t he conveying neans 55 is arranged to support the
docunent from below and to inpart drive to the docunent
al ong a region of said path;

the registration stops 69 are arranged for arresting
and aligning the docunent on the conveyi ng neans
relative to the docunent path as the docunent is driven
by the conveying nmeans into the registration stops;

at | east one non-driven urge roller 71 is provided for
urgi ng a stopped docunent agai nst the underlying
conveyi ng nmeans when the unit is pivoted adjacent to

t he docunent path to nove the docunment fromthe
docunent registration position in the downstream

di rection; and

a pivoting nmeans is provided for pivoting the unit
about its pivoting axis 73 for selectively noving
either the urger roller 71 or the registration stops 69
into a position adjacent to the docunent path.

In the docunent registration unit disclosed in docunent
D1 the registration stops 69 are provi ded beneath the
docunent path at the end of stop bars 75. The urge
roller is carried by levers 77 and provi ded above the
docunent path close to the registration stops. The stop
bars 75 for the registration stops and the |evers 77
for the urge rollers have a conmon pivoting axis 73
upstream of each of them The pivot point may be bel ow
or above the docunent path. Such an arrangenent of the
docunent registration unit is considered to be
relatively conplicated.

Probl em underlying the invention
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The probl em underlying the invention of the patent in
suit is to provide a docunent registration apparatus
whi ch keeps the nunber of nechanical parts to a

m nimum all ows easy adjustnent of the alignnent of the
apparatus and provi des easy access for renoval of

j ammed docunents (see colum 2, lines 15 to 28 of the
patent in suit).

Sol uti on

In accordance with claim1 of the patent in suit the
above problemis solved in that the apparatus disclosed
in docunent D1 is nodified by the follow ng features:

(a) the pivoting axis of the registration unit is
positioned between its upstreamend and its
downst r eam end;

(b) the non-driven urge rollers are positioned at the
upstream end of the registration unit; and

(c) the registration stops are positioned above the
docunent pat h.

This solution is not rendered obvious by the docunents
under consideration for the follow ng reasons:

Wth regards to distinguishing feature (a), the
Appel | ant has argued regardi ng the placenent of the

pi vot axis on the assunption that the skilled person
woul d want to place the urge roller at the upstream end
and the registration stops at the downstream end.
However, there is nothing to indicate that the skilled
person would want to do this. In fact, the Appellant

hi nsel f argued that the skilled person woul d not
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willingly choose the upstreamend for the urge roller.
Thi s suggests a prejudi ce agai nst such a position. Wth
respect to docunents D2 and D3 the Respondent has
correctly pointed out that the registration stops and
urge rollers are carried by separate arns (112, 113 for
D2, and 88/99/100, 115 for D3) which pivot about
separate pivot axes. In each docunent therefore only
one of the two pivot axes is positioned between the
regi stration stops and the urge roller.

Wth respect to D3, the Appellant argues that a pivot
axis for both the registration stops and the urge
roller is provided by the rocker shaft 114 which is in
between these. It is correct that a pivotal novenent
about this shaft occurs. However, the shaft does not
provi de the pivot axis for the registrations stops 106.
The pivot axis for those stops is shaft 91 which
actuates the pivoting notion. Shaft 91 is upstream of
both the urge roller 116 and the registration

stops 106. The rocker shaft 114 serves to convert the
pi votal novenent of the registration stops about

shaft 91 into a novenent of the urge roller 116 and has
to nove along a ranp 122 to do this. Thus, although
docunent D3 does show sone constructional simlarities
to feature (a) its manner of functioning and hence the
teaching of the docunent is different. Even if, as
suggested by the Appellant, the extra function in
docunment D3 of noving the separation gate 105 were
omtted there is no reason why the pivot axis of

regi stration stops 106 should be changed since this is
al so the actuating pivot.

Al so, in docunent D4 the roller 16 fornms the pivot axis
for urge roller 15 when arm 17 is rai sed, whereas
stop 41 pivots about a separate pivot axis.
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The Appel |l ant has given no reason why the skilled
person woul d alter the construction of docunent D1 in
the manner set out in feature (a) other than to argue
that this feature is known fromthe other docunents.

Wth respect to feature (b) the Appellant has argued
that the position of the urge roller at the upstream
end is not significant and nay even be di sadvant ageous.
However, the Respondent has argued that this feature
nmust be seen in the context of the registration unit
havi ng regi stration stops at a downstream and the urge
roller at the upstreamend. There is no doubt that the
positioning of an urge roller at the upstreamend is at
| east known from docunent D4 wherein urge roller 15 1is
positi oned upstream In the view of the Board however

t he Respondent is correct when he points out that this
feature nust not be considered alone as regards to
bei ng obvious. Rather, it nust be consi dered whet her
the sumof features (a) to (c) is obvious in
conbination. In particular, whether the skilled person
woul d consi der using a di sadvant ageous position and
conbine it wth other features.

For feature (c) the Appellant has argued that there are
only two possibilities: above or bel ow t he docunent
pat h. However, the need to support the docunents and
the direction of gravity ensure that the two
possibilities are not conpletely equival ent. The change
in position of the urge roller and hence of the
conveyi ng nechani sm neans that the conveyi ng nechani sm
Is in continuous contact with the docunents. This is
not the case when the urge roller is below the docunent
path. In the case of docunents D1 to D3 the

regi stration stops are bel ow the docunent path whereas
in the case of docunent D4 the single stop is above the
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stop. The fact that docunent D4 discloses a single stop
as opposed to a plurality of stops as set out in
claiml1l is not in the opinion of the Board significant.
The Board considers however that even if the skilled
person wi shed to position the registration stops above
the docunent path it is not necessarily evident how
this may be done. In the case of docunent D1, from

whi ch the Appellant starts, the sinple placing of the
regi stration stops above the docunent path woul d nean
that the pivot nechanismas disclosed in that docunent
woul d not work since the alternating actioning of the
regi stration stop and urge roller would no | onger be
present. The Appellant, having indicated that the

regi stration stops could be placed above the docunent
pat h, has not indicated how the skilled person would do
this.

Starting fromdocunent D1 therefore in the opinion of
the Board the Appellant has not shown that the skilled
person woul d provide the features (a) to (c) in

conbi nation. As pointed out by the Respondent these
features are to be seen in conbination and not singly.
The conbi nation of features solves the above nentioned
problens and allows the registration unit to conprise a
single part, ie a single lever, allows sinplification
of the alignnment as there is only one axis and inproves
the access as the whole unit is on the upper side. The
Appel | ant whi |l st di scussing the features individually
has not shown that the skilled person would provide
these features in conbination. The argunent offered by
the Appellant that each feature is the result of a
smal | nunber of possibilities and does not contribute
to solving a conmon problemis not convincing. |In each
case the required change in the apparatus of docunent
D1 is not trivial but requires the entire nechanismto
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be redesigned. It is then not apparent how all three
changes coul d be effected sinultaneously on the
appar at us of docunent D1.

The Appell ant has al so argued starting from docunent
D2. The argunents of the Appellant that the levers 112
and 113 forma functional equivalent to the

regi stration unit being a rocking |ever cannot be
accepted by the Board. As the Respondent has pointed
out the presence of two levers allows a nechanica
advantage to be obtained for noving the urge roller 74.
Considering the levers 112 and 113 to forma
registration unit the urge roller in docunment D2 is not
then placed at the upstreamend of the unit as required
by claiml1, but rather in the mddle. This brings the
urge roller nearer to the registration stops. A

pl acenent of the urge roller at the upstream end neans
that it would be further away fromthe registration
stops, so such a change has consequences on the
functioning of the apparatus. |Indeed the Appellant has
argued that these woul d be negative changes and thus
represent a prejudice. The differences between the
arrangenent in docunent D2 and that of claim1l are not
trivial and as shown above would result in the | oss of
sonme apparent advantages. The Appel |l ant has given no
argunents as to why the skilled person woul d nmake these
changes.

The argunents of the Appellant that the subject-matter
of claim1l is obvious starting from docunent D3 are

al so not convincing. The Appellant's argunents
regarding the differences between the disclosure of
docunment D3 and the subject-matter of claim1l are not
correct. The attenpt by the Appellant to argue that the
only difference is to exchange the sides of the
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conveyi ng nmeans and registration novenent does not
succeed. The Respondent showed that there are further
di fferences regardi ng separate pivoting axes for the
regi stration stops and urge roller. As indicated above
in section 4.1 above the Appellant has not shown why
the skilled person would effect the required
constructional changes to the registration unit and
exchange the positions of the registration unit and
urge roller in the apparatus known from docunent D3.

The argunents of the Appellant that the subject-matter
of claiml is obvious starting fromdocunent D4 are

al so not convincing. The Appellant has adm tted that
this docunent teaches a nore conplicated apparatus than
that set out in claim1 arguing however that this was
due to additional functions. However, the Board agrees
with the Respondent that the abutnent strip and
pressure roller are carried by different el enments which
need to be individually novable. This requires a
conplicated |inkage. Therefore, the teaching of the
docunment cannot suggest the sinple construction of the
registration unit of claiml.

Therefore, the subject-matter of claim1l of the patent
in suit involves an inventive step in the sense of
Article 56 EPC

Dependent clainms 2 to 15 are directed to enbodi mnents of
the subject-matter of claiml1 and simlarly involve an
I nventive step
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The Appeal is dism ssed.

The Regi strar:

L. Martinuzzi
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I s decided that:

The Chai r nan

A. Burkhart

T 0855/ 00



