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Summary of facts and subm ssions

0895.D

The appeal is directed against the decision of the
Opposition Division to revoke the European patent
No. O 787 077.

The patent had been opposed on the grounds of |ack of
novel ty and/or inventive step (Article 100(a) EPC).

The decision of the Qpposition Division was posted on
13 June 2000. Notice of appeal and paynent of the fee
for appeal were received on 14 August 2000. The
statenent of grounds of appeal was received on

12 October 2000. The only prior art docunents which
have played a role during appeal are:

D1: DE-A-36 09 609
D8: US-A-4 689 537.

The Opposition Division refused a main and two
auxiliary requests, all to nmaintain the patent in
anmended form |In particular, it held in respect of the
mai n request that the subject-matter of each of the

i ndependent Clains 1, 6, 12, 19 was rendered novel in
conparison with D1 by the sane single feature. However,
whilst it found that the subject-matter of each of
Cainms 1, 6, 12 involved an inventive step, it held
that the subject-matter of independent C aim 19 was
obvious in the light of the disclosure of Dl in

conbi nation with the general know edge of the skilled
per son.

Wth the grounds of appeal the appellant filed a set of
clains identical to those according to the nain request
consi dered by the Opposition D vision except for the
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deletion of G aim19 and C aim 20 dependent thereon. In
support of this set of clains the appellant stated that
it re-iterated the points in the contested decision in
favour of novelty and inventive step of ains 1, 6, 12
together with the argunents for novelty and inventive
step put forward in all letters filed during the
opposition procedure, copies of which were again placed
on file.

In the oral proceedings held on 21 February 2002 the
appel l ant requested that the decision under appeal be
set aside and that the patent be maintained on the
basis of Clains 1 to 18 filed with the grounds of
appeal . The respondent requested that the appeal be
rejected as i nadm ssible and by way of auxiliary
request that it be dism ssed.

Caiml according to the appellant's request reads as
fol | ows:

" A conponent positioning control conprising:

a. a notor control (41) for positioning a conponent;

b. a universal control board (26) having a manua

switch (22), and connections to conmuni cate signals
fromsaid manual switch to said notor control; and

c. said universal control board selectively receiving a
pl ug-in nmenory pack (30), said nenory conprising

el ectrical circuitry for conmunicating nenory signals

t hrough connections on said control board and to said
nmotor control, such that said nenory pack nay be

sel ectively connected to said control board when a
menory option is desired, said nenory pack including at
| east one switch (34,36,38) to allow storage of a
desired |l ocation for the conponent, and al so to provide
a signal to said notor control to nove the conponent to
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said desired | ocation."

The cl ains according to the appellant's request al so
contai n i ndependent Clains 6, 12.

The respondent firstly contended that the appeal was
i nadm ssible and its argunents in this respect can be
sunmmari sed as foll ows:

It is established case | aw that the grounds for appea
must anal yse in detail the nain reasons for the
contested decision. An exception exists when the
appel | ant del etes the basis of an objection upheld by
the Opposition Division but this should be applied
restrictively. In the present case the Qpposition

Di vision had stated in the contested decision that the
subject-matter of each of Clains 1, 6, 12 and 19
differed fromthe disclosure of DI by the sane single
feature. This difference had been found by the
Qpposition Division not to be obvious in respect of the
subject-matter of Clains 1, 6, 12. However, as the
result of further discussion and subm ssion of
argunents, the Qpposition Division found the sane
feature to be obvious in respect of the subject-nmatter
of daim19. In filing the grounds for appeal it was
not sufficient for the appellant to nerely delete

G aim 19, on the basis of which the Qoposition Division
had revoked the patent, together with Caim20. So
doing failed to renove the reasons for the revocation
of the patent by the Opposition Division because the
sane reasons woul d have applied also to Cains 1, 6 and
12. The requirenment to analyse in detail the reasons
for the contested decision rendered it necessary for
the appellant to explain why the subject-nmatter of the
remai ni ng i ndependent clains involved an inventive
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step, despite the findings of the Qpposition Division.

The respondent further submtted that the appeal was
not well founded. In this respect it argued essentially
as foll ows:

The subject-matter of CAaiml in suit |acks an

i nventive step. Dl discloses the conbination of a
manual switch for adjustnment of the exterior rear view
mrror and an electrical seat adjustnent with nenory.
The mrror adjustnent is provided as standard equi pnent
whi |l st the seat adjustnent nmenory is optional. The
subject-matter of CAaim1l in suit differs fromthat of
D1 only in that the optional nenory function is

provi ded for the sane conponent as is the nmanua

switch. According to D1 additional circuitry in respect
of optional features such as the seat adjustnent nenory
is included in a nodule 22 which plugs into a connector
housing 36. The nodule is the final elenent to be
fitted before the cover and so constitutes a plug-in
pack within the neaning of Claim1l in suit. Mreover,
the connector housing 36, its nounting frame and the
manual sw ch together forma universal control board
within the meaning of Claim1l1 in suit. D1 furthernore
di scl oses that additional swi tches associated with the
opti onal equi pnent nay be nounted on the nodule. In the
light of D8 it is clear that it was known at the
reference date to provide a nmenory function for the

adj ustnment of exterior rear viewmrrors. The skilled
person wishing to include a nenory for the exterior
rear view mrror adjustnment would automatically use the
nodul e 22 to carry any additional circuitry and swtch,
thereby arriving at the subject-matter of Caim1lin
suit.
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The appel |l ant essentially countered that:

By deleting Clains 19, 20 it had overcone the only

obj ection on which the contested deci sion was based. By
so doing the reasoning of the Qpposition Division had
been accepted conpletely and there remai ned no negative
finding which the appellant coul d anal yse. Moreover, by
referring to the newy filed copies of the argunents
presented during the opposition procedure, the

appel lant had inplicitly presented argunents why it
consi dered the subject-matter of the renaining

I ndependent clains to be allowabl e.

The disclosure of D1 is restricted to details of the
assenbly shown and gives no hint of the idea upon which
Caim1l in suit is based, nanely to add by neans of a
plug-in pack the additional features necessary for
optionally providing nenory in a conponent control. In
particular, there is no disclosure of the purpose of
nodul e 22 ot her than housing decoding circuitry in the
event of additional equipnent such as seat adjustnent
menory being fitted. Indeed, the probl em addressed by
D1, relating to the ability to test the door as a sub-
unit before its installation in the vehicle, could not
be solved by providing in the nodule 22 features
relating to seat adjustnent. Even in respect of the
explicit disclosure of seat adjustnent nenory, Dl is
silent as regards the possibility of providing nenory
together with a manual control switch. The functions of
the additional swtches associated with the nodule 22
are not disclosed and, although a nmanual switch for

adj ustnment of the exterior mrror is provided, there is
no suggestion that a nenory be provided in respect of

t hi s adj ust nent.
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Reasons for the decision

1

1.1

1.2

1.3
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Adm ssibility of the appea

Article 108, third sentence, EPC requires that the
grounds of appeal be filed in a witten statenent.
There is no requirenent for a detailed analysis of the
reasons for the contested decision. Wether this is
necessary depends on the circunstances of the case.

In the contested decision the Qpposition Division
explicitly stated in respect of the main request that
the subject-matter of each of Clains 1, 6 and 12 was
considered to involve an inventive step. The deci sion
to revoke the patent was based solely on the Division's
finding that the subject-matter of Claim19 of the main
request was consi dered not to involve an inventive
step. The only set of clains filed upon appeal differed
fromthose of the opposition nmain request in that
Caim19 and C ai m20 dependent thereon had been

del eted. By deleting Caim19, the appellant had
overcone the only objection in the decision which |ed
to the appell ant being adversely affected. An appeal in
whi ch a request overcones the objections of a
departnent of the first instance need not indicate why
the contested decision is considered to be incorrect
(see T 563/91, T 105/87 and T 729/90, none published).
The appel l ant therefore carried no burden of anal ysing
the reasoning in the decision relating to Claim19 and
expl ai ning why this may have been considered to be

I ncorrect.

The respondent argues that it should have been clear to
the appellant that the Qpposition Division' s objection
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to Caim19 would apply equally to Cains 1, 6, 12.
However, this viewis contrary to the content of the
contested decision and it is that which forns the basis
of the appeal. Moreover, the deletion upon appeal of a
cl ai mwhich was the subject of an objection in the

cont est ed deci si on does not necessarily inply an
acceptance of the reasoning given in the decision. This
Is particularly so when, as in the present case, the
appel | ant repeats by reference to earlier subm ssions,
copi es of which were annexed to the statenent of
grounds of appeal, argunents which were used before the
first instance in support of inter alia Caim19. It
follows that deletion of Cains 19, 20 in the present
case does not inply that the appellant regarded the
Qpposition Division's assessnent of Clains 1, 6, 12 as
being incorrect and therefore in need of review On the
contrary, in the grounds of appeal the appell ant
explicitly requested that the part of the decision
relating to Cains 1, 6, 12 be mmintained, inplying
agreenent with the reasoni ng contained therein. The
Board therefore cannot agree that a condition for

adm ssibility of the appeal in the present case is that
t he appel l ant shoul d have addressed the question of

i nventive step in respect of Clains 1, 6, 12 despite
the positive findings regarding these clains in the
cont est ed deci si on.

In view of the foregoing and since all fornal
requi renents were net, the appeal is adm ssible.

Patentability
The Board agrees with both parties that the closest

prior art is that disclosed by DI which relates to a
vehi cl e door including electrical conponents. D1
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primarily addresses the problemof the conplexity of
wiring which results fromproviding controls on the
door for the electrical actuation of various conponents
including electrical seat adjustnent, particularly in
view of the requirenent to allow for the optiona
specification of additional equipnent. In the preferred
enbodi nents el ectrical adjustnent of the exterior rear
view mrror nmounted on the door is standard equi pnent
whi |l st centralised door |ocking, electric windowlifts
and electrical seat adjustnent with nenory are optiona
equi pnment. According to the first enbodi nent, as shown
particularly in Figures 3 to 5 an electronic assenbly
unit 12 conprises a frane 15 | ocated between the
interior skin 3 of the door and the door trim 10 and a
central connector housing 36 nounted on the frane.
Connect or housings 37, 38 and a mrror adjustnent
switch 33, 52 associated with and nounted on the
central connector housing are provided for mrror

adj ustnent. Electrical connection between the central
connector housing and the rear view mrror adjustnent
notor 7 is via cables 25. The el ectrical connections
bet ween the central connector housing and the mrror

adj ust nent connector housings 37, 38 and mrror
adjustnent switch are nmade via pins dil, b3, d2, bl (see
Figures 4, 5). In the arrangenent having only standard
equi pnent five pins a, b, d, e, f (see Figure 5) remain
unused. When additional, optional equipnent is
specified, an additional electronic nodule 22 is

provi ded which is connected to the pins a, b, d, e, f
and to further connector housings 40 to 42 which are in
turn connected via cables sets 46 to 48 to the
addi ti onal equi pnent. Additional sw tches 29, 30
associated with the additional equi pnent may be
integrally nounted on the electronic nodule (colum 7,
lines 10 to 13). Pins e, f carry switching information
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in respect of the additional equipnent in response to
which circuitry within nodul e 22 connects the

addi tional sw tches 29, 30 through the connector

housi ngs 40 to 42 to the correspondi ng conponents
(colum 6, lines 20 to 27).

D1 therefore discloses a conponent positioning contro
conprising a notor control 7 for positioning a
conmponent (exterior rear view mrror), a universa
control board 15, 36 having a manual switch 33, 52 and
connections 25 to communi cate signals fromthe manua
switch to the notor control. The universal contro
board sel ectively receives a plug-in pack 22 which may
be selectively connected to the control board when an
option is desired, the pack including at |east one
switch 29, 30.

It follows that the subject-matter of Caiml differs
fromthat of Dl in that:

- the option is a nenory for the conponent positioned
by the manual switch, the nenory conprising electrica
circuitry for conmunicating nenory signals through
connections on the control board and to the notor
control, the at l|east one switch acting to all ow
storage of a desired location for the conponent to
provide a signal to the notor control to nove the
conmponent to the desired | ocation.

The features which differentiate the subject-matter of
Caiml fromthat of Dl solve the problem of providing
an optional nenory function in the adjustnent of the
exterior rear viewmrror with mninmum conplexity and
maxi mum build flexibility of the control assenbly. It
is acknow edged in the patent specification that it was
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al ready known at the reference date of the patent in
suit to provide a nenory in respect of the position of
a vehicl e conponent such as a mrror (specification
colum 1, lines 6 to 16). Myrreover, D8 discloses such a
feature in conmbination with a nmenory function for an

el ectrical seat adjustnent (colum 2, lines 50 to 53).
It therefore would fall within the nornmal activity of
the skilled person to include a nmenory option for the
rear view mrror adjustnent in D1, particularly since a
menory for the electrical seat adjustnent is indicated
in D1 as an option. In accordance with the teaching of
Dl the skilled person would provide the additiona
circuitry wthin the nodule 22. Simlarly, at |east one
swtch acting to allow storage of a desired | ocation
for the mrror, which would be necessary in addition to
the manual switch 33, 52 (see D8 Figure 7), would be
provi ded on the nodule 22. As a result, the nodule
woul d conprise electrical circuitry for comrunicating
menory signals through connections (e, f) on the
control board and to the notor control through a
connector (40 to 42).

D1 does not clearly disclose that the connector

housi ngs 40 to 42 forma permanent part of the assenbly
12, thereby being a part of the universal contro

board, or whether they are provided only together with
optional equi pnent. However, according to Caiml in
suit the plug-in pack comuni cates nenory signals

t hrough connections on the universal circuit board "and
to said notor control". It follows that Claim21 does
not require electrical connection only between the

pl ug-in pack and the universal circuit board.

Furt hernore, since no additional external connections
are necessary for the mrror adjustnent nenory in the
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door of D1 the provision of such a menory in Dl is
fully conpatible with the desire stated therein to
permt electrical testing of the door as a sub-
assenbl y.

The Board therefore concludes that the subject-nmatter
of daimlin suit is obvious and that the claimfails
due to lack of inventive step (Article 56 EPC).
Following failure of Claim1 consideration of the other
I ndependent Clains 6, 12 i s unnecessary.

For these reasons it is decided:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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