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Summary of Facts and Subm ssi ons

The opposition filed agai nst European patent
No. O 388 812 (application No. 90 105 004.7) was
rejected by the Opposition Division.

The opposition was founded on the ground under
Article 100(a) EPC that the subject-matter of the
patent did not involve an inventive step within the
meani ng of Article 56 EPC in view inter alia of the
contents of the follow ng docunents:

El: Heidelberg Instruments GrbH, Hei del berg;
"LI NI EN- PROFI L- MESSYSTEM LPM' Benut zer Handbuch;
Dezenber 1987; and

Ell: EP-B-0 307 421 (first published as International
Pat ent Application WO 88/07217, to which reference
wi |l be nmade hereinafter as docunment ElI).

The Opposition Division in its decision held that
docunent ElI being a user manual associated with an

equi pnment " LI NI EN- PROFI L- MESSYSTEM LPM', the date of
Decenber 1987 printed on the manual was no evi dence
that it was actually nade available to the public at
this date. Since the opponent had provided no further
evi dence that the LPM equi pnent itself had been sold or
ot herwi se made publicly avail able before the priority
date of the patent, the opponent had not proved that
reference El was prior art.

The Opposition Division also held that reference ElI

the only citation put forward by the opponent which it
considered to be part of the prior art, did not put
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into question the patentability of the subject-matter
of the patent, since it did not even renotely nention
t he probl em posed in the contested patent nor give any
suggestion in the direction of the solution proposed.

. The appel |l ant (opponent) | odged an appeal against the
decision rejecting the opposition.

Wth its statenent of grounds of appeal of 20 Cctober
2000, the appellant inter alia filed an Annex 2
consisting of a copy of the foll ow ng docunents:

- a carbon copy of a request for an export |icence
dated 23 June 1988 in the name of Hei del berg
| nstruments GrbH,

- an export licence granted to Heidel berg
I nstrunents GibH and dated 5 July 1988, with a
stanp of the main custons office of Heidel berg,
beari ng the sane dat e;

- a carbon copy of an export declaration by
Hei del berg I nstruments GrbH on European Conmunity
Form AE T 750502 with a stanp fromthe main
custons office of Heidelberg dated 5 July 1988;
and

- an International Inport Certificate delivered by
t he governnent of Japan dated 17 June 1988.

L1l Oral proceedings were held on 30 April 2003, at which

t he appel | ant requested that the decision under appeal
be set aside and that the European patent be revoked.
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The respondent (patentee) as its main request requested
that the appeal be dismi ssed and that the patent be

mai ntained as granted. Caim1 of the patent in the
granted version reads as foll ows:

"1l. An optical mcroscope conprising detecting neans
(4) for detecting any one of a plurality of objective
| enses (10, 11, 12); an electric revolver (3) having
switching neans for switching said plurality of
obj ective | enses; and focusing neans (6) for noving a
stage (8) or said revolver (3) along an optical axis to
focus each of said plurality of objective |enses (10,
11, 12) attached to said revolver (3), wherein said
optical mcroscope further conprises input nmeans (1)
for inputting data, nenory nmeans (2) for storing the
data input by said input neans and control neans;

characterized in that the nmenory nmeans is
arranged to store inputted data representing a
parafocality position along the optical axis of said
stage or revolver corresponding to the focussed
condition of each of said plurality of objective
| enses,

and in that the control nmeans (5) is connected to
t he input neans (1) and the nmenory neans (2), which
control neans (5) reads the parafocality position of
the one of the objective I enses (10, 11, 12) inserted
in the optical path upon switching the |enses by the
el ectric revolver (3) and outputs a control signal to
the focusing neans (6) to cause the latter to nove to
said stage (8) or revolver (3) along the optical axis
to the parafocality position previously input and read-
out such that the swi tched objective |ens naintains
parafocality.”

As its first auxiliary request the respondent requested
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that the patent be nmaintained on the basis of a set of
clainms of which claim1l reads as foll ows:

"1. An optical mcroscope conprising detecting neans
(4) for detecting any one of a plurality of objective
| enses (10, 11, 12); an electric revolver (3) having
switching neans for switching said plurality of
obj ective | enses; and focusing nmeans (6) for noving a
stage (8) or said revolver (3) along an optical axis to
focus each of said plurality of objective |enses (10,
11, 12) attached to said revolver (3), wherein said
optical mcroscope further conprises input nmeans (1)
for inputting data, nenory neans (2) for storing the
data i nput by said input neans and control neans (5);

characterized in that the nenory neans is
arranged to store inputted data representing
parafocality position along the optical axis of said
stage or revolver corresponding to the focussed
conditions of each of said plurality of objective
| enses,

and in that the control nmeans (5) is connected to
t he input neans (1) and the nmenory neans (2), which
control neans (5) reads the inputted data representing
the parafocality position for one of the objective
| enses (10, 11, 12) inserted in the optical path upon
the electric revolver (3) switching the lenses to
sel ect the sane objective lens (10, 11, 12), and
outputs a control signal to the focusing neans (6) to
cause the latter to nove to said stage (8) or revol ver
(3) along the optical axis by an anmpbunt equal to the
di stance between the parafocality positions for the
presently sel ected objective lens (10, 11, 12) and a
previously sel ected objective lens (10, 11, 12) using
the readout data so that the presently sel ected
objective |l ens maintains parafocality.”
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As its second auxiliary request the respondent
requested that the patent be nmaintained on the basis of
an anended set of clainms of which claimlis

di stinguished fromclaim1l of the first auxiliary
request by the addition, at the end of the claim of
"and in that said stage (8) or said revolver (3) is
equi pped with a position detecting sensor (14)".

As its third auxiliary request, the respondent
requested that the patent be nmaintained on the basis of
an anended set of clainms of which claim1 is

di stinguished fromclaim1l of the first auxiliary
request by the addition, at the end of the claim of
"and in that said stage (8) is equipped with an encoder
(15) connected to the focusing nmeans (6) for storing
out put of the encoder (15) as stage position data into
the nmenory neans (2)", and by the deletion, throughout
the claim of the alternatives "or said revolver (3)"
and "or revolver (3)".

The Board announced its decision at the end of the oral
pr oceedi ngs.

The appel lant in support of its request submtted that
docunent ElI, a user manual for the LPMIline profile
nmeasur enent system manufactured and sold by the conpany
Hei del berg I nstruments GrbH was part of the rel evant
prior art, as evidenced not only by the date of
Decenber 1987 printed on the docunent itself but al so
by the set of docunents of Annex 2 which clearly
established that this equi pnent had actually been both
sol d and exported to the Japanese conpany Sei ko

I nstrunents Inc. before the priority date of the

pat ent .
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From the description in docunment ElI of the
functionalities of the equipnent and of the way it had
to be calibrated before use so that the parafocality
position for one of the objective | enses was
automatically corrected upon sel ecti ng anot her
objective lens by rotation of the revolver, it
necessarily followed that this prior art equi pnent
conprised nost of the features of claim1l of the patent
in suit. The only feature not explicitly derivable from
docunent ElI, nanely the provision of detecting neans
for detecting anyone of a plurality of objective

| enses, was conmonpl ace in mcroscopes equi pped with
rotary revol vers, as was evidenced for instance by the
second par agraph of docunment ElIl, which referred to the
use of optical sensors and nechanical contacts for the
control of the selection of a particular objective |ens
to be brought into the light path of an automatic

m croscope by a notor-actuated revol ver.

The subject-matter of the patent in suit therefore
| acked an inventive step within the nmeaning of
Article 56 EPC.

The respondent for its part contested that the
availability to the public of the LPMsystemitself or
of the contents of user manual El had been adequately
proved, in the absence in particular of any

acknow edgenent of recei pt or accounting docunent
establishing that any such equi pnent had actual |y been
delivered to a client before the priority date of the
pat ent .

Docunent ElI also failed to disclose the clained
detecting neans for identifying the m croscope
objective currently in use or switching nmeans for
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changi ng the m croscope objective by rotating the

revol ver. The docunent also failed to describe the
coupling and interaction of the technical features
stated in the characterising portion of claiml or even
to suggest that focused condition was mnai ntai ned upon
switching of the objective | enses, by adequate novenent
of the stage or revolver.

Si nce proper operation of the equi pnment of docunment El
necessarily inplied that identification of the
objective lens currently in use was already achieved,

t he skilled person had no obvious reason to incorporate
in this equipment any further detecting neans of type
di scl osed for instance in docunent ElI

Reasons for the Decision

1
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The appeal is adm ssible.

Adm ssibility into the procedure of Annex 2

The docunents form ng Annex 2 were filed with the
appel lant's statenment of grounds of appeal dated

20 Cct ober 2000, which is largely after expiry of the
time delay for filing an opposition.

These docunents however are copies of official
export/inport certificates and licences, relating to
the LPM equi prment referred to in the user manual E

al ready considered in the opposition procedure, which
the appellant filed to overcone the rejection by the
OQpposition Division in the appeal ed deci sion of
reference EI as a prior art citation, on the ground
that, "the opponent had provided no further evidence
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that the LI NI EN- PROFI L- MESSYSTEM LPM itsel f was sold or
ot herwi se made publicly avail able before the priority
date of the patent"” (see paragraph 2.1 of the reasons).

The late filing of Annex 2 can therefore be considered
as a legitimate reaction to the rejection of the
opposition by the Qpposition D vision, which was not
contested by the respondent.

Annex 2 is admtted into the procedure, accordingly.

Mai n request

Availability to the public of the contents of
docunent El

The patent in suit benefits fromthe priority date of
20 March 1989.

Docunent El is a user manual relating to a line profile
nmeasur enent system LPM desi gned by Hei del berg

| nstrunents GrbH. The user manual conprises about 170
pages, of which the first bears the printed nention
"Dezenber 1987".

Although it is quite unlikely that a user manual of
such extent may have been printed w thout the equi pnent
to which it relates having been sold or at |east

di scl osed to potential buyers before the priority date
of the patent, which is 15 nonths after the printing
date of the user manual, the fact that it was printed
in Decenber 1987 is not by itself an absol ute proof
that its content or the equipnent to which it rel ates
were actually available to the public at the priority
date of the patent.
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However, Annex 2 conprises official custonms docunents
whi ch show t hat :

- on 17 June 1988 Sei ko Instruments Inc. was
delivered an International Inport Certificate by
t he Japanese governnent, which allowed it to
i mport from Hei del berg Instrunents GrbH a LPM I i ne
profil e measurenent system and correspondi ng
installation and training docunentation, for a
price of DM 428, 428. 00;

- on 23 June 1988 Hei del berg Instrunents CGonH
requested fromthe German custons authorities an
aut horisation of exporting to Sei ko Instrunments
Inc. a "LIN EN- PROFI L- MESSYSTEM' for the sane
price of DM 428, 428. 00;

- t he correspondi ng export |icence was delivered to
Hei del berg I nstruments GrbH on 5 July 1988, and
the equi pnent itself actually left the main
custons office of Heidel berg for Japan on the sane
date of 5 July 1988.

These consistent official docunents in the Board' s view
certainly establish the existence, before the priority
date of the patent, of a sale agreenent between

Hei del berg I nstruments GrbH, the seller, and Seiko

I nstrunents Inc., the buyer, for the selling at an
agreed price of about 215,000 Euros of a LPM equi pnent
which actually left Germany for the prem ses of Seiko
Instrunents Inc. in Japan about 8 nonths before the
priority date of the patent.

In the Board's view, it is extrenely unlikely that this
equi pnent may not have arrived at destination within
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this period, and it is just as unlikely that the buyer
may have acquired an equi prent of such a price wthout
knowing its main functionalities, as are immedi ately
apparent to any potential client and disclosed for

i nstance in the correspondi ng user nmanual .

There is no indication in the file that Heidel berg

I nstruments GrbH m ght have substantially nodified the

design of its LPM equi pnent between the printing of the
ext ensi ve user manual El in Decenber 1987 and the

shi ppi ng of the equi pment to Sei ko Instrunents Inc. in

July 1988, and this was not alleged by the respondent

ei t her.

The respondent rightly noted that the appellant did not
submit any accounting docunment or acknow edgenent of
recei pt signed by the recipient of the equipnent, as a
direct proof of the actual delivery of a LPM equi pnent
to a third party. The appel |l ant however convincingly
expl ai ned that the conpany Hei del berg Instrunents GrbH
no | onger existed, that only part of its techni cal
devel opnent staff and projects had been taken over by
t he appel lant's conpany, and that the only pieces of
evidence relating to the selling of the LPM systemto
Sei ko still available were the few papers of Annex 2
whi ch the technical staff taken over happened to have
taken with them and kept since.

Accordingly, in the circunstances of the present case,
the Board is satisfied that the evidence produced by

t he appell ant establishes that an optical mcroscope
conprising the features which are apparent from
docunent EI was nade available to the public before the
priority date of the patent in suit.
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Patentability

The optical mcroscope described in docunent El
conprises an electric revol ver having sw tching neans
for switching a plurality of objective | enses (see

page 4-2, point 4.3), focusing neans for noving a stage
along an optical axis to focus each of said plurality
of objective | enses attached to said revolver (see

page 10-7), input neans for inputting data, nenory
means for storing the data input by said input neans
and control neans (see the desktop conputer and
keyboard on Figures 1.1 or 3.2).

The description in docunment EI of the procedure to be
foll owed for calibrating the objectives (see page 10-2
t he paragraph "Objective" and page 10-5) shows that the
aimof the calibration is to guarantee that the stage
is so noved after switching of the objective that the
object remains in a focused condition. To this effect,
for each objective lens, the stage is brought in a
calibration step to a position corresponding to the
focused condition (see the first paragraph on page 10-
7) in order obviously to produce and store data
representing a parafocality position along the opti cal
axis of said stage corresponding to the focused
condition of each of the plurality of objective |enses,
as is set out in the first characterising feature of
claim1.

Simlarly, the fact that the stage is automatically
noved after switching of an objective |lens so that the
obj ect remai ns focused (see page 10-5) necessarily
inplies that the parafocality position of the one of

t he objective lenses inserted in the optical path upon
switching the | enses by the electric revolver (as
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determ ned upon calibration) is read out and a control
signal is output to the focusing neans to nove the
stage along the optical axis such that the sw tched
objective lens maintains parafocality, within the
meani ng of the second characterising feature of
claim1.

The respondent in this respect submtted that the LPM
system did not achieve automatic refocusing after

swi tching of the objective | enses because it was stated
on page 10-2 of the user manual that calibration of

t he neasurenent shoul d be perforned whenever a new
waf er material was exam ned, which neant that the
parafocality positions were not stored from one
materi al observation to the other. The Board, however,
notices that the statenment referred to by the
respondent only relates to the calibration of the
nmeasur enent procedure, which ains at providing an

i ndi cation of the sizes of the observed structures in
the x, y and z directions and is disclosed nore in
details from page 10-8 to page 10-9 of the user manual
not to the calibration of the objectives so as to

mai ntai n parafocality, which in the paragraph

"Cbj ective" on page 10-2 precedi ng the paragraph
"Measurenent” is explicitly said to be required only
once.

Thus, the optical mcroscope defined in claimlis

di stingui shed fromthe apparatus described in docunent
El, which undisputedly constitutes the closest prior
art, in that it explicitly conprises detecting neans
for detecting anyone of a plurality of objective

| enses.

The purpose of the above detecting nmeans is to provide
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the control nmeans of the optical mcroscope with
information as to which of the plurality of objective
| enses switched by rotation of the revolver is
currently located in the optical path of the

m croscope, which is obviously required to allow the
apparatus to operate correctly.

The skilled person striving at designing a practical
enbodi nent of the optical mcroscope generally

descri bed in docunent ElI, and searching for a neans for
assessing which objective lens is located in the
optical path of the m croscope at a given tinme, would
find in docunment ElIl, which also discloses an electric
revol ver for switching a plurality of objective |enses
in an optical mcroscope, the teaching that optical
detectors or nechani cal contacting el ements can
generally be used for this purpose (see the second

par agr aph of the description).

The provision of detecting neans nust therefore be
consi dered an obvious option for the skilled person
faced with the technical problemunderlying the

i nvention.

The subject-matter of claim1 of the patent in suit for
t hese reasons does not involve an inventive step within
the neaning of Article 56 EPC.

Auxi liary requests

Claim1l1l of the respondent's first auxiliary request in
substance only conprises the additional indication that
novenent of the stage or revolver along the optica
axis to the parafocality position is "by an anount
equal to the distance between the parafocality
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positions for the presently selected objective | ens and
a previously selected objective | ens using the read out
data". The anmount of novenent of the stage or revol ver
which is required for re-focusing after a change of

obj ective | enses necessarily corresponds to the

di stance between the parafocality positions fromthe
one to the other objective | ens. This additional
feature thus expresses no nore than an evi dence.

Claim1l of the respondent's second and third auxiliary
requests define obvious technical nmeans for achieving
nmoni toring of the novenent of a stage, nanely a

posi tion detecting sensor (second auxiliary request) or
an encoder (third auxiliary request).

Since for the above reasons the grounds for opposition
mentioned in Article 100 EPC prejudi ce the maintenance
of the European patent, it shall be revoked

(Article 102(1) EPC).

these reasons it 1s decided that:

The deci sion under appeal is set aside.

The patent is revoked.

The Regi strar: The Chai r man:
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P. Muartorana E. Turrini
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