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Summary of Facts and Subm ssi ons

1909.D

The Appellant (Proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
to revoke the European patent No. 0 590 053 (European
pat ent application No. 92 914 179.4).

The patent as granted (nmain request before the
Opposition Division) contained eighty one clains.

The auxiliary request contained fifty one clains
(Cains 24 to 72 of the patent as granted). |ndependent
Claim1l1l of this auxiliary request read as foll ows:

"1. A nethod of producing 4-am nodi phenyl am ne (4- ADPA)
or substituted derivatives thereof conprising the steps
of bringing aniline, and nitrobenzene into reactive
contact in a suitable solvent system characterized in
that aniline or aniline derivatives, substituted on the
aromatic noiety, and nitrobenzene are being reacted in
a confined zone at a suitable tenperature, and in the
presence of a suitable base and a controlled anmount of
protic material to produce one or nore

4- am nodi phenyl am ne internedi ates, and that the

4- am nodi phenyl am ne i nternedi ates are being reduced
under conditions which produce 4-am nodi phenyl am ne or
substituted derivatives thereof."

The opposition sought revocation of the patent in suit
on the grounds that the clainmed subject matter | acked
novelty and did not involve an inventive step

(Article 100(a) EPC). The opposition was supported by

several docunents incl uding:
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(1) Ber. 1903, 36, 4135-4138

(2) Wkrain. Chim Zur. 1955, 21, 350-360 (translation
into English)

(5) Uspechi Chimi, 1955, 24, 313-45 (translation into
Engl i sh)

(6) Zur. Qobscej Chim 1952, 22, 502-509 (translation
into English)

(7) J. Og. Chem 1983, 48, 1700-1705

The Opposition Division held that the subject-matter of
Claim1l of the patent as granted (main request before
the Opposition Division) |acked novelty over the

di scl osure of docunents (1) or (7).

Regardi ng the subject matter of Claim1l of the

auxi liary request, the Opposition Division held,
relying upon the prior art discussed in the patent in
suit on page 2, lines 15 to 39 which discl osed nethods
of preparation of 4-am nodi phenyl am ne (4- ADPA) by
condensati on of p-chloronitrobenzene and aniline

foll owed by reduction of the nitro noiety, that it
woul d have been obvious for the person skilled in the
art wishing to avoid the use of p-chlorobenzene to
repl ace the said condensation step by the condensation
of aniline and nitrobenzene as taught by docunents (1)
and (7) and thereby arrive at the clained invention.

Wth the statenent of grounds of appeal, the Appell ant
filed as main request a set of fifty eight clains.
Claiml1l was identical to Claim1l of the auxiliary
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request before the Opposition Division (cf. point |1
above) and the further independent O ainms 26, 51, 52,
53, 55 and 57 read as foll ows:

"26. A method of producing al kyl ated

p- phenyl enedi am nes or substituted derivatives thereof
conprising the steps of bringing aniline and

ni trobenzene into reactive contact in a suitable

sol vent system characterized in that aniline or
aniline derivatives, substituted on the aromatic

noi ety, and nitrobenzene are being reacted in a
confined zone at a suitable tenperature, and in the
presence of a suitable base and a controlled anmobunt of
protic material to produce one or nore

4- am nodi phenyl am ne internedi ates, that the

4- am nodi phenyl am ne internedi ates are being reduced to
produce 4-am nodi phenyl am ne or substituted derivatives
t hereof ; and that the 4-am nodi phenyl am ne or
substituted derivatives thereof are reductively

al kyl ated. "

"51. A method of producing one or nore
4- am nodi phenyl am ne i nternmedi ates conpri sing:

a) bringing aniline and nitrobenzene into reactive
contact in a suitable solvent system and

b) reacting the aniline and nitrobenzene in a
confined zone at a suitable tenperature, and in
the presence of a suitable base and a controlled
anount of protic material to produce one or nore
4- am nodi phenyl am ne i nt er nedi at es;
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wherein said suitable solvent is aniline, said protic
material is water, said base is tetramethyl anmoni um
hydr oxi de di hydrate, which is conbined with aniline, to
whi ch m xture nitrobenzene is added at a controlled
rate, the reaction tenperature is 50°C to 65°C, the
reaction is carried out under anaerobic conditions and
t he ambunt of protic material at the beginning of the
reaction is about 9.8% water based on the total volune

of the reaction m xture".

"52. A met hod of producing one or nore
4- am nodi phenyl am ne i nternmedi ates conpri sing:

a) bringing aniline and nitrobenzene into reactive
contact in a suitable solvent system and

b) reacting the aniline and nitrobenzene in a
confined zone at a suitable tenperature, and in
the presence of a suitable base and a controlled
anount of protic material to produce one or nore

4- am nodi phenyl am ne i nt er nedi at es;

wherein said suitable solvent is aniline, said protic
material is water, said base is tetramethyl anmoni um
hydr oxi de, which is conbined with aniline, to which

m xture nitrobenzene is added at a controlled rate, the
reaction tenperature is 70°C, the reaction is carried
out under anaerobic conditions under continuous renoval
of water by azeotropic distillation, and the anount of
protic material at the beginning of the reaction is
about 13. 8% vol une based on the total volume of the

reacti on m xture".
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"53. Tetrasubstituted amoni um sal ts of

4-ni trodi phenyl am ne and substituted derivatives

t hereof wherein each substituent of the
tetrasubstituted ammoniumion is independently sel ected
fromthe group consisting of alkyl, aryl and aryl al kyl
gr oups".

"55. Tetrasubstituted amoni um sal ts of

4-ni trosodi phenyl am ne and substituted derivatives

t hereof wherein each substituent of the
tetrasubstituted ammoniumion is independently sel ected
fromthe group consisting of alkyl, aryl and aryl al kyl
gr oups".

"57. Al kyl substituted di ammoni um salts of

4-ni trodi phenyl am ne or 4-nitrosodi phenyl am ne wherein
each al kyl substituent of the al kyl substituted

di amfmoni umion is independently sel ected".

The Appellant also filed an auxiliary request. However,
in view of the outcone of this appeal, it is not
necessary to deal with it.

Oral proceedi ngs took place on 27 May 2003.

The Appellant's submissions in the witten proceedi ngs
and during oral proceedings my be summari sed as
fol | ows:

- Docunment US-A-4 122 118 (10) acknow edged in the
application as filed and the patent in suit was to
be considered as the closest state of the art.
Thi s docunent discl osed the manufacture of
4- am nodi phenyl am ne (4- ADPA) by first reacting
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ani line and p-chloronitrobenzene in the presence
of potassium carbonate and a catal yst, consisting
of the reaction product of a copper conpound wth
N- et hyl - pyrrol i done, to form 4-nitrodi phenyl am ne
and next reducing the forned 4-nitrodi phenyl am ne
to yield the correspondi ng 4-am nodi phenyl am ne.
The technical problemto be solved in viewthereof
was to provide a further process to prepare 4- ADPA
using | ess expensive raw material, displaying |ess
or no corrosivity to the reactors and placing |ess

burden on the environnent.

- A table submtted at the oral proceedings (and
attached to the m nutes) showed that none of the
docunents cited in the proceedings and related to
t he manuf acture of 4- ADPA woul d have directed the
person skilled in the art, faced with the
techni cal probl em defined above, to the clainmed
process. In particular, none of docunents US-A-4
760 186 (11), US-A-4 404 401 (12) and US-A-4 479
008 (13), all published after the date of
publication of docunent (10), had the slightest
resenbl ance to the clained solution

- It was only with hindsight that the Opposition
Di vision had relied upon docunents (1) and (7) to
deny inventive step:

Docunent (1) dating back to 1903 did not concern

t he preparation of 4-ADPA and only disclosed the

i solation of p-nitrosodi phenylamne in a yield of
3.3% by reacting nitrophenol and anilin, in the
presence of alcali, followed by treatnent with
carbonic acid. The person skilled in the art would

1909.D
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not have found docunent (1) since it was not
concerned wi th maki ng 4- ADPA.

Al t hough docunent (7) disclosed in one experinent
the formati on of 4-nitrodi phenyl am ne by reacting
aniline with nitrobenzene in a base catal ysed
reaction, this docunment concerned a renote
technical field, nanely the study of senescence
inhibition in plants by cytokinins. The person
skilled in the art would not have found docunent
(7) either, since it was concerned with a
different field of art and, furthernore, gave no
hint to hydrogenate the 4-nitrodi phenyl am ne.

- As a further evidence of inventive step, docunents

(14) The Presidential Geen Chem stry Chall enge
Award (1998)

(15) US-A-5 739 403

(16) WO A-35 853

showed t he breakt hrough character of the invention
of the present patent.

The Respondent (Opponent) denied that the subject-

matter of Claim1l of the main request provided an

i nprovenent over the process described in docunent (10).
| ndeed, the advantages |linked to the absence of

chl ori ne conmpounds (chl oronitrobenzene) were counter-

bal anced by the use of tetranethyl ammoni urhydroxid
(TMAH) the manufacture of which was detrinental to the
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envi ronment and whi ch involved a costly mai ntenance of
t he pl ant.

There was no exanple in the patent in suit disclosing a
process according to Caiml.

In view of docunments (1) and (7), it would have been
obvious to prepare the 4-nitrodi phenyl am ne and/ or

4-ni trosodi phenyl am ne by reacting anilin with

ni trobenzene in specific conditions. The reduction of
the nitro- and /or nitroso-conmpounds was a conmon step
as admtted in the patent in suit and as confirned by
docunent s

(17) U Il manns Encycl opadi e der techni schen Chem e, Band
13, Seite 491, Urban and Schwarzenberg, Minchen-
Berlin 1962

(20) US-A- 4 313 002

(21) EP-A- 184 914

(23) J. Org. Chem, 42, 1786 (1977)

Furthernore, it could be derived fromdocunent (21)

t hat 4-nitrodi phenyl ami ne was toxi ¢ and unstable. For
t hese reasons, this product was not used as raw

mat eri al and directly hydrogenat ed.

Thus the subject-matter of Caiml of the main request

whi ch resulted fromthe conbination of two known steps

did not involve an inventive step.
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The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained as nmain
request on the basis of Clains 1 to 58 of the main
request submtted on 25 October 2000 or as auxiliary
request on the basis of Clains 1 to 44 of the auxiliary
request submtted on 27 May 2003 at the oral
proceedi ngs before the Board of Appeal.

The Respondent requested that the main request of the
Appel | ant be refused.

At the end of the oral proceedings the decision of the

Board was announced.

Reasons for the decision

1909.D

The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and is adm ssi bl e.

Mai n request

Novelty is no |longer contested by the Respondent and
t he Board sees no objection in that respect. The sole
guestion to be decided is thus whether the subject-
matter of this request neets the requirenents of
Article 56 EPC.

Article 56 EPC

The patent in suit in the formof the main request
relates to a nmethod of producing 4-am nodi phenyl am ne
(4- ADPA) or substituted derivatives thereof and
consists in a two step process involving, first, the
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formati on of one or nore 4-am nodi phenyl am ne

intermedi ates or the substituted derivatives thereof,
e.g., 4-nitrodi phenyl am ne, 4-nitrosodi phenyl am ne and
the salts thereof, followed by the reduction of said

i nternedi ates to produce 4- ADPA or substituted
derivatives thereof (cf. page 2, lines 5 to 11; page 2,
lines 53 to 55; page 5, lines 45 to 46).

Docunent (10) acknow edged in the patent in suit (cf.
page 2, line 20) and cited by the Appellant in the
statenent of grounds of appeal as the closest state of
the art refers to a process for producing

ni t rodi phenyl am nes by reacting nitrochl orobenzenes
such as p-nitrochl orobenzene with aromati c am nes such
as aniline in the presence of potassium carbonate and a
copper containing catalyst for accelerating the
reaction (cf. colum 1, lines 6 to 9 and lines 44 to 60;
col.2, lines 30 to 31 and lines 51 to 52). The

ni t rodi phenyl am nes produced by the process can be
readily reduced by known nethods to form

am nodi phenyl am nes (cf. colum 3, lines 37 to 41). It
is not contested that the am nodi phenyl am nes obt ai ned
t hrough the reduction step may correspond to the 4- ADPA
prepared by the clainmed nmethod. This docunent ains,
thus, at the sane objective as the clained subject-
matter. Fromthe exanples, it can be deduced that the
reacti on of condensation occurs with a good yield and
since the further reduction step to 4-ADPA i s quasi -
guantitative ("readily reduced"), it can be concl uded

t hat 4- ADPA may obtained in good yield by this process.

The Respondent disputed the Appellant's view and argued
that the gist of the patent in suit was the first step

i nvol ving the condensation of aniline or aniline
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derivatives, substituted on the aromatic noiety, with
ni trobenzene. By contrast, the second step consisting
in reducing the nitro or nitroso intermedi ate conpound
obtained was trivial. Therefore, a docunent descri bing
the first step should be considered as the cl osest
prior art. In that respect, docunent (7) disclosed the
reaction of aniline with nitrobenzene, in the presence
of tert-butoxyde in benzene to yield 24% of

4-ni trodi phenyl am ne and was to be considered as the
cl osest state of the art (cf. page 1704, right-hand
columm, Table I1).

The Board does not accept the Respondent's view. |ndeed,
a prerequisite for a docunent to be qualified as the

cl osest state of the art is that it ains at the sane
objective as the patent in suit. In particular, where a
clainmed invention relates to a process for

manuf acturing a known product as is the case here, then
the cl osest state of the art is confined to docunents
descri bing that conmpound and its manufacture (cf. Case
Law of the Boards of Appeal of the European Patent

O fice, 4'" edition 2001, 1.D.3.6). Since docunent (7)
does not relate to the preparation of

4- am nodi phenyl am ne (4- ADPA) or substituted
derivatives thereof, it cannot qualify as the cl osest
state of the art.

Mor eover, the Board is not aware of any other docunents
aimng at the sane objective as the patent in suit and
requiring |less structural and functional nodifications
than the disclosure of docunment (10) with respect to
the clained subject-matter. Nothing rel evant was
submtted in that respect by the Respondent.
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For the above reasons, the Board considers, in
agreenent with the Appellant, that the disclosure of
docunent (10) represents the closest state of the art,
and, hence, the starting point in the assessnent of

i nventive step.

In view of this state of the art the technical problem
underlying the patent in suit, as already acknow edged
in the specification, consists in providing a further
process for preparing, in good yield, 4-ADPA or
substituted derivatives thereof which does not involve
a halide source and therefore elimnates the halide
removal fromthe waste stream (cf. page 2, lines 8 to
10 and 40 to 41).

The ot her advantages put forward by the Appellant
relating to the | esser cost of the process (Iless
expensive raw material) or to a favourable inpact on

t he environment (less of a burden) are not sufficiently
substantiated with respect to the whole clainmed area to
be taken in consideration. Therefore, none of these

al | eged further advantages are to be taken into account
in the determ nation of the problemto be sol ved.

As the solution to the above stated problem the patent
in suit proposes to condense aniline or aniline
derivatives substituted on the aromatic noiety with
nitro benzene in the presence of a suitable base and a
control |l ed amount of protic material to produce one or
nor e 4-am nodi phenyl am ne internmedi ates, and to reduce
sai d 4-am nodi phenyl am ne i nternedi at es under
condi ti ons whi ch produce 4-am nodi phenyl am ne or
substituted derivatives thereof.
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In the next step, it is to be verified whether the
cl ai med process solves the technical problemdefined
above within its whol e area.

First, it is clear that the clainmed process does not

i nvol ve any hal o conmpound such as p-chl oronitrobenzene
and, therefore, no halide is to be renoved fromthe
waste stream Furthernore, regarding the good yield to
be achi eved by the cl aimed process, the Board observes
t hat the description contains many exanpl es which
report experinments resulting in a good yield of
intermedi ate products in the presence of a controlled
anount of protic material (cf. exanples Nos. 1 to 3, 9,
12, 13 and 17). Since the reduction step is quasi-
gquantitative (cf. exanples Nos. 1A and 19), it follows
that the desired products are al so obtained at good

yi el d. However, the question arose during the oral
proceedi ngs whet her exanple No. 5 which relates to the
condensation reaction in the presence of alcaline bases
was carried out according to the invention, i.e. in the
presence of a controlled anmobunt of protic material.
This question was critical since in the absence of
water or any other protic material, it turned out that
the yield was of the order of 3% as taught by

docunent (1) (cf. point 3.11.1 bel ow).

The Appel l ant convinced the Board that, although this
feature could not be quantitatively defined as it
depends on the solvent, type and anount of base, base
cation and the like, it nmeant that an anount of protic
materi al should be present, as confirned by the
specification on page 5, lines 4 to 6 ("m nimum
anount"). It was pointed out, in that respect, that
exanple No. 5, in particular the experinent involving
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pot assi um hydr oxyde, was an exanple according to the

i nvention, nanely involving water as protic material.

| ndeed, this exanple was described as illustrating
various bases which could be utilized in the nethod of
the invention (cf. page 9, lines 4 to 5). This exanple
was to be understood in view of the specification which
cited as bases tetranethyl anmoni um hydroxi de as wel |l as
pot assi um hydroxi des (cf. page 4, lines 15 to 26).
Since in exanple No. 5, the experinent conducted with
pot assi um hydr oxyde was carried out in the reaction
conditions of exanple of 1D involving

t et r amet hyl anmoni um hydr oxi de di hydrate, it foll owed
that the experinent with potassi um hydroxyde was al so
carried out in the presence of water. This finding al so
applies to the other experinents disclosed in exanple
No. 5 related to other alcaline bases. Al though no
yield was indicated in relation to the experinents of
exanple No. 5, it is to be assuned in the absence of
evidence to the contrary fromthe Respondent that the
experiments of exanple No. 5 also achieve a good yield.

I n conclusion, the exanples of the description (except
conparative exanple No. 6 not in accordance with the
clainmed invention) show that the technical problem
defined above (cf. point 3.6 above) is solved within
the clained area. This finding was not contested by the
Respondent .

It remains to be deci ded whether or not the clai ned
solution is obvious over the cited prior art.

The rel evant question is whether the appropriate person
skilled in the art guided by the technical problemto
be sol ved woul d have been directed to inplenent, in
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view of the state of the art, a process involving the
condensation of anilin or anilin derivatives and

ni trobenzene in the presence of a suitable base and a
controlled anbunt of protic material, followed by a
reduction step.

When starting fromthe nmethod of preparation known from
docunent (10) it is a matter of course that the person
skilled in the art, seeking to provide a further
process for preparing 4-ADPA avoi ding the presence of
halide would turn his attention to that prior art just
addressing that technical problem Various docunents
were cited in that respect:

Docunment (13) relates to the preparation of 4-ADPA by
N-nitrosation of di phenylam ne, then rearrangenent to
4-ni trosodi phenyl am ne by treatnent with HO, followed
by a reduction step (cf. col.2, lines 3 to 17 and
exanple 3). This docunment does not give any hint to the
person skilled in the art on howto get to the clained
process.

Docunents (20) and (21) are no nore hel pful in that
respect as they relate in substance to the sane process
as described in docunent (13) (cf. respectively,

colum 1, lines 51 to 62 and page 7, line 10 to page 9,
line 13).

Docunent (11) relates to the preparation of 4-ADPA by
head-to-tail coupling of aniline in the presence of an
oxi di zing agent to yield an oxidation product
(unidentified) which is then reduced (cf. colum 1,
lines 26 to 66). This docunent gives no hint to the
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person skilled in the art in the direction of the
cl ai med process.

Docunent (12) discloses a nethod of preparation of

4- ADPA by catalytic reduction of nitrobenzene to obtain
ni trosobenzene, followed by a catalytic dinerization
and finally by a reduction to 4-ADPA (cf. colum 2,
lines 12 to 49). This docunment too gives no hint to the
person skilled in the art in the direction of the

cl ai med process.

Docunent (23), consisting of the sole page 1786

provi ded by the Respondent, summarizes in the
introduction the state of the art in the synthesis of
4- ADPA:

" p- am nodi phenyl am ne and derived conpounds have | ong
been used as dye internedi ates and as pol yner
stabilizers, for exanple, as antioxidant or
antiozonants for elastomers. The follow ng brief review
of the literature shows the scope of the nethods tried
for their synthesis. The nitro and nitroso products are
readily reduced to am nophenyl anm nes.

A recent Russian review of industrial process concl uded
that the preferred process involves N-nitrosation of

di phenyl am ne and Fi sher-Hepp rearrangenent to

4-ni trosodi phenyl am ne. These steps..

... Anot her inportant synthesis involves condensation of
aniline or an acylanilide wth p-nitrochl orobenzene to

4-ni trodi phenyl am ne. .. ".
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This | ast docunent confirnms that the state of the art
had established two main routes to prepare 4-ADPA,
either that disclosed in docunents (13), (20) and (21)
or that disclosed in docunent (10).

Docunent (17) relates to the preparation of 4-ADPA by
hydr ogenati on of 4-nitroso- or 4-nitrodi phenylam ne or
by hydrolysis of 4-nitro- respectively

4- am nodi phenyl am ne-2-sulfonic acid. It was not
contested that this docunent gave no hint to obtain
such internmedi ate products and the person skilled in
the art would have turned his attention to the previous
nmet hods of preparation disclosed above.

The Respondent, however, argued that docunents (1) and
(7) disclosed the first step of nitrosation or
nitration according to the clainmed invention and that
t he reduction step was a well-known step, rendering,

t herefore, obvious the clainmed process.

Docunent (1), dated 1903, explains, first, that the
condensation reaction of nitrobenzene wth aniline and
addition of alcaline yields, apart from azobenzene,
phenazi ne and phenazi n-N-oxyde. This reaction is
expl ai ned by the transformation of the nitrophenol in
al cal i ne solution in o-chinonnmonoxi me (o-nitrosophenol
as tautoneric form which condenses with aniline to
yi el d o-nitrosodi phenyl am ne by elimnation of water
and phenazi ne and phenazi n- N-oxyde by cyclisation (cf.
page 4135).

The experinent reported in this publication ainmed at
confirm ng the above nechani sm by isolating the
i ntermedi ate product issued fromthe condensation
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reaction with the p-nitrosophenol, a side-product which
is formed by isonerization of the o-nitrosophenol. In
substance, this experinment consists in reacting aniline
and nitrobenzene with dry solid soda at a tenperature
which starts from 110-120°C and i s mai ntai ned at 120-
125°C. After conmpletion of the reaction, water is added
to the resulting mxture and after cooling, a solid
product, i.e azobenzene and base is recovered, while

t he aqueous alcaline liquid is treated with carbonic
acid, and a product identified as 4-

ni trosodi phenyl am ne crystallises. It was not contested
that the nolar yield of 4-nitrosodi phenylamne with
respect to the starting aniline anobunted only to 3% or
so.

Mor eover, docunent (2) confirms that upon the al kaline
condensation of aniline wth nitrobenzene, together
with formati on of phenazine N-oxyde, a side reaction

t akes place which leads to formation of o- and

p- ni trodi phenyl am nes (cf. page 8, second paragraph).

Docunent (5) confirnms that, in the same al caline
condensation "as a result of a side-reaction wth a
smal | yield p-nitrosodi phenylam ne is formed" (cf.
page 34, second paragraph). Docunent (6) nentions the
study reported in docunent (1) and, fifty years |ater,
takes up the finding that p-nitrosodi phenylamne is
obt ai ned as side product (cf. page 36).

From the above, it becones clear that the person
skilled in the art |ooking for a further process for
preparing 4-ADPA in a good yield would have di sregarded
t he teachi ngs of docunents (1), (2), (5) and (6) given
the poor yield to be expected. Furthernore, the Board
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observes that even though the person skilled in the art
woul d have paid attention to the teaching of docunents
(1), (2), (5) and (6), he would not have arrived at the
clainmed invention since as disclosed by docunent (1)
the reaction takes place at 120°C or so, i.e. a
tenperature where the water fornmed is renoved and
al l owed to proceed without protic nmaterial contrary to
an essential requirenent of the clainmed subject-matter
(cf. point 3.8 second paragraph).

Docunent (7) deals with the reaction of
(aryl net hyl)am nes with superoxyde anion radical in
aprotic nedia in order to study the nechani sm of
senescence inhibition in plant tissue (due to the
generation of free radicals such as & or its
derivatives in the course of biological processes) by
cytokinin. The main object of this publicationis to
study the nmechani sm of scavenging of the free radicals
by (aryl nmethyl)am nes in the context of which, the
aut hors indicate that the reaction of aniline and

ni trobenzene in the presence of potassiumt-butoxyde
yi el ded 24%in nole of p-nitrodi phenylam ne (cf.

page 1704, Table I1).

However, follow ng the teaching of this docunent, the
person skilled in the art would have envi saged carrying
out the reaction in aprotic nmedia and thus woul d have
been directed to a route | eading away fromthe clai ned

sol uti on.

To summari ze, the person skilled in the art seeking a
solution to the technical problem defined above had
before himseveral routes which could be expl ored.
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- nitrosation of di phenylam ne, as disclosed in
docunents (13), (20) and (21) (cf. points 3.10.1
and 3.10.2 above).

- t he oxydation of aniline, as disclosed in docunent
(11) (cf. point 3.10.3 above).

- di neri zation of nitrosobenzene, as disclosed in
docunent (12) (cf. point 3.10.4 above).

- hydrolysis of 4-nitro or
4- am nodi phenyl am ne-2-sul foni c acid as di scl osed
in docunent (17) (cf. point 3.10.6 above).

None of these routes lead to a process within the
cl ai nred ar ea.

He woul d have furthernore di sregarded the condensation
of aniline and nitrobenzene as achi eved in docunents
(1), (2), (5) and (6) since those processes in the
absence of protic material |lead to negligible yields
(cf. point 3.12 above) and docunment (7) would not have
directed himto the clainmed solution (cf. point 3.13
above).

It is concluded that the person skilled in the art
having in mnd the technical problemto be solved and
having all the prior art related to this technical
field at his disposal would not have arrived in an

obvi ous manner at the clainmed invention in the form of
Claim1 of the main request. The subject-matter of
Claim 1l neets therefore the requirenments of Article 56
EPC. The sane applies to dependent Clains 2 to 25 which
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represent particul ar enbodi nents of the subject-matter
of Claim 1.

3.16 The subject-matter of independent Cains 26, 51, 52
i nclude the sane technical features which have | ed the
Board to conclude to the inventive step of Caiml.
Those clains neet, therefore, the requirenents of
Article 56 EPC. The sane applies to Clainms 27 to 50
depending of Claim26. This was not contested by the
Respondent .

3.17 Not hi ng rel evant was submtted by the Respondent
against Clains 53 to 58 relating to internediates
involved in the clainmed process. The Board finds that
the subject-matter of those clains opens the way to a
process for preparing known end products, itself
involving an inventive step. For these reasons, the
Board sees here no objection against inventive step,
ei t her.

3.18 Thus, it follows fromthe above considerations, that
t he objection pursuant to Article 100(a) EPCis to be
rej ect ed.

Auxi | iary request

4. It follows fromthe above that the Appellant's
auxi liary request need not be exam ned.

Remttal to the first instance - Article 111(1) EPC

5. Al t hough the Board has conme to the conclusion that the
mai n request was to be allowed, it was noted that the
description has still to be put into conformty with

1909.D
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the clains of the present main request. Therefore,
having regard to the fact that the function of the
Boards of Appeal is primarily to give a judicial
deci si on upon the correctness of the earlier decision
taken by the first instance, the Board exercises its
di scretion under Article 111(1) EPC to remt the case
to the first instance in order for the description to
be adapted to the all owabl e cl ai med subject-nmatter
according to the main request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of Cains 1
to 58 of the main request submtted on 25 Cctober 2000
and a description yet to be adapted.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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