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Headnot e:

A request under Rule 88 EPC for correction of a docunent
filed at the EPO, the effect of which correction would be
materially to breach principles representing the
fundanmental val ue of |egal procedural certainty, should
not normally be allowed. One such principle is that a
conpetent first instance departnment of the EPO s
enpower ed under Article 113(2) EPC to take a decision
which term nates the first instance procedure on the basis
of the ostensible final requests of the parties; a second
such principle is that a party is not to be regarded as
adversely affected within the neaning of Article 107 EPC
by such a decision which grants his final request.
(Reasons 6).

The statenment in J 10/87 (QJ EPO 1989, 323) at point 12 of
the reasons: "Legal certainty demands that the EPO can
rely on statenments of the parties in proceedings"”

pi npoi nts the preci se procedural stage at which certainty
prevails over intention and Rule 88 EPC reaches the limt
of its applicability, viz when a party statenent is relied
onin a formal juridical act. (Reasons 8).
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Summary of Facts and Subm ssi ons

0822.D

This is an appeal against the revocation of European
patent 281 444 by a decision of the opposition division
posted 29 May 2000.

The reason given for the revocation was that by a
|etter dated 13 April 2000 the proprietor had w thdrawn
all requests so that there was no text agreed by the
proprietor on the basis of which the patent could be
mai nt ai ned.

This is the second tine that the opposed patent has
cone before Technical Board of Appeal 3.5.2. The first
occasion was after the opposition division had issued
its decision, posted 29 April 1996, proposing to

mai ntain the patent in amended formin accordance with
the proprietor's main request filed in oral proceedi ngs
on 22 March 1996. In its decision T 503/96, the board
(in a conposition different to that of the present
board) remtted the case to the opposition division for
further prosecution.

In the present appeal, the appellant proprietor
requests correction under Rule 88 EPC of the letter of
13 April 2000, nanmely that that |etter be disregarded;
and that the decision under appeal be set aside and
that the case be remtted to the opposition division
for further prosecution.

The respondent opponents request that the request for
correction under Rule 88 EPC be refused and the appeal

be di sm ssed.

Oral proceedings were held before the board on
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28 February 2003.

The appel | ant proprietor argued essentially as foll ows:

Under the EPC, opposition proceedi ngs comenced with
the filing of the notice of opposition and, if an
appeal was filed, lasted until a final decision had
been i ssued by a board of appeal. The opposition

di vision's decision nmerely closed the phase before the
opposi tion divi sion.

The present appeal was filed in witing within two
nmonths after the date of notification of the decision
appeal ed fromand the fee for the appeal had been duly
pai d. Thus the appeal had been filed in accordance with
the first two sentences of Article 108 EPC. A statenent
of grounds of appeal was filed in tinme in accordance
with the third sentence of Article 108 EPC. Therefore

t he appeal nust be presuned to be admi ssible until the
board rul ed otherw se. According to the second sentence
of Article 106 EPC, the appeal had suspensive effect.

The appel |l ant had been adversely affected by the
deci si on under appeal. The letter of 13 April 2000 did
not express the true intention of the proprietor. The
wi t hdrawal of all requests was an incorrect statenent
and therefore a correctable m stake had been made in

t he sense of decision J 6/91 (QJ EPO 1994, 349), point
3(1) of the reasons. A request under Rule 88 EPC for
correction of the m stake was filed sinultaneously with
t he grounds of appeal, with enclosures show ng that the
proprietor's true intention was not to abandon the
patent entirely, but only for sonme of the designated
states (see Enclosures 1, 2 and 6). Due to a

m sunder st andi ng i n Japan, wong instructions were sent



0822.D

- 3 - T 0824/ 00

to the European representative (see Enclosure 3), who
carried themout (see Enclosures 4 and 5). As shown on
t he "Rickschein", the European representative received
t he deci si on under appeal on 2 June 2000, not on 7 June
2000 as erroneously stated in the request for
correction filed with the statenent of grounds of
appeal. He first becane aware of the m stake on 6 June
2000 when he received the letter fromhis Japanese
col | eague (Encl osure 6).

The inconveni ence caused to the opponents was
regretted, but they were not entitled to rely on the
finality of the opposition division's decision before
the time limt for filing an appeal had expired. That
deci si on had not been published so third parties would
not be adversely affected by the requested correction,
see decision J 4/97 of 9 July 1997 (not published in QJ
EPO), points 6 and 7 of the reasons.

The present case concerned an appeal abl e deci si on,

whi ch had been shown to have been based on incorrect
facts, in contrast with the situation decided upon in

J 3/01 of 17 June 2002 (not published in QJ EPO), which
concerned a |l oss of a right excluded fromre-

est abl i shnment under Article 122(5) EPC. If the
correction were allowed and the letter of 13 April 2000
were disregarded, that in itself would not void the
opposi tion division's decision retrospectively, it
woul d nerely provide the reason for the board to set

t hat deci sion aside w thout changing the past, as its
effects had been suspended by the appeal .

The appeal and the request for correction under
Rul e 88 EPC had to be considered together by the board,
by anal ogy with the situation in decision J 10/93 (QJ
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EPO, 1997, 91) relating to simultaneous transfer and
restitutio in integrum

The respondent opponents argued essentially as foll ows:

Even if a m stake had occurred - and the evidence on
this did not neet the high standard that the

est abl i shed jurisprudence of the EPO Boards of Appea
required - granting the Rule 88 EPC request would be
anomal ous because it would effectively grant restitutio
inintegrumin a situation where it was not avail able
under Article 122 EPC, cf J 16/91 (Q) EPO 1994, 28) at
3.3 " There can be no restitution of rights in relation
to a decision.” In the present case the proprietor was
not adversely affected, so no adm ssi bl e appeal was
possi bl e either. The decision of the opposition

di vision could not be faulted and hence the board of
appeal had no power to set it aside. Neither could

Rul e 88 EPC be applied to set aside a decision of the
departnment of first instance. The proprietor had an
opportunity to correct his m stake under Rule 88 EPC up
to the nonment when the opposition division issued the
deci sion but not after that.

A third party inspecting the file would have been
entitled to regard the decision as final since no party
had been adversely affected. In fact the opponents were
prepared to offer evidence that the firmTritor, a
potential user of the technol ogy, had been informed by
them that the patent had been definitively revoked. By
t he sane token the opponents thenselves in their
capacity as nenbers of the public were aware of the
deci si on under appeal and the proprietor's letter of

13 April 2000 to the opposition division w thdraw ng
all requests. They were entitled to conclude that there
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were no possi bl e grounds for appeal.

The appel |l ant proprietor and requester had nade use of
the full two-nonth period for appeal before filing the
Rul e 88 EPC request for correction. This was not in
accord with the standard of pronptness required by the
est abl i shed jurisprudence of the EPO Boards of Appea
and had created an unnecessarily and unreasonably | ong
period during which third parties were or could have
been m sl ed about the status of the patent. The fact
that Rule 88 EPC nmade no provisions for protecting
third parties in this situation showed that it was

i nappl i cabl e.

In J 10/93, cited by the appellant proprietor, the
appel I ant applicant was adversely affected by the

deci sion nmade by the | egal division which decision was
t herefore appeal able. In the event the Legal Board of
Appeal found that the |egal division had made a m st ake
in law and therefore set the decision under appeal
aside. In the present case there was no adverse effect
and the opposition division had uncontestedly nade no
m stake; it had taken the only decision open to it
under the EPC. Hence no adm ssible and well -founded
appeal could be filed and the board had accordingly no
power to set the decision under appeal aside.

Reasons for the Decision

0822.D

The notice of appeal was filed and the fee for the
appeal paid within two nonths after the date of
notification of the decision appealed from The
statenent of grounds of appeal and the request under
Rul e 88 EPC for correction of the m stake were filed at
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the sane tinme. There is no doubt that the appeal neets
the requirenments of Article 108 EPC.

However, in order to be adm ssible, the appeal nust
neet all the requirenents nmentioned in Rule 65(1) EPC,
one of which is that the appellant was adversely
affected by the decision under appeal, as prescribed by
Article 107 EPC.

Prima facie, the appellant does not appear to be
adversely affected by the decision under appeal. The
proprietor's letter of 13 April 2000 to the opposition
di vision stated: "The patentee in the present case has
no nore interest in the proceedings. We thus w thdraw
our request for oral proceedings as well as all other
requests." The opposition division therefore did not
refuse any existing request of any of the parties when
it issued its decision revoking the patent, giving as
the reason that with the letter of 13 April 2000 the
proprietor had withdrawmn all requests so that there was
no text agreed by the proprietor on the basis of which
the patent could be maintained. For the sake of

conpl eteness, it may be noted that the proprietor no

| onger agreed the text of the granted form of the
patent, since, during the oral proceedings on 22 March
1996 his main request was for maintenance of the patent
in anmended form (cf point 111 above).

Al t hough the appellant proprietor does not appear to be
adversely affected by the decision under appeal, he
contends that the letter of 13 April 2000 contains a

m st ake, nanely the withdrawal of all requests, and
that correction of the m stake should be all owed under
the first sentence of Rule 88 EPC, that is, the letter
shoul d be di sregarded as not representing the
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proprietor's true intention. Then it could be seen that
t he appel l ant was adversely affected by the decision
and the appeal would be adm ssi bl e.

It follows that, in the circunstances of this case as
set out above, the appeal is adm ssible if and only if
the requested correction is allowable under Rule 88
EPC. Since, as far as the board is aware, this is the
first tinme that a Rule 88 EPC request has cone before a
board of appeal in the sane or closely conparable
circunstances, it is necessary for the board to review
and consider in sone detail the applicable | aw and
jurisprudence in relation to this determ native issue.

Rul e 88 EPC acknow edges the | egal procedural val ue of
having regard to true as opposed to ostensible party
intention in | egal proceedings. The fact that the
provision is franed as a discretionary power in a rule
rather than an article is evidence that this value is
seen as a subordinate val ue which should not prevail in
a serious conflict with other values such as procedural
certainty and econony as expressed by defined
conventionary procedures, departnental powers and tine
limts. This is confirnmed by the existence of

Article 122 EPC which defines precise limted
circunstances and conditions in which true party
intention may exceptionally prevail over procedural
certainty in relation to loss of rights resulting from
non- observance of certain time limts - with specific
exclusions listed in Article 122(5) EPC and third party
protection laid down in Article 122(6) EPC. These
systemati c constructional considerations |ead the board
to the view that outside the institution of restitutio
in integruma request to substitute true for ostensible
intention, eg by way of a Rule 88 EPC request for
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correction of a docunent filed at the EPO, the effect
of which correction would be materially to breach
fundanmental |egal procedural principles representing

t he superordi nate value of | egal certainty, should not
normal Iy be allowed. One such | egal procedural
principle is that a conpetent first instance departnent
of the EPO is enpowered under Article 113(2) EPCto
take a decision which term nates the first instance
procedure on the basis of the ostensible final requests
of the parties as determ ned by the departnent
concerned with due care and diligence having regard to
what has been duly submtted by the parties in person
or by an authorised representative; a second such
principle is that a party is not to be regarded as
adversely affected wthin the nmeaning of Article 107
EPC by such a decision which grants his final request.

The substantial body of jurisprudence of the EPO Boards
of Appeal in relation to Rule 88 EPC deals nostly with
errors in designation of contracting states and
priority data. This jurisprudence has considered the
criteria for exercise of discretion in ternms of

bal ancing the interests of the parties concerned having
regard to the period of time during which third parties
may have been m sl ed by erroneous data. This kind of
guasi -quantitative bal ancing of interests appears to
the board to be inadequate in relation to the issue of
principle to be decided in this appeal. The period of
time during which a third party m ght have been
notionally msled as a result of a file inspection in
the present case does not appear to the board to be a
rel evant neasure in relation to the solemm |egal val ue
represented by the validity and procedural finality of
a decision taken properly w thout any procedural

viol ation - subjective or objective - on the basis of
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all the facts before the opposition division. In this
respect the board finds support in the remarks made in
J 3/01 at point 7 of the reasons that

"corrections..... may not be allowed with regard to

ot her conpelling principles of the Convention" and at
point 10 that "Correction under Rule 88 EPC does not
reverse the effect of decisions already taken on the
basis of the uncorrected docunent and does not re-open
a procedural phase already termnated or a tine-limt
al ready expired”.

I n support of his request the appellant relies on

J 4/ 97 as a decision which allowed a correction under
Rule 88 EPC to set aside the normally | egally binding
effect of a notice of withdrawal of a patent
application received by the EPO. In that decision the
Legal Board applied and extended the jurisprudence
devel oped in J 10/87 (QJ EPO 1989, 323) - according to
whi ch Rul e 88 EPC provides, in appropriate

ci rcunst ances, a wi ndow of opportunity for retraction
of an erroneous w thdrawal of the designation of a
contracting state, which window is closed by official
public notification of the withdrawal of the
designation by the EPO - to the retraction of the

wi t hdrawal of a patent application as a whole. The
present board regards this line of jurisprudence as
confirmng that procedural |egal certainty is a higher
val ue than true party intention. Indeed J 10/87 asserts
this explicitly at point 12 of the reasons: "Legal
certainty demands that the EPO can rely on statenents
of the parties in proceedings" thereby pinpointing the
preci se procedural stage at which certainty prevails
over intention and Rule 88 EPC reaches the limt of its
applicability, viz when a party statenent is relied on
ina formal juridical act. J 4/97 followed J 10/87 in
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finding that publication by the EPOin the Register of
Eur opean Patents or in the European Patent Bulletin
were the relevant formal juridical acts in relation to
wi t hdrawal of a patent application or a designation of
a contracting state. In the judgenent of the board the
rel evant formal juridical act in the present case was

t he posting of the decision of the opposition division.

In arguing that the board has the power to set aside

t he deci si on under appeal the appellant proprietor has
sought to apply the anal ogy of a decision which has to
be set aside as based on an objective substanti al
procedural violation, albeit wthout any fault on the
part of the departnent of first instance, eg as a
result of docunents not reaching the deciding
departnment by virtue of an adm nistrative error
occurring within the EPO It is true that this anal ogy
is at least a partial answer to the respondent
opponent's argunent based on third parties being m sled
by the result of a file inspection, because it nakes
the valid point that a properly advised third party
woul d take into account the possibility of an
apparently flawl ess deci sion being set aside as a
result of an objective substantial procedural

violation, of the kind referred to above, comng to
Iight on appeal. The anal ogy i s nonethel ess not cogent
because it ignores the asymetry in the respective

| egal val ues concerned. The reason why a substanti al
procedural violation involving a fundanental deficiency
can lead to a decision being set aside and i ndeed being
voided ab initio is, of course, that in such a case a
hi gher ranking value than that of true party intention
is involved, viz natural justice or due process. The

| atter even outranks procedural certainty so |long as
proceedi ngs exi st to provide jurisdiction.
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10. The board's reasoni ng above has proceeded assum ng
arguendo that the appellant proprietor has satisfied
t he high standard of proof of m stake applicable to
Rul e 88 EPC, first sentence, requests for correction.
In view of the board' s conclusion that the posting of
t he decision closed the wi ndow of opportunity for a
correction pursuant to Rule 88 EPC no finding on the
di sputed question of proof of mstake is required.

11. Gven that, in the light of the reasoning above, the
appel l ant proprietor is bound by his ostensible
intention expressed in the letter of 13 April 2000 on
whi ch the opposition division properly relied in taking
t he deci sion under appeal, he has to be considered as
not adversely affected by the decision within the
meani ng of Article 107 EPC, first sentence, so that the
appeal falls to be rejected as inadm ssible pursuant to
Rul e 65(1) EPC,

Or der

For these reasons it is decided that:

The request for correction is refused.

The appeal is rejected as inadm ssible.

The Regi strar: The Chai r man:

0822.D



- 12 - T 0824/ 00

D. Sauter W J. L. \Weeler

0822.D



