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Summary of Facts and Subm ssi ons

2893.D

Eur opean patent application No. 94 111 419.1
(Publication No. 0 635 734) was refused by decision of
t he Exam ni ng Di vi si on.

The reason for the refusal was - inter alia - that the
claimed subject-matter |acked novelty in view of the
contents of the docunent

D1: EP-A-0 551 136.

The appel |l ant (applicant) |odged an appeal against the
deci sion, requesting that it be set aside and that a
pat ent be maintained on the basis of the clains
presented as main or auxiliary requests with the
statenent of the grounds of appeal dated 19 June 2000.

Claim1l of the main request reads as foll ows:

"1l. A nethod of preparing particles of a light-
pol ari zing material, which conprises reacting (i)
el emental nol ecular iodine, (ii) a hydrohalide
acid and/or an ammoni um or al kali netal or
al kaline earth netal halide, and (iii) a precursor
conmpound sel ected fromthe group consisting of
nmetal -i on chel ati ng heterocyclic conpounds
containing a nitrogen atomin the heterocyclic
ring, in the presence of a solution of a polyneric
stabilizer in a non-aqueous solvent in which the
precursor conmpound and the |ight-polarized
material are at |east substantially insoluble,

characterized in that
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said reaction is carried out in the presence of an
amount of water effective to cause the formation
of particles of said light-polarizing material,

but | ess than an anmpbunt which results in the
formation of particles of said |ight-polarizing
mat eri al having an average particle length in
excess of 1 mcron, wherein said anount of water
is no nore than 20% by wei ght, based upon the

wei ght of said reactants (i), (ii) and (iii)."

Claim1 of the auxiliary request corresponds to claim1l
of the main request, with the expression "which is
controlled such that it is" being inserted in the
characterizing portion between "an anount of water" and
"effective to cause".

The appellant in its statement of the grounds submtted
in substance that it discovered that control of the
particle size of the light polarizing crystals may be
effected by rigorously controlling the rel ative anount
of water in the reaction nedium to which the skilled
person could get no hint whatsoever fromthe prior art.

The appel l ant al so requested that oral proceedi ngs be
appointed in case the Board could not followits
argunent ati on.

In a comuni cation pursuant to Article 11(2) RPBA dated
25 Septenber 2002 and annexed to the summons to attend
t he oral proceedi ngs which were appointed in accordance
with the appellant’s auxiliary request the Board
expressed its provisional viewthat claim1l of the main
request did not appear to recite any "controlling" of

t he ambunt of water, and that it was not apparent which
specific method step the reference to the anount of
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wat er being "controlled" was nmeant to define in claiml
of the auxiliary request. The claimwould in particul ar
appear to cover enbodinments with no further water being
added to the trace anobunt of residual water already
present in the solvent or precursor conpound. This
appeared to be the case also for the nmethod of

docunent D1.

In its response of 24 Cctober 2002 to the sumons to
oral proceedings the appellant withdrew its request for
oral proceedings, requested a decision in witing and
mai ntained its earlier main and auxiliary requests

Wi t hout subm tting any further argunents.

The oral proceedings scheduled to take place on
14 January 2003 were cancel | ed.

Reasons for the Decision

2893.D

The appeal is adm ssible.

Mai n request

A nethod as defined in the preanble of claim1l is

undi sputedly di scl osed in docunent D1, as was agreed by
the appellant in its statenent of the grounds of appeal
(see page 2, 2nd paragraph). Furthernore, the method of
docunent D1 also results in the formation of particles
of light-polarizing material having an average particle
| ength which does not exceed the Iimt of 1 mcronetre
as is set out in the characterizing portion of claiml
(see colum 4, lines 11 to 15: "preferred size of the
light-polarizing particles is less than 1 pm and
preferably in the range fromO0,1 to 0,3 uni).
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The clainmed nethod is "characterized in that the
reaction is carried out in the presence of an anount of
water effective to cause the formation of particles of
said light-polarizing material, but |ess than an anmount
which results in the formati on of particles of said
light-polarizing material having an average particle

l ength in excess of 1 mcron, wherein said anount of
water is no nore than 20% by wei ght, based upon the

wei ght of itheji reactants".

Docunent D1 does not specify that any anount of water
nmust be added to the reactants.

On the one hand, however, the wording of the
characterizing portion of claim1l does not require the
addi ti on of supplenmentary water to the reactants since
it al so enconpasses reactions carried out in the
presence only of trace amobunts of residual water in the
sol vent or precursor conpound, as is clear e.g. from
Exanple 1 of the invention as described on page 15 of

t he description of the present patent application (see
al so the | ast sentence on page 4, according to which
the 6 mlliseconds decay tine as neasured for Exanple 1
correlates with a particle size of up to

0,2 mcronetres).

On the other hand, the present description itself
states that the requisite reaction to formthe Iight

val ve particles does not occur in the conplete absence
of water (see page 3, lines 15 to 20), and that

resi dual water present in the precursor conpound is
usually in the range from1l to 3 percent by weight (see
page 17, lines 11 to 14). Accordingly, the Board
concurs with the examning division's view that the
nere fact that the method of document D1 actually
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produces particles having a size of |ess than

1 mcronetre and preferably in a range fromO0,1 to

0,3 mcronetre - which is the size considered suitable
also in the present description (see page 4, lines 1
to 4) - establishes that sone residual water is present
also in the starting materials of the nethod of
docunent D1.

Since claim1l enconpasses a preparation nethod
performed w thout any suppl enentary water being added,
its subject matter is anticipated by the nmethod of
docunent D1 and is not novel wi thin the neaning of
Article 54 EPC, accordingly.

Auxi | iary request

Claim1 of the auxiliary request is distinguished from
claiml1l of the main request in that the anount of water
effective to cause the formation of particles of the
desired size and in the presence of which the reaction
is perforned is now stated to be "control |l ed".

As indicated in the Board's comuni cation of

25 Septenber 2002, it is not apparent which additional
[imtation this reference to controlling the anmount of
water is nmeant to define. The claimin particular stil
covers enbodi nents with no further water being added to
the trace anmount of residual water already present in

t he sol vent or precursor conmpound (see Exanples 1 or 4
on pages 15 and 16 of the description), which was not
deni ed by the appellant.

Accordingly, the subject matter of claim1 of the
appellant's auxiliary request is not novel either
within the nmeaning of Article 54 EPC, for the reasons
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already set out in relation with the main request.

Or der

For these reasons it is decided:

The appeal is dism ssed.

The Registrar:

P. Martorana

2893.D

The Chai r man

E. Turrini



