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Summary of Facts and Subm ssi ons

2267.D

The Appel | ant (Opponent) | odged an appeal on 31 July
2000 agai nst the decision of the Opposition Division
posted on 8 June 2000 rejecting the opposition agai nst
Eur opean patent No. 515 027 which was granted on the
basi s of seventeen clains, the only independent claiml
readi ng as foll ows:

"1l. A process for recovering ethylene dichloride (EDC)
wherein crude ethylene dichloride feed streamfrom a
chlorination or oxychlorination unit is distillation
separated into an overhead stream of purified ethylene
di chloride and a bottons stream of crude EDC contai ni ng
fouling amounts of chlorinated and/ or oxygenated
polynmeric materials, characterised in that fouling in
the bottons streamis inhibited by introducing into the
crude ethyl ene dichloride feed stream an anti f oul ant

whi ch is:

(A) the reaction product of (i) an olefin polymnmer of
C2 to Cl10 nono-ol efin having a nol ecul ar wei ght of 300
to 5000 reacted with a C4 to Cl0 nono-unsat ur at ed

di carboxylic acid, ester or anhydride material; and
(i1) a basic reactant selected fromthe group

consi sting of an am ne, am no al cohol and m xtures

t her eof ;

or

(C a blend of 10 to 90 wt% (A) and 90 to 10 wt % of an
oi | -sol ubl e magnesi um al kyl aromatic sulfonate (B)."
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Notice of Opposition had been filed by the Appell ant
requesting revocation of the patent as granted to the
extent of claims 1 to 6 and 15 on the grounds of | ack
of novelty and of inventive step. Inter alia the
foll owi ng docunments were submitted in opposition

pr oceedi ngs:

(1) "Sicherheitsdatenblatt"” of Petroneen AF-114,
sept enber 1981,

(2) Product Facts sheet of Petroneen AF-114, 1983,

(3) US-A-3 271 295 and

(4) US-A-3 271 296.

The Opposition Division held that the alleged public
prior use did not destroy the novelty of the subject-
matter clained. It had not been shown beyond al
reasonabl e doubt that the commercial product Petroneen
AF- 114 contai ned an antifoul ant denoted (A) according
to claim1 and that the conposition of Petronmeen AF-114
was available to the public before the priority date of
the patent in suit.

The affidavit of Goliaszewski designed to denonstrate
that the skilled person was able to determ ne the

chem cal conposition of that commercial product, was to
be di sregarded since he had private information which
was not available to the public. Thus, Coliaszewski did
not anal yse the comercial product AF-114 as such, but
t he comrercial product Lubrizol 8065 which he knew was
the active ingredient thereof. The Opposition D vision
was not convinced that the concl usions which
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Gol i aszewski reached in his affidavit were those which
woul d have been drawn by the skilled person not in
possession of the additional private information which
he had. As the commercial product AF-114 conprised the
sol vent heavy aromati c naphtha which was a conpl ex
organic mxture, it would have been very difficult for
the ordinary skilled person to determ ne the chem ca
structure of the active ingredient of that commrercial
product. Therefore the Opponent-Appel |l ant had not
proven beyond all reasonabl e doubt that the chem ca
conposition of AF-114 was available to the public.

Furthernore, the use of the product AF-114 as an
antifoulant in a process as defined in claim1 was not
made available to the public before the priority date
since that informati on was passed on to a | arge, but
only limted circle of persons who were usually bound
by secrecy.

The docunents on file did not anticipate the clained
i nvention either as none disclosed specifically an EDC
distillation process.

Wth respect to inventive step, docunments (3) and (4)
taught to use conmpounds as defined under (A) inclaiml
as antifoulants in a hydrocarbon refinery process. In
view of the different chem cal/physical properties of
hydr ocar bons and et hyl ene di chloride and the nature of
the foulants, the skilled person would not have
expected such an antifoulant to be suitable for use in
an EDC plant. Thus, the clainmed process was found to be

non- obvi ous.

2267.D
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| V. The Respondent (Proprietor of the patent) defended the
mai nt enance of the patent in suit on the basis of the
clainms as granted and subsidiarily on the basis of the
set of clains submitted as auxiliary request on 17 June
2003. The clains according to the auxiliary request
differed fromthose as granted exclusively in that
claiml1l was restricted to one of the granted
alternatives for the conposition of the antifoul ant,
nanmely to the blend of 10 to 90 wt% (A) and 90 to
10 wt % (B).

V. The Appellant submitted that the commrercial product
AF- 114 destroyed the novelty of the clainmed invention
since it was nmade available to the public as an
antifoulant in a process as defined in claim1 of the
patent in suit w thout any secrecy agreenent. The
skilled person was al so able to identify the chem cal
structure of that commercial product AF-114 which
contained the antifoulant (A) as specified in the
characterising portion of granted claim1. In support
of his allegation the Appellant relied on a fresh
anal ytical report of the external |aboratory "Jordi"
filed on 14 April 2001 in appeal proceedi ngs which was
to be taken at its face value. That | aboratory nmade a
search in the patent literature before starting the
chem cal analysis of the structure of the product
AF-114 which was the way a skilled person would tackle
that objective. At the oral proceedings before the
Board he conceded that the affidavit of Coliaszewski
was incorrect since it started from Lubrizol 8065, not
fromthe product AF-114 and since CGoliaszewski used
private information to identify the chem cal structure
t hereof . Therefore that evidence should be disregarded
in the proceedings.

2267.D
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Mor eover docunents (3) and (4) anticipated the process
cl ai med since they disclosed the use of an antifoul ant
as defined in enbodinent (A) of claim1 in a refinery
process of hydrocarbons which covered ethyl ene

di chl ori de.

In the assessment of inventive step the Appell ant
started froma conventional purification process of
crude ethylene dichloride as acknow edged on page 2,

par agraph 2 of the patent specification. The probl em
underlying the invention was the reduction of fouling.
Docunents (3) and (4) gave an incentive to use
conpounds as defined in enbodiment (A) of claim1l in
order to reduce fouling. Though those docunents were
directed to a refinery process of hydrocarbons,

docunent (2) indicated to the skilled person that those
antifouling compounds could al so be used in the
distillation of chlorinated hydrocarbons which included
et hyl ene dichloride. Therefore the clained process was
obvious in the light of the state of the art.

In respect of the Respondent's auxiliary request the
Appel | ant submtted that he never opposed that

enbodi mrent and that he had no objections to nmaintain
the patent in suit in this restricted form

The Respondent submitted that the all eged public prior
use of the comercial conmpound AF-114 in an ethyl ene
dichloride distillation process had to be proven by the
Appel | ant beyond all reasonabl e doubt. He argued that

t he Appellant nevertheless failed to present pertinent
evi dence whi ch showed the chem cal structure of that
product. The affidavit of Goliaszewski was to be
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di sregarded since he did not anal yse the product AF-114
as such and since he used private and inside

i nformati on when analysing its structure. The

Appel lant's fresh anal ytical report of the |aboratory
"Jordi" | acked any rel evance because that |aboratory
was not certain about the chemi cal structure of the
active ingredient in AF-114 indicating only "one
possi bl e structure” and because it did determine this
"possi bl e structure” by chem cal analysis in
conmbination with structural information gathered from
patent literature. Furthernore, the Respondent
submtted that the commercial product AF-114 conprised
heavy aromatic naphtha as solvent. The skilled person
was not able to detect w thout undue burden the

chem cal structure of the active ingredient conprised
therein since it was difficult to renove that sol vent

t hereby hindering the structural analysis of the active
ingredient. Therefore the alleged prior use did not
destroy the novelty of the clainmed subject-matter.

Docunents (3) and (4) did not anticipate the clained
invention either as none disclosed specifically an
et hyl ene dichloride distillation process.

The Respondent objected to the late filing of the

anal ytical report of the l|aboratory "Jordi" during the
appeal proceedings by the Appellant which anbunted to a
"drip feed" of evidence. As that report |acked

rel evance on the grounds given above he requested this
late filed evidence to be disregarded.

Wth respect to inventive step, the Respondent started
al so froma conventional purification process of crude

et hyl ene dichl oride as acknow edged in the
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precharacterising portion of claim1l and considered the
reduction of fouling as the problem underlying the

i nvention. Though dealing with the reduction of fouling
the skilled persons would not take docunents (3)

and (4) into account since they were limted to the
distillation of petroleum hydrocarbons. That process
was, however, substantively different fromthe
distillation of crude ethylene dichloride thereby
preventing consideration of antifoulants taught in

t hose docunents as being suitable in the latter. Nor
woul d the skilled person conbine their teaching with
that of docunment (2) which gave nunerous suitable
applications for the antifoul ant product AF-114 w t hout
specifically addressing the distillation of ethylene
dichloride. Therefore it was not obvious to try using

t he antifoul ant known from docunents (3) and (4) in the
distillation of crude ethylene dichloride.

The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked in the form as
granted, or maintained in the formas anended accordi ng
to the auxiliary request submtted on 17 June 2003 by

t he Respondent.

The Respondent requested that the appeal be dism ssed
and the patent be maintained as granted or subsidiarily
that the patent be nmaintai ned as anended on the basis
of the auxiliary request submtted on 17 June 2003.

The decision of the Board was given orally at the end
of the oral proceedings.
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Reasons for the Decision

1

2267.D

The appeal is adm ssible.

Late filed evidence (Article 114(2) EPC)

The Appellant's fresh analytical report nmade by the

| aboratory "Jordi" is new evidence submtted for the
first time on 14 April 2001 during appeal proceedings.
No reason has been given for this late filing by the
Appel | ant, nor can the Board see any such reason. This
anal ytical report is supposed to prove that the
commerci al product AF-114 which is purported to have
been publicly used in an ethylene dichloride
distillation process before the priority date of the
patent in suit, contains an active ingredient having a
structure covered by the antifoulant (A) according to
claim1 thereby destroying the novelty of the clained
i nvention. However, the report does not establish the
structure of that active ingredient with certainty.
Thus, the analytical report specifies inits
"Conclusions” that it merely indicates "one possible
structure” of the active ingredient contained in the
product AF-114 and that it nerely "believe[s]" a
particular structural portion to be present therein.
The anal ytical report, hence, determnes for the active
ingredient only a tentative structure which is not
certain. Moreover, the Appellant explained that this
report has to be taken as it stands, further

i nformati on not being available to clarify any issue.

Due to these uncertainties, the analytical report
"Jordi" does not properly and accurately establish the
structure of the active ingredient contained in the
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product AF-114. The Appellant cannot di scharge the
burden of proof which is upon himto establish beyond
all reasonabl e doubt that this ingredient has a
structure in accordance with the antifoul ant (A) of
claiml by relying on that fresh anal ytical report. As
a consequence, it is not to be taken into account when
assessing novelty. Lacking, thus, relevance for the
decision to be taken the late filed analytical report,
as requested by the Respondent, is not admtted into

t he proceedings (Article 114(2) EPC)

Mai n request

2267.D

Novel ty

The Appel |l ant objected to the novelty of the clained
process based on a public prior use alleging that the
commerci al product AF-114 was used before the priority
date of the patent in suit in a distillation process of
crude ethylene dichloride, wherein that product AF-114
contai ned an active ingredient which satisfied all the
structural features of the antifoulant (A) indicated in
t he characterising portion of claiml.

According to the jurisprudence of the Boards of Appeal,
it is with the Appellant-COpponent invoking the
invalidity of a patent on the ground of a public prior
use that the burden of proof rests for the facts he

all eges while the I evel of proof should be a degree of
certainty which is beyond all reasonabl e doubt (see
decisions T 472/92, QJ EPO 1998, 161, point 3.1

T 782/92, point 2.2, not published in Q3 EPQ T 97/ 94,
Q) EPO 1998, 467, point 5.1; T 116/02, point 2, not
published in QO EPO. If the Appellant, whose argunents
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rest on these alleged facts, is unable to discharge its
onus of proof, it |oses thereby.

In the present case, therefore, the burden of proof for
the fact that the active ingredient contained in the
product AF-114 satisfies all the structural features of
the antifoulant (A) of claim1l rests upon the

Appel lant. I n support thereof, he submtted the
affidavit of Coliaszewski before the Opposition

Di vision who disqualified this affidavit for |ack of
perti nence. The Appellant conceded at the oral
proceedi ngs before the Board that this affidavit was to
be ignored in the proceedings since it was unfair in
that Coliaszewski did not anal yse the comerci al

product AF-114 as such, but Lubrizol 8065 which he knew
frominside informati on was an ingredi ent thereof and
since he used in his analysis additional private
information. For these reasons, the affidavit of

Gol i aszewski is not to be taken into account by the
Board. The further fresh analytical report "Jordi" was
not admtted into the proceedings on the ground of its
late filing and | ack of relevance for the decision to
be taken. The Appellant did not rely on any further
evidence in order to support his subm ssion; nor is the
Board aware of any such evidence.

Thus, the Appellant's allegation that the comerci al
product AF-114 is covered by claim1l is an unverifiable
statenment devoid of any corroborating evidence. In the
absence of evidence, however, the Appellant has not

di scharged the burden of proof which is upon him wth
t he consequence that his unsubstantiated objection to
the novelty of the clained invention based on the
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al l eged public prior use is to be disregarded by the
Boar d.

Docunents (3) and (4) are directed to a refinery
process of petrol eum hydrocarbons using an antifoul ant
denoted (A) in claim1l. As exanples for petrol eum

hydr ocar bons the docunents |ist naphthal ene, gas oil,
crude oil, residuumdistillate, gasoline or mxtures

t hereof. The Appellant and t he Respondent had di vergent
views as to whether or not the term "petrol eum

hydr ocar bons" covered et hyl ene dichlori de.

However, irrespective of that divergency in views
between the Parties, those docunments do not
specifically disclose ethylene dichloride on which fact
bot h, the Appellant and the Respondent concurred. Due
to that silence in docunents (3) and (4) the generic

di scl osure of "petrol eum hydrocarbons” does not reveal
to the skilled person any individual conpound and,

t hus, al so not the particular conpound ethyl ene
dichloride. It appears that the Appellant interprets

t he di scl osure of these docunents with the know edge of
t he present invention, which the Board cannot accept.

Thus, in the Board's judgenent, documents (3) and (4)
do not anticipate the subject-matter of the clained

i nventi on.

For the above reasons, the Board concl udes that the
subject-matter of the patent in suit is novel and neets
the requirements of Articles 52(1) and 54 EPC.



4.2

2267.D

- 12 - T 0805/ 00

| nventive step

The patent in suit is directed to a distillation
process of a crude ethylene dichloride feed stream
resulting froma chlorination or oxychlorination unit
(precharacterising portion of claim1). That process
al ready belongs to the state of the art as indicated on
page 2, lines 10 to 13 of the patent specification and
as acknow edged by the Respondent and the Appell ant
before the Board. Were the patent in suit and the
Respondent - Pat ent ee acknow edge a particul ar state of
the art as being closest to the clainmed invention and
the starting point for determning the problem
underlying the patent in suit, then the Board shoul d
adopt this as the starting point for the purpose of a
probl em sol ution analysis unless it turns out that
there is closer state of the art of greater technical
rel evance (see e.g. decisions T 800/91, point 6 of the
reasons; T 68/95, point 5.1 of the reasons).

Thus, the Board considers, in agreenent with the
Appel l ant and the Respondent, that in the present case
the distillation process of a crude ethyl ene dichloride
feed streamresulting froma chlorination or
oxychlorination unit represents the closest state of
the art and, hence, takes it as the starting point when

assessing inventive step.

The drawbacks of that conventional distillation process
of a crude ethylene dichloride lie in the serious
fouling occurring in the various units handling liquid
et hyl ene dichloride. Thus, the technical problem
underlying the clainmed invention as indicated in the
specification of the patent in suit on page 2, |ines 5,
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6 and 13 to 20 and as submtted by both, the Appellant
and the Respondent, consists in inhibiting the fouling
in that distillation process of crude ethyl ene

di chl ori de.

As the solution to this problem the patent in suit
proposes inter alia to introduce into the crude

et hyl ene dichloride feed streaman antifoul ant (A) as
defined in the characterising portion of claim1l (see
poi nt | above).

The Appel |l ant never disputed that the clainmed process
successfully achieves the inhibition of fouling in the
distillation process of a crude ethylene dichloride;
and the Board is not aware of any reason for
chal l enging this finding. The specification of the
patent in suit denonstrates in the experinents on
pages 6 and 7, Tables | and Il the successful
inhibition of fouling in the presence of the
antifouling (A). For these reasons, the Board is
satisfied that the problemunderlying the patent in
suit has been sol ved.

Finally, it remains to be deci ded whether or not the
proposed solution to the probl em underlying the patent
in suit is obvious in view of the cited state of the
art.

When aimng at inhibiting the fouling in a distillation
process of hydrocarbonaceous feedstocks, it is a matter
of course that the person skilled in the art would turn
his attention to that prior art in the field of
distillation technol ogy just addressing that technical
problem As a skilled person he would be struck by
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docunents (3) and (4) which aimat overcom ng the
phenonenon of fouling ((3), colum 1, line 69; (4),
colum 2, line 1). Both documents are directed to a
distillation process wherein the fouling is
successfully inhibited by the use of an antifoul ant as
indicated with the paraneter "Percent fouling

i nhibition" in docunent (3), colum 6, Table 2 and

docunent (4), colum 6, Table I. The antifoul ants are
al kyl substituted succinimdes ((3, colum 2, line 19;
(4), colum 2, line 23) and result fromreacting a

nono- unsat urated di carboxylic acid material, nanely an
al kyl substituted succinic acid anhydride, with an
amne (clainms 1). The succinic acid anhydride has been
reacted beforehand in particular with the nono-ol efin
pol ymer pol yi sobutyl ene having a nol ecul ar wei ght

bet ween 600 and 1000 ((3), colum 3, lines 6 to 8; (4),
colum 3, lines 7 to 9) in order to incorporate the

al kyl substitution. The antifoulants are introduced
into the crude feed stream ((3), colum 5, lines 19

to 23; (4), colum 4, lines 46 to 50). Thus, the
antifoul ants taught in docunents (3) and (4) conply
with the antifoulant (A) as defined in claim1l, which
findi ng has never been di sputed.

The Board concludes fromthe above that the state of
the art, in particular docunents (3) and (4), give the
person skilled in the art a concrete indication of how
to solve the problemunderlying the patent in suit as
defined in point 4.2 above, namely by introducing an
antifoul ant such as clainmed into the crude feed stream
of the conventional ethylene dichloride distillation
process, thereby arriving at the clainmed process, i.e.
the solution proposed by the patent in suit. In the
Board's judgenent, it was obvious to try to follow the
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avenue indicated in the state of the art with a
reasonabl e expectation of success w thout involving any

i nventive ingenuity.

The Respondent argued in support of inventive step that
the refinery processes addressed in docunments (3)

and (4) referred to the distillation of petrol eum

hydr ocar bons which were different to ethyl ene
dichloride and the fouling encountered therewth.
Therefore the skilled person was deterred from appl yi ng
t he teaching of those docunents to an ethyl ene
dichloride distillation process.

However, docunents (3) and (4) address precisely the
probl em underlying the patent in suit with the
consequence that a skilled person takes those docunents
necessarily into consideration when | ooking for a
solution to that problem Furthernore, docunent (2)
teaches to apply the product AF-114 which is a m xture
of al kyl substituted succinimdes (cf. docunment (1),
page 2), as antifoulant in different types of
distillation processes. Docunent (2) addresses
specifically the use in crude oil exchangers and gas
oil plant reboilers (page 1, left col um,

"Application”) as well as in chlorinated hydrocarbon
purification systens (page 1, left colum, "Case

H story #2"). Thus, the skilled person |learns fromthe
teachi ng of docunment (2) that antifoulants of the class
of al kyl substituted succinimdes to which belong those
used in docunents (3) and (4), are not confined to a
use in the distillation of petrol eum hydrocarbons, such
as crude oils or gas oils, but can al so be used
successfully in preventing fouling in the distillation
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of chlorinated hydrocarbon, which include ethyl ene
di chl ori de.

For those reasons, the person skilled in the art is not
deterred from applying the teaching of docunents (3)
and (4), i.e. adding to the crude hydrocarbonaceous
feed streamthe al kyl substituted succinimde

antifoul ants taught therein, in order to solve the
probl em underlying the patent in suit, nanely that of
inhibiting fouling in the conventional ethylene
dichloride distillation process.

4.6 Therefore, in the Board's judgenent, the subject-matter
of claim1l represents an obvious solution to the

probl em underlying the patent in suit.

5. As a result, the Respondent's main request is not
al l owabl e as the subject-matter of claim1l | acks
inventive step pursuant to Article 56 EPC.

Auxi | iary request

6. Amendnents (Article 123(2) and (3) EPQ

In claiml1 according to the auxiliary request the

subj ect-matter has been limted to one of the
alternatives for the conposition of the antifoulant in
granted claiml1, i.e. to the blend of 10 to 90 W % (A)
and 90 to 10 wt% (B). Thus, that anendnent conplies
necessarily with the requirements of Article 123(2) EPC
and since it brings about a restriction of the scope of
the granted claim and therefore of the protection
conferred thereby, it is also in keeping with the

requi renents of Article 123(3) EPC.

2267.D
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Novel ty, Inventive step

The patent in suit has been objected to by the
Appel l ant on the grounds of |ack of novelty and
inventive step exclusively with respect to the
antifoulant (A) in granted claim 1. That enbodi nent (A)
is no |longer enconpassed by claim1l according to the
auxiliary request. The Appellant explicitly submtted
at the oral proceedings before the Board that he never
opposed the enbodi nent of the present auxiliary request
and that he had no objections to maintain the patent in
suit in this restricted form

Therefore, novelty and inventive step of the subject-
matter of the auxiliary request was not in dispute in
this appeal and the Board is satisfied that the clained
invention is novel and inventive vis-a-vis the state of
the art since there are no facts, docunents or other

evi dence in the proceedi ngs which may chal |l enge the
auxiliary request. Since the Appellant and the
Respondent concurred on that issue, detail ed reasons
need not to be given.



- 18 - T 0805/ 00

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
auxiliary request submtted on 17 June 2003 and a
description yet to be adapted.

The Regi strar: The Chai r man:

P. Crenopna A. Nuss

2267.D



