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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 95 928 842.4, based on
I nt ernati onal application No. PCT/US95/10388, filed on
16 August 1995, claimng the priority of 19 August 1994
of an earlier application in the USA (293217) and
publ i shed under No. WO A-96/ 06130 on 29 February 1996,
was refused by a decision of the Exam ning D vision,
issued in witing on 9 March 2000.

The deci sion was based on a set of 12 clains submtted
with a letter dated 27 April 1998.

The two i ndependent clainms of this set read as foll ows:
"1l. A plastic article conprising plastic and a
m crobicidally effective amount of cal ci um
pyr oborate. "
"9. A process for protecting the plastic article of
any one of clains 1 to 8 from m crobi ol ogi cal

attack conpri sing:

incorporating a mcrobicidally effective anount of
cal cium pyroborate into a plastic prem x and

formng the premx into said plastic article.™

The remai ning cl ai ns were dependent clains concerning
particul ar enbodi ments of the above subject-matter.

According to the decision, the subject-matter clai ned
was novel over

D1: EP-A-0 434 391,
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because that docunment related to paint conpositions,
but not to plastic articles (section I1.(3)).

However, the subject-matter clainmed was held not to be
inventive in the light of the disclosure of the "prior
art discussed on page 1 of the Application (plastic
articles containing mcrobicides, e.g. barium

nmet aborate) (which) represents the closest prior art to
the subject-matter of present Claiml. The presently
clainmed articles differ fromthose of the closest prior
art in the use of cal cium pyroborate as m crobicide."”
This finding also applied to the process of Caim?9.

One of the docunents nentioned on page 1 of the
Application in suit,

D2: US-A-4 086 297,

had been explicitly referred to by the Exam ning
Division in an annex to sunmons to oral proceedings,
i ssued on 22 April 1999 (the oral proceedi ngs had,
however, been cancelled on 23 Novenber 1999).

The obj ective technical problemsolved was seen in the
provi sion of non-toxic, nmould resistant plastic
articles and a process for their preparation.

It was held that docunment Dl described the use of
silica-coated cal cium pyroborate as an excel |l ent non-
toxic mcrobicide for paint filnms. The performance of
this pyroborate was superior to the previously used,

but toxic, barium netaborate (Exanple 15 and page 2,
l[ines 5 to 10). For the skilled person seeking to solve
t he above-nentioned technical problem it was,
therefore, obvious to apply the teaching of D1, which
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concerned the mcrobicidal protection of conpositions
contai ning plastics. The skilled person woul d have had
no reason to believe that the essential m crobicidal
activity of cal cium pyroborate woul d be affected by a
different preparation process or end use of other

pl asti c-contai ni ng conpositions, eg solid plastic
articl es.

The argunent that the skilled person would have
expected poorer plastic processing with cal cium
pyroborate due to its higher water content than barium
net abor ate, because of the heating step in the
manuf act uri ng process of the plastic articles was
deenmed not persuasive. Thus, the skilled person had the
option of using anhydrous fornms of the conpound (as
noted on page 6 of the application) and the nmethod of
produci ng the plastic articles clainmed wuld not
necessarily invol ve working at tenperatures where water
woul d be lost (ie mght be released fromthe cal ci um
pyr oborate).

It was known fromDl to reduce the water solubility of
cal cium pyroborate by coating it with silica. Moreover,
no particul ar technical effect had been shown to be
associated with either the particular plastic used, the
anount of the pyroborate or the nature of the article
formed. The plastic conpounding and form ng steps were
deened conventi onal .

On 18 May 2000, a Notice of Appeal against the above
deci sion was | odged by the Appellant (Applicant). The
prescri bed fee was paid on the sane day.

In the Statement of G ounds of Appeal, submitted on
18 July 2000, the Appellant requested interlocutory
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revi sion under Article 109 EPC on the basis of an
anmended set of eight clains and further argunents,
whi ch were "believed to overcone the outstandi ng
grounds of objection maintained by the Exam ner".

Caim1l of the new set of clains read as foll ows:

"1. A process for protecting a plastic article from
m cr obi ol ogi cal attack conpri sing:

(1) incorporating a mcrobicidally effective
anount of hydrated or silica-coated cal cium
pyroborate into a plastic prem X,

(iit) formng the premx into said plastic
article, and

(iii) heating the plastic premx prior to or
during said formng step (ii)."

The remai ning clains are dependent clains relating to
particul ar enbodi ments of the above process.

It was argued in the Statenent of G ounds of Appeal
that the clainms as anended reflected the distinction of
t he cl ai med subject-matter over the closest prior art,
D1, which was based on the difference in the nature of
the process required for manufacture of plastic
articles as opposed to manufacture of paints, as
submtted in a letter dated 25 Oct ober 1999.

Those argunents were sunmarised in that, unlike the

nmet hod of manufacture of paints, which required only a
sinmpl e blending step as disclosed in D1, the production
of plastic articles required a process which included
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heating the plastic premix in order to nelt it before
pressing it into the finished article. In contrast,
paints did not require this nelting step because they
were inherently in liquid, flowable form

It woul d not have been obvious for a person skilled in
the art to use hydrated or silica-coated cal ci um
pyroborate in a nethod of manufacture of a plastic
article, because hydrated cal cium pyroborate and its
nodi fied (eg silica-coated) fornms contained a
sufficient anobunt of water, such that these conpounds
woul d have been expected to interfere in the plastics
manuf act uring process. Thus, the skilled person woul d
ordinarily have avoi ded use of hydrated fornms of

cal cium pyroborate in a plastics processing nethod
because any water rel eased during processing could have
had a harnful effect on the processability of a

pl asti c.

Surprisingly, it had been found that hydrated cal ci um
pyroborate and its nodifications in hydrated formcould
i ndeed wit hstand processing tenperatures required of
manufacturing plastic articles, and in fact poor
processi ng characteristics were not encountered during
t he manufacturing process. Therefore, it was argued
that the clainmed subject-matter was inventive over D1.

In an Annex to sunmons to oral proceedings, dated

10 January 2003, the Rapporteur gave his prelimnary,
provi si onal opinion on the case. The opinion was
expressed as foll ows:

"1l. On page 1 of the application text, reference is
made to two docunents, the first of which
(referred to as D2 by the Exam ning Division)
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di scl oses a conposition consisting essentially of
a thernoplastic resin and a mcrobi[o]cide. This
conposition, which can be described as a
mast er batch, serves to inpart to thernoplastic
resin, and articles fornmed therefrom resistance
agai nst m crobi ol ogi cal degradation (see claiml;
colum 1, lines 10 to 23, in particular line 20).
The aut hors of the docunment were aware of the
toxicity of the final product containing such a
bi oci de, eg OBPA (columm 2, |ine 48) at higher
concentrations (colum 1, line 60 to colum 2,
line 17) and chose to avoid this di sadvantage by
goi ng the masterbatch route. Moreover, they al so
addressed the fact that the m crobicide should not
be | eached out during normal storage or normal use
(colum 1, lines 10 to 14; the exanples, in
particular Exanple Il11: colum 11, line 3 et
seq.). According to page 1 of the application in
suit, besides OBPA, barium netaborate was a well
known m crobi ci de which al so causes environnent al
concern.

In accordance with the introductory part of the
description (page 1), the problemto be overcone
by the application in suit may thus be seen in
defining a process for rendering a plastic article
resi stant against m crobiol ogical attack or
degradati on which additionally reduces
environmental concern (toxicity).

D1 suggests a solution of the environnental

probl enms in paints, including those due to

| eaching out of the mcrobicide, by replacing the
wel | - known toxic mcrobicide by silica-coated

cal ci um pyroborate. Suitable cal cium pyroborates
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i ncl ude hydrated cal ci um pyroborate, such as the
nonohydrate and the higher hydrates (page 1
lines 2 to 36, in particular lines 34 to 36; and
page 3, lines 36 to 37; page 4, line 15).

In the Statenment of G ounds of Appeal, it was
argued that the skilled person would ordinarily
avoi d use of hydrated forns of cal ci um pyroborate
in a plastic processing nmethod because of any

wat er rel eased during processing which could have
a harnful effect on the processibility of a

pl asti c.

As already stated in the decision under appeal, no
proof for any such di sadvantage has been produced.
Moreover, in the exanples of D1, the pyroborates
are dried at tenperatures wthin a range of from
160°C to 250°C, ie at tenperatures which may
correspond to the tenperatures commonly used in

t he processing of the preferred plastics nentioned
in the application in suit (page 5, paragraph 3)
or may even be higher than those tenperatures (cf.
D2: colum 6, lines 31 to 39).

The reference to the fact that the cal cium
pyroborate was used in particulate formin D1
(letter dated 27 April 1998, at the bottom of
page 1) does not anobunt to a convincing argunent
in view of page 4, |ast paragraph and page 6,
lines 3 to 5 of the application in suit.

It woul d appear that the differences between

plastic articles as referred to eg in Claim8 and
painted filnms (eg alkyd or latex filns as used in
t he exanples of D1) with respect to the probl em of
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| eachi ng out the mcrobicide having a | ow water -
solubility are not so significant that the skilled
person woul d not consider D1 as a rel evant source
of information for m crobicides which can be used
in plastics industry (cf. Dl1: page 3, lines 18 to
25; page 4, lines 14 to 17).

This point of viewis supported by the fact that

t he cal ci um pyroborate to be used in the clained
process can be prepared eg according to Pera et
al., ie DL or its US counterpart as referred to in
the | ast paragraph of page 4 of the application in
suit. It is noteworthy that the disclosure of the
said US counterpart to D1 is incorporated into the
di scl osure of the application in suit by reference
inits entirety.

Therefore, the subject-matter of the present

cl ai rs does not appear to be based on an inventive
step, since it seens to be obvious to use a

m crobi ci de wel | -known from D1, which fulfils al
the requirements of |ow water-solubility and
resistance to extraction, in a (nelt-blended) dry
bl end based on the sane polynmers as known from D2
which is then further processed in a conventional
manner into final products by extrusion, nelting
or calendering (D2: colum 6, lines 7 to 31 and
colum; colum 7, lines 26 to 34).

Any subm ssions shoul d be available to the Board
at |l east one nonth before the oral proceedi ngs now
schedul ed. If anmendnents of the application
docunents are intended, it will be necessary to

i ndi cate the clear and unanbi guous basis in the
application docunents as originally filed.".
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In a letter dated 24 March 2003, the Board was inforned
by the Representative of the Appellant that the request
for oral proceedings was wthdrawn, that he had not
been instructed to file any further anmendnents and t hat
it was understood that "this nust |lead to dism ssal of
the appeal”. Furthernore, it was requested that the
procedure should continue in witing.

The oral proceedings were held on 6 May 2003.

Reasons for the Decision

1

1302.D

The appeal is adm ssible.
In view of the information given by the Appellant in
its letter of 24 March 2003, the oral proceedi ngs were

hel d as schedul ed in accordance with Rule 71(2) EPC.

No objections arise fromthe wording of the clains with
respect to the formal requirenents of the EPC.

Novel ty
The Board has no reason to take a view with respect to
novelty different fromthe finding in section Il.(3) of

t he deci si on under appeal .

Hence, the subject-matter claimed is novel in the sense
of Articles 54(1) and (2) EPC.

| nventive step

As set out above, the Rapporteur had expressed serious
doubts as to the presence of an inventive step. To that
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end, reference is nade to itens 1 to 9 of the Annex to
t he summons, which is quoted in section |V, above.

Mor eover, the Appellant had been infornmed in the Annex
(item 10) that any subm ssions in reply to this opinion
were to be nade available to the Board at | east one
nmont h before the oral proceedings at the latest. In the
letter of the Appellant dated 24 March 2003 (see
section V, above), it was only stated that no
anmendnents were intended and that it was understood
that this nust lead to dism ssal of the appeal.

The argunents as presented up to that date were not
convincing for reasons given in the Annex to the
sunmmons (itens 1 to 9, see section |V, above). Nor are
they convincing in view of the fact that Claim1l refers
to the use of two alternative fornms of the m crobicide,
ie "hydrous or silica-coated cal ci um pyroborate”.

It follows that the argunents presented which are based
on an all eged prejudi ce against the use of the hydrous
formof the mcrobicide in the process requiring a
heati ng step cannot support the claimas a whole.

The only experinental data avail able are based on a
single type of a "nodified cal cium pyroborate,
BL-1227", which according to page 5, second paragraph
of the application is "silica-coated". Hence, the
application does not provide any evidence for the
useful ness of hydrated cal ci um pyroborate in whol e
range of the clainmed process as defined in Caiml.

In view of these facts and findings, the Board cones to
the conclusion that the subject-matter of Claim1lis
not based on an inventive step having regard to D2 and
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D1 (Article 56 EPC).

5.5 Since a decision can be made only on the basis of a
request as a whole, but not on individual clains, there
is no need to consider the dependent clainms further.

6. It follows that the sole request conprising Clains 1 to
8 as submtted by letter of 27 April 1998 nust be
ref used.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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