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Summary of Facts and Subm ssi ons
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Eur opean patent nunber 0 449 985 granted on the basis
of EURO PCT patent application nunmber 90901995.2 (PCT
publ i cati on nunber WO 90/07844) clained priority dates
back to Decenmber 1988 for an invention concerning the
use of encoded vi deo recorder/player tiner
preprogranm ng information. In four independent clains
it sought protection, inter alia, for a systemfor
automatically controlling recording by a video cassette
recorder (claiml) and for a nethod of programmng a
system for automatically controlling recording by a

vi deo cassette recorder (claim18). Method claim 18 of
t he patent as granted has the foll ow ng wording:

"18. A method of progranm ng a system for automatically
controlling recording by a video cassette recorder of a
channel of video signals specified by a channel comrand
beginning at the tinme of day specified by a timne-of-day
command, on the cal endar day specified by a day comrand
and for the length of tinme specified by a I ength
command, the steps conpri sing:

recei ving coded indications, each representative of the
conbi nati on of one of each said channel command, day
command, time-of-day conmand and | ength command; and
decodi ng any said coded indications to individual said
channel command, day command, tine-of-day command and

| ength command for control of the video cassette
controller, characterised in that the received coded

i ndi cations are conpressed coded indications and in

t hat decodi ng step includes expandi ng said conpressed
coded indications."
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An opposition was filed against the patent inits
entirety on the sole grounds of |ack of novelty and

i nventive step.

In a decision posted on 2 June 2000 t he opposition

di vi sion revoked the patent. The patent proprietor

| odged an appeal against the decision. The notice of
appeal was filed on 21 July 2000; the same day, the
appeal fee was paid. The witten statenent setting out
t he grounds of appeal was filed on 2 Cctober 2000.

The appellant (patent proprietor) as well as the
respondent (opponent) took the opportunity to present
their views in witten statenents filed with the Board.
In oral proceedings on 15 Cctober 2004, the matter in

i ssue was further discussed, also in respect of nethod
clainms filed by the appellant with the Board for the
first time on 15 Cctober 2004.

According to each of five new requests, a main request
and four auxiliary requests, systemclaiml1l was

repl aced by nethod claim 18 as granted but in an
anmended formwhich left the first part of nethod

cl ai m 18 unchanged, except for the nunbering of the
claim The respective second part of clains 1 of these
requests were anended to read as foll ows:

Mai n request: "characterised in that the
recei ved coded indications are conpressed coded

i ndications, and in that the decoding step includes
expandi ng sai d conpressed coded indications and using
sai d expanded coded indications to control said video
cassette recorder.”
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Auxiliary request 1: "characterised in that the
coded indications received by the input are a
conpressed and i nterdependent conbi nati on of one of
each of said channel comnmand, day command, ti me-of-day
command and | ength command, and in that the decoder
expands sai d conpressed coded indications received and
uses the expanded coded indications to control said

vi deo cassette recorder.”

Auxi liary Request 2: "characterised in that the
representati ons of coded indications received by the
input are a [sic!] conpressed and reordered versions of
one of each of said channel command, day comrand, ti me-
of -day command and | ength command, and in that the
decodi ng step includes expandi ng the conpressed
representation, ordering the coded indications and
usi ng the expanded ordered indications to control said
vi deo cassette recorder.”

Auxi liary request 3: "characterised in that the
coded indications received by the input are conpressed
and reordered versions of one of each of said channel
command, day command, tinme-of-day conmand and | ength
command, in that the nunerical value of each coded
indication is inversely related to the likelihood of
use of the commands, and in that the decoder expands

t he conpressed coded indications received to control
said video cassette recorder.”

Auxi liary Request 4: "characterised in that the
coded indications received by the input are conpressed
and reordered versions of one of each of said channel

command, day command, tinme-of-day conmand and | ength



0204.D

- 4 - T 0800/ 00

command, in that the decoder expands the conpressed
coded indications received to control said video
cassette recorder, in that the coded indications are
ordered so that coded indications for prograns nost
likely to be subject to timer preprogranmm ng have a | ow
nuneri cal value, and in that the decoder expands the
conpressed coded indications received and uses the
expanded coded indications to control said video
cassette recorder.”

In addition to contesting the patentability of the

i nvention, the respondent raised fornmal objections

agai nst the new requests, arguing in particular on |ack
of clarity and added subject-matter in each of the
anmended clains 1. According to the respondent the
feature in the main and several auxiliary requests that
I inked the decoding step to the control function of the
vi deo cassette recorder did not find any support in the
application as originally filed. The sanme held for the
definition of the coded indications as an
"interdependent conbination " (auxiliary request 1) or
as "reordered versions of one of each of said channel
command, day command, tinme-of-day conmand and | ength
command” (auxiliary requests 2 to 4) since the
application as originally filed only referred to the
reordering of the bits or of the binary code, the so-
call ed G code, but did not define any ordering, nor any
reordering, of the channel command, day conmand, tine-
of -day conmmand and | ength command (the "CDTL commands”).
Finally, the reference in auxiliary requests 3 and 4 to
the "likelihood of use of the commands”, or simlar
formul ations, did not clearly define a technical
feature of controlling a video cassette recorder
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According to the appellant, the objection of added

subj ect-matter was wi thout any nerits: the decoder was
di sclosed in the application as being used for
controlling the video cassette recorder since the

i nvention used the CDTL commands provi ded by the
controller for controlling the video cassette recorder
Moreover, there was no substantial difference between
reordering the CDTL commands and reordering the bits or
t he binary codes encodi ng the CDTL commands, the |ast
feature being undi sputedly disclosed in the application
as filed.

Nei ther was there any basis for objecting against the
feature that the coded indications are a
"interdependent conbination of one of each of said
channel commands"”; page 8, lines 47 to 50 of the patent
specification (corresponding to PCT publication,

page 20, lines 20 to 27) disclosed the interdependent
conbination in the context of the "priority vectors”
made i nt erdependent by "meking the length priority
vector dependent on different groups of channels".
Finally, the appellant argued that the skilled person
woul d clearly understand the |ikelihood-of-use feature
to mean the encodi ng and conpressing of the
preprogranm ng data so as to provide a deci mal nunber
as small as possible for the nost |ikely sel ected
programes. The use of such nunbers woul d be very
convenient to the user in programmng the video
cassette recorder

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained in
anmended formon the basis of:
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claims 1 filed at the oral proceedings as nain and
first to fourth auxiliary requests, each replacing
claim 18 as granted, with dependent clains to be

adapt ed; independent claim35 as granted with dependent
clainms to be adapt ed;

whereas clainms 1 to 17 and i ndependent claim 46 as
granted being w t hdrawn.

The respondent requested that the appeal be dism ssed.

In the course of the oral proceedings of 15 Cctober
2004 the Board indicated to the parties that it

consi dered the objections of lack of clarity and added
subj ect-matter raised by the respondent as rel evant and
invited the parties to discuss and conment on these

i ssues. At the end of the oral proceedi ngs the Board

cl osed the debate and decl ared that the decision would

be given in witing.

Reasons for the Deci sion

0204.D

The appeal conplies with the requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC and is
t hus adm ssi bl e,

The appeal, however, is not allowable since by failing
to meet the requirenents of Articles 84 and 123(2) EPC,
the clains filed with the Board on 15 Cctober 2004 do
not provide a valid basis for maintaining the patent in
t he amended form as requested.

The amendnents objected to by the respondent as well as
by the Board during the oral proceedings fall into four
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groups, referred to in the followi ng as anendnents A, B
C, and D, respectively:

(A) The anendnent defining the control of the video
cassette recorder as part of the decoding function,
whi ch reads in the various requests as foll ows:

Mai n request and auxiliary request 2 "the decoding step
i ncl udes expanding ... and using said expanded coded
i ndications to control said video cassette recorder”

Auxiliary requests 1 and 4: "the decoder expands ...and
uses the expanded coded indications to control said
vi deo cassette recorder”.

(B) The anendnment according to auxiliary request 1
defining that the coded indications received by the

i nput are a conpressed and "interdependent conbination
of one of each of said channel command, day command,

ti me-of -day command and | ength comand”.

(© The anendnment according to auxiliary requests 2
to 4 defining that the coded indications received by
the input or their representations are conpressed and
"reordered versions of one of each of said channel
command, day command, tinme-of-day conmand and | ength
comand”.

(D) The anendnent referring to a "likelihood of use" in
the context of the coding of commands, which reads as
fol | ows:
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Auxiliary request 3: the "nunerical value of each coded
indication is inversely related to the |ikelihood of
use of the commands".

Auxiliary request 4: the "coded indications for
prograns nost likely to be subject to tiner

preprogranm ng have a | ow nunerical val ue".

The amendnent A (the decoding step includes controlling
the video cassette recorder) is neither disclosed
explicitly in the application as originally filed nor
does it inmplicitly follow fromany ot her technica
teaching given in the application. As can be seen from
figures 1, 3 and 5 (see the PCT-publication), the

"G code decoder” which perfornms the decoding step is
either part of the video cassette recorder (figure 1)
or part of a separate renote controller (figures 3

and 5). In both enbodi nents the decoder does not
conprise the controller but is only coupled to it for
produci ng the decoded CDTL conmands (see page 40,

lines 15 to 17, for exanple). Although the decoder,
therefore, may be considered to control, in sone broad
sense, the controller (see page 53, lines 8 to 10), the
control of the video cassette recorder itself is done
only by the controller (see, for instance, page 51,
line 25 to page 52, line 2). Extending the neaning of
control of the video cassette recorder to include the
functions of the decoder would be an interpretation of
the kind that in sone respect everything controls
everything, which is certainly not an interpretation a
skilled person would apply to understand a pi ece of
technical information. Since it is not derivable
directly and unanbi guously that the decoder itself
controls the video cassette recorder, anendnent A adds
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new subj ect-matter to the content of the application as
filed and thus infringes Article 123(2) EPC.

Amrendnents B and C (see above) use simlar definitions:
"int erdependent conbi nati on" (amendnent B) and
"reordered versions" (anendnent C), respectively, "of
one of each of said channel command, day comrand, ti me-
of -day command and | ength command”. The first claim
part defines each of the received coded indications as
being "representative of the conbination of one of each
sai d channel command, day command, tine-of-day command
and | ength comuand".

Amendnent B qualifies this conbination as
"interdependent”, a term having the ordinary neani ng of
"mutual |y dependent”, which requires not just one but
at |least two objects between which a rel ationship of
dependency may exist. A "conbination", however, is a
single entity. Even if the term"interdependent” is
read on the individual CDTL conmands the neaning
remai ns obscure since the CDTL conmands are not

nmut ual | y dependent: the user nmay produce a valid G code
on the basis of a quasi deliberate choice of CDTL
commands. Since the physical aspects of the nmethod to
be defined by the term"interdependent” remai n obscure,
which is particularly serious in the present case since
the amendnent is intended to distinguish the clained
subject-matter fromthe relevant prior art, anmendment B
is not adm ssible under the provisions of Article 84
EPC.

There is also no explicit support for anmendnent B in
the application as originally filed. The text portion
cited by the appellant (which is, in the PCT
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publication, page 20, lines 21 to 23) refers to an
enbodi nent of the invention where the priority vectors
are made interdependent, "such as nmaking the |ength
priority vector dependent on different groups of
channel s" (loc. cit.). This clearly fornulated idea is
not directly and unanbi guously |linked to the present
vaguel y broadened definition of an "interdependent
conbi nati on of one of each of said channel command
(...)". Amendnent B has no direct and unanbi guous basis
in the application as filed and thus infringes

Article 123(2) EPC

Neither is anmendnment C adm ssible. First, the technical
meani ng of the term"versions”, in the context of
encodi ng data, remains unclear. It seens also to be
inconsistent with the wording of the first part of the
claimwhich defines the same indications as a

"conbi nati on" of CDTL commands.

Mor eover, the "versions" are characterized as
"conpressed and reordered". According to the patent
speci fication, however, neither the CDTL commands nor
"versions of one of each of" the CDIL commands are
reordered. Only the bits encoding the CDTL commands are
the subject of a reordering process using a bit

hi erarchy key", however, before conpressing the
reordered bits. (see for exanple the PCT publication,
figure 7, steps 150 and 154). This feature has thus no
di rect and unanbi guous support in the application as
originally filed.

Amendnent C i s consequently inadm ssible under the
provisions of Article 84 EPC and Article 123(2) EPC.
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2.7 Referring to anmendnent D (see above), the Board
considers the wording "ordered so that coded
i ndi cations for prograns nost |ikely to be subject to
timer preprogranmm ng have a | ow nunerical value" in
auxiliary request 4 and the simlar reference to the
“likelihood of use" in auxiliary request 3 as
definitions inappropriate in the context of patent
cl ai ns.

One of the principal purposes of patent clainms is to
define the matter for which protection is sought
(Article 84 EPC) and thus the extent of protection
conferred by a European patent (Article 69(1) EPC). It
nmust be possible, during the whole term of the patent,
to determi ne the scope of protection with a reasonabl e
degree of certainty for third parties (see the Protoco
on the Interpretation of Article 69 of the Convention).
If the terns of the clains do not, even when
interpreted in the light of the description and

drawi ngs, warrant such a degree of certainty to third
parties, they lack the required clarity and are not

al | owabl e under the provisions of Article 84 EPC

The |i kel i hood-of -use feature introduced by anendnment D
does not define a characteristic which is inherent to
the invention as it is not capable of being verified in
any objective manner based on the teaching of the
patent. The scope of this feature rather depends on the
changi ng preferences of the users of video cassette
recorders, which would have to be determ ned by a kind
of quota survey. Mreover, the result of such a survey
can only characterize the nmedi a behaviour of a
particul ar social group of TV users and normally
changes dependi ng on the region and social environnment

0204.D
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to which the group surveyed bel ongs as well as on the
time and the circunstances when and where the survey
was made. If the |ikelihood-of-use was nmentioned in the
clainms only for explanatory or illustrative purposes,
al beit superfluous, it mght not be objectionable.
However, in the present case as it is - and was mneant
to be - a defining feature of the matter for which
protection is sought, the necessity to conduct such a
guota survey with changing results valid only in a
particul ar social context becones a serious hindrance
to determ ning the scope of protection with any
reasonabl e degree of certainty. Arendnent D is thus not
accept abl e under the provisions of Article 84 EPC.

2.8 Since in claim1 of all requests one or nore of the
above deficiencies are present, none of the requests
can be all owed and the appeal nust be di sm ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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