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Summary of Facts and Subm ssi ons

2098.D

The grant of European patent No. 0 442 465 in respect
of European patent application No. 91 102 007.1, filed
on 13 February 1991 and claimng the priorities of

14 February 1990, 23 February 1990, 14 August 1990 and
26 Novenber 1990 of four earlier applications in Japan
(33447/90, 43535/90, 214586/ 90 and 322198/ 90),
respectively, was announced on 28 August 1996 (Bulletin
1996/ 35) on the basis of 7 clains.

Claim1l as granted read as foll ows:

"1l. A thernoplastic resin conposition which conprises
pol yam de, a hal ogenated organi ¢ conmpound, an
ant i nony- cont ai ni ng conpound, a phosphor us-
cont ai ni ng conpound not being a phosphorus-type
stabilizer, and at |east one of an am ne-type
stabilizer and a phosphorus-type stabilizer."

The further clains were dependent clains.

On 28 May 1997, a Notice of Opposition was filed in
whi ch revocation of the patent in its entirety was
requested on the grounds of Article 100 EPC, in
particul ar, lack of novelty and of inventive step, and
i nsufficiency of disclosure. In order to support these
obj ections, the Qpponent relied on the follow ng
docunent s:
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D1: EP A 0 333 457,

D2: EP A 0 288 269,

D3: US-A-3 644 280,

D4: Encycl opaedi a of Polyner Science and Engi neeri ng,
W | ey-Interscience Publishers, 1985, volune 2,
pages 86 to 89,

D5: Product | nformation on "UV- Chek® AM 595" of Ferro
Cor por ati on.

According to the argunents presented in the Notice of
Qpposition, Docunents D1 and D2 were interchanged in
the list of docunments given on page 2 of that Notice.
The corrected nunberi ng as shown above was used in the
deci si on under appeal and will also be adhered to in

t hi s deci si on.

Wth a letter dated 16 January 1998, the Patent
Proprietor filed a new main request.

Claim1 of the new main request read as foll ows:

"1l. A thernoplastic resin conposition which conprises:

(a) a pol yam de

(b) a hal ogenat ed organi ¢ conpound;

(c) an antinony-contai ni ng conpound;

(d) a phosphorus-cont ai ni ng conpound, not being

a phosphorus-type stabilizer, and which is
at | east one of a phosphate, an organic
phosphate, a m xture of an inorganic
phosphoric acid and an organi c phosphoric

2098.D
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acid, and a netal salt synthesized froma
m xed acid of an inorgani c phosphoric acid
and an organic acid; and

(e) an am ne-type stabilizer and/or a
phosphorus-type stabilizer which is not the
phosphor us- cont ai ni ng conpound (d)."

Wth a letter dated 30 Novenber 1999, a first auxiliary
request, which contained a |list of specific conpounds
(d), was fil ed.

L1l In the decision of 22 February 2000, issued in witing
on 4 May 2000, the Opposition Division held that the
requi renents of Articles 83, 123(2) and 123(3) EPC were
met by both requests and acknow edged novelty of the
claimed subject-matter, but revoked the patent in suit
for lack of inventive step.

In particular, with reference to decision T 332/87 of
23 Novenber 1990, the subject-matter clainmed according
to the main and auxiliary requests as submtted during
t he opposition proceedi ngs was novel over D1, because
the particular conposition in Reference Exanple 1
formng part of Conparative Exanple 6 of D1 could not
be conmbined with the general teaching in the
description (page 5, lines 48/49), as submtted by the
Patent Proprietor.

However, the subject-matter of the patent in suit
according to both requests | acked an inventive step in
vi ew of D2 which disclosed a conposition conprising (a)
a polyam de, (b) a hal ogenated pol ystyrene, (c) sodi um
antinonate and (d) a hydrotal cite phosphate conpound.
The subject-matter of Caim1 differed fromD2 by the

2098.D
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presence of an am ne-type and/or phosphorus-type
stabiliser as conponent (e).

In view of the fact that by the addition of this
further conponent nould staining could be dimnished,
t he technical problemwas seen in the provision of a
conposi tion whi ch exhi bited reduced noul d stai ning.

However, D2 nentioned that further additives such as
heat stabilisers could be incorporated in the
conposition. Such an addition was, furthernore, common
practice in the art in order to prevent deconposition
of the resin which caused col ouration and noul d
staining. To denonstrate that phenols, am nes and
phosphor us- cont ai ni ng conpounds were known to be such
heat stabilisers, reference was made to D1, D3 and DA4.

As regards the auxiliary request, which contained a
list of specific conmpounds (d), no evidence was on file
whi ch woul d have shown that the sel ection of these
conpounds gave rise to any technical effect other than
what was to be expected from a phosphorus-contai ni ng
stabiliser. Hence, the technical problemand the
conclusions to be drawn on this basis were the same as
for the main request.

Consequently, the patent was revoked for |ack of

i nventive step.

On 4 July 2000, a Notice of Appeal was |odged by the
Pat ent Proprietor/ Appellant against this decision with
si mul t aneous paynent of the prescribed fee.
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In the Statenment of G ounds of Appeal, received on

7 Septenber 2000, the Appellant disputed the reasons
given in the decision under appeal and filed a main
request and three auxiliary requests. The nain request
was identical to the previous main request formng the
basis for the decision under appeal (section IlI,
above).

It was submtted that the purpose of including
conponent (d) was to enhance the granul ati on and col our
shade properties of the resulting resin conposition,
and that stabiliser (e) was to prevent therm
deconposition of the resin which in turn reduced
staining the nould, which effects had been denonstrated
by a nunber of exanples in Table 1 as originally filed
and in the exanples and conparative exanples of the
patent in suit.

Wth respect to the closest state of the art, D2, it
was argued that the docunent contai ned no exanple

i ncluding an inorgani c phosphate, but that it referred
to a hydrotalcite-type conpl ex hydroxide or its

cal cination product added to a blend of a heat

resi stant pol yam de, a hal ogenat ed organi c conpound,
sodi um anti nonate and optional additives such as other
heat stabilisers, in order to provide a fire-retardant
pol yam de conposition. As regards D3 and D4, the use of
anti-oxidants, such as phenols, am nes and phosphorus-
cont ai ni ng conpounds, eg phosphites, was acknow edged
to be common general know edge.
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One problemtackled by the clainmed subject-matter was
to provide a flame-retardant pol yam de conposition

whi ch did not cause nould staining (page 2, lines 44 to
54). The solution of this problemin conparison with D2
was to suppl enent the conposition of D2 by the further
addition of an am ne- or phosphorus-type stabiliser
(patent in suit: page 3, lines 33/34 and page 9,

lines 30 to 34; Exanples 1, 2, 5 and 6; Conparative
Exanples 1 to 3). The noul d-staining properties of the
conpositions according to the clains were nuch better
than those of the conparative exanples. Hence, the
above probl em was sol ved.

The use of hydrotalcite-type conpl exes as taught by D2
woul d result in resin conpositions having relatively
poor granul ation properties due to the occurrence of
strand- bl owi ng (foam ng) caused by the hal ogenat ed
organi ¢ conpound (b). However, contrary to hydrotalcite
conpl exes which did not suppress strand-blow ng, the
presence of the phosphorus-containing conpound (d)
reduced this phenonenon and thus enhanced the

granul ation properties of the resulting resin
conposition (patent in suit: page 3, lines 44/45).

I n support of this argunent, further experinental data
based on the addition of a synthetic hydrotalcite as
used in D2 (DHT-4C) were submtted (Statenent of
Grounds of Appeal: page 5).

I n Docunent D3, a tris(alkyl phenyl) phosphite was used
in conbination with a derivative of para-phenyl enedi -
amne in Nylon-6. It did not, however, teach a

pol yam de conposition including any of a hal ogenat ed

or gani ¢ conpound, an anti nony-contai ning conpound or a
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phosphat e derivative to enhance granul ation. D4 nerely
| isted various conpounds as being useful as
anti-oxidants in various types of resin conpositions.

In its counterstatenent dated 22 March 2001, the
Respondent di sputed these argunments and maintained its
objection of |ack of inventive step.

To this effect, it was argued that the Appellant had
denonstrated that hydrotal cite phosphates of D2, which
wer e enconpassed by the clains of the main request, did
not solve the problemunderlying the patent in suit.
Where, in at |least part of the claim the problem was
not solved, the claimlacked inventive step.

The exclusion of certain conmpounds froma list of
conmpounds, which originally had been presented as

equi val ent wi thout any preference for whatever reason,
woul d constitute new matter, which had not been within
the application as filed, and could therefore not be
considered to evaluate inventive step. The nere

el imnation of known conpounds (d) could not create

i nventive step.

By letter dated 8 Novenber 2001, the previous argunents
were further elaborated by the Appellant who also filed
further conparative exanples to support its subm ssions,
wherein a hydrotalcite carbonate hydrate and the
hydrot al ci te phosphate, as disclosed in D2 (page 6,

line 53), respectively, were used.

On 20 March 2003, the parties were sumoned to oral
proceedi ngs to be held on 17 July 2003. In an annex to
t he sunmons, a prelimnary, provisional opinion of the
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Rapporteur was communi cated to the parties, wherein a
nunber of objections was raised with respect to al
requests on file.

In particular, an objection was raised that the
application as originally filed had not provided a
basis for a disclainmer of the type "which is not the
phosphor us- cont ai ni ng conpound (d)" at the end of
Caim1l1l of the main request under consideration (this
guoted phrase will be referred to herein below as the
"disclainmer").

Mor eover, it was expounded that the only "phosphorus-
cont ai ni ng conmpound” (d) used in the exanples of the
patent in suit, "UV-check AM 595", the conposition of
whi ch had been expl ained on page 76 of the application
as originally filed, had not been disputed to be

i dentical to "UV-Chek® AM595". The latter product was
explained in D5 to be a "m xed sodi um and bari um

or ganophosphate” acting as a "stabilizer" (this
compound will be referred to bel ow as "AM 595").

It was concluded that, due to the absence of any
further limting definition for the generic term
"stabilizer"” in the specification, the functional
expression "not being a phosphorus-type stabilizer"
could not delimt the two conmponents (d) and (e) from
each other (the latter quotation will be referred to

herein bel ow as the "functional expression").

Furthernore, it was noted in the provisional opinion
that the above "functional expression” had been entered
in Cdaim1l during the exam nation proceedings, in view

of the statenent of the Exam ning Division that "the ...
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wordi ng of Cdaim1l (' phosphor[o]us-containing conpound
and ' phosphor[o]Jus-type stabilizer') does not allow a
clear distinction between two conpounds, although it is
evident fromthe description that two different
conpounds are neant"” (Consultation by Tel ephone of

11 July 1995, comrunicated to the Applicant on 17 July
1995).

It was assuned that this statenent had apparently been
based on the further details on page 8, lines 3 to 6,
and Claim5 of the patent specification relating to the
"phosphor us-cont ai ni ng conpound” (d) [page 32, lines 3
to 9, and Caim12 of the application as filed] and on
page 9, lines 23 to 26 and page 11, lines 25 to 28 of

t he specification concerning the "phosphorus-containing
stabilizer" (e) [page 37, line 19 to page 38, line 2,
and page 84, lines 1 to 4, of the application as
originally filed].

In reply to the provisional prelimnary opinion, al

the auxiliary requests were replaced by two new
auxiliary requests (letter of 6 May 2003). Additionally,
with reference to Decision G 9/91 (QJ EPO 1993, 408),

t he Appel |l ant pointed out that Article 100(c) EPC had
not been invoked in the opposition so that the
allowability of the "functional expression” "not being

a phosphorus-type stabilizer" was not open to challenge
at this stage of the proceedings.

Claim1l of the new first Auxiliary request reads as
fol | ows:
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A thernoplastic resin conposition which conprises:

(a)
(b)
(c)
(d)

a pol yam de

a hal ogenat ed organi ¢ conpound;

an antinony-contai ni ng conpound;

a phosphorus-cont ai ni ng conpound not being a
phosphorus-type stabilizer, and which is at
| east one of:

an organi ¢ phosphat e;

a mxture of an inorganic phosphoric acid
and an organi ¢ phosphoric acid,

a netal salt synthesized froma m xed acid
of an inorganic phosphoric acid and an
organi c acid, and

a phosphate sel ected from sodi um di hydr ogen-
phosphat e, di sodi um hydr ogenphosphat e,

sodi um phosphat e, sodi um hydr ogenphosphite,
sodi um phosphi te, sodi um hypophosphite,

pot assi um di hydr ogenphosphat e, di potassi um
hydr ogenphosphat e, potassi um phosphat e,

pot assi um hydr ogenphosphi te, potassi um
phosphi te, potassi um hypophosphite, |ithium
di hydr ogenphosphate, dilithium hydrogen-
phosphate, |ithium phosphate, |ithium

hydr ogenphosphite, [ithium phosphite,
['ithium hypophosphite, barium di hydrogen-
phosphat e, di bari um hydrogenphosphat e,

bari um phosphat e, bari um hypophosphite,
magnesi um hydr ogenphosphat e, nagnesi um

di hydr ogenphosphat e, magnesi um phosphat e,
magnesi um hypophosphi te, cal ci um di hydr ogen-
phosphat e, cal ci um hydr ogenphosphite,

cal ci um phosphate, cal ci um hypophosphite,

zi nc phosphite, zinc hypophosphite,
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al um ni um phosphite and al um ni um
hypophosphi te; and
(e) (1) an am ne-type stabilizer, and/or

(ii) a phosphorus-type stabilizer selected
frombis(2,6-di-t-butyl-4-nethyl phenyl) -
pent aeryt hritol -di phosphite, bis(2,4-di-
t - butyl phenyl ) pentaerythritol-di-
phosphite, tris(2,4-di-t-butyl phenyl)-
phosphite and tetrakis(2,4-di-t-butyl-
phenyl) -4, 4’ - bi phenyl enedi phosphonite. ™

Clainms 2 to 5 are dependent cl ai s.

In Aaim1l1l of the second auxiliary request the
definition of conponent (d) was further limted by
excl usion of the whole generic class of (inorganic)
"phosphat es".

By letter dated 24 April 2003, the Board was inforned
by the Respondent that it would not attend the oral
pr oceedi ngs.

In view of the fact that the parties had been duly
sumrmoned, the oral proceedings were held on 17 July
2003 in the absence of the Respondent (Rule 71(2) EPC)

(a) The first issue discussed concerned the wording of
Claim1 of the main request with respect to the
"functional expression” and the "disclainmer”

i ntended to distinguish conmponents (d) and (e)
fromeach other as addressed in the annex to the
sunmons (section VI, above).
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The Appellant asserted that the "functional
expression" had been entered before grant
because of the objection under Article 84
EPC t hat conponents (d) and (e) had not been
clearly delimted fromeach other although
it had been evident that different conmpounds
were neant. In order to exclude overlap

bet ween the two conponents and in view of
the latter said to be "a phosphorus-type
stabilizer", the specific wording of the
"functional expression” in the definition of

conponent (d) had been chosen.

Consequently, the "disclainer”, at the end
of Claiml, referred to "the other side of

t he sane coin" and found its basis on

page 12, lines 15 to 18 of the A-docunent
(page 36, lines 7 to 13 of the application
as originally filed) in a statenment that the
stabilisers of conmponent (e) were used "in
addition to the sane thernoplastic resin,

hal ogenat ed organi ¢ conpound, anti nony-
cont ai ni ng conpound and the phosphor us-
cont ai ni ng conpound ..", thus, indicating the
di fference between conponents (d) and (e).

In the further discussion on this point, the
Appel | ant conceded that the "disclainer"”
could be understood in two ways: (i) it
required that the individual conpounds

wi thin the generic group of phosphorus-
cont ai ni ng conpounds, which were present as
conponents (d) and (e), were different from
each other, or (ii) it was to exclude from
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conponent (e) the whol e class of conpounds
covered by the definition of conponent (d).

(b) Wth respect to the 1% auxiliary request, wherein
the difference between conponents (d) and (e) was
evident due to the two lists of individual
conmpounds inserted in Claim1l, the Appellant was
of the opinion that the "functional expression”
was technically superfluous, but it did not want
to touch this passage in the definition of
conponent (d) in order to avoid any objections
under Article 84 or 123(2) EPC which m ght be
rai sed agai nst an amendnent thereof and to avoid a
possible "Article 123(2) and (3) trap"”

(c) Inviewof this statenent, the wording of Claim1l
was di scussed with regard to the fact that in al
t he exanples on file which were to support the
patentability of the clainmed subject-matter
"AM 595" was used as conponent (d). According to
D5, the contents of which were not disputed by the
Appel I ant, this conpound was a stabiliser.
Consequently, it appeared prinma facie as if none
of these exanples was in accordance with the
cl ai med subject-matter or could, therefore,
support acknow edgenent of an inventive step.

(d) The Appellant argued that the file history (as
referred to above in section VII) showed that the
"functional expression" had been entered into the
claimonly, because it had been required by the
Exam ning Division to establish the non-identity
of conponents (d) and (e). On the basis of the
wording in Caim1l, a wording was chosen for the

2098.D



Xl .

- 14 - T 0793/ 00

required delimtation which, retrospectively, was
not optimal. Since, however, in the 1° auxiliary
request, the previously potentially overl appi ng
conponents (d) and (e) were clearly delimted from
each other, the "functional expression” had no
[imting significance any nore, in particular, the
intention of this phrase had never been to define
or limt the purpose and technical effect of
conponent (d). It was therefore technically
superfluous, but should be naintained in its
present formin the claimfor the above procedural
reasons only (section X(b), above).

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of Clainms 1 to 6 according to the nmain request
submtted with the Statenment of G ounds of Appeal or
in the alternative, on the basis of Clainms 1 to 5
according to the first or second auxiliary request as
submtted with the letter dated 6 May 2003.

According to the witten subm ssions, the Respondent
requested that the appeal be di sm ssed.

Reasons for the Decision

1

2.1

2098.D

The appeal is adm ssible.

Mai n request

Wrding of daiml



2.1.1

2.1.2

2098.D

- 15 - T 0793/ 00

Claim 1 has been anended by incorporation of a |ist
which refers to generic classes of phosphorus-
cont ai ni ng conpounds as disclosed in Caim1l12 as
originally filed and corrected (Consultation by

Tel ephone as nentioned in section VII, above; Caimb5
as granted). However, this |ist does not clearly
delimt conponents (d) and (e) from each other, both of
whi ch contai n phosphorus groups.

Therefore, Claiml, as it stands, contains two clauses
in the definitions of conmponents (d) and (e) which were
inserted with the intention to delimt these two
constituents of the clained conposition from each other
on the one hand, conponent (d) is defined to be a
phosphor us- cont ai ni ng conpound "not being a phosphorus-
containing stabilizer"” (the "functional expression")
and, on the other, conponent (e) is an am ne-type
stabilizer and/or a phosphorus-containing stabilizer
"which is not the phosphorus-containing conpound (d)"
(the "disclainmer"; section VII, above).

Since the "functional expression” had been inserted in
the claimbefore grant and Article 100(c) EPC had not
been invoked in the opposition, this anmendnment is not
open to debate in accordance with the Opinion of the
Enl arged Board of Appeal G 10/91 (QJ EPO 1993, 420).

However, the "disclainmer"” was entered for the first
time during the opposition proceedi ngs. Hence, it nust
be fully examned as to its conpatibility with the
requi renents of the EPC (G 10/91, ibid., point 19 of

t he reasons).
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The Appellant argued that the "disclainmer” referred to
"the other side of the sane coin" in relation to the
"functional expression", which should have better read
"not being the phosphorus-type stabilizer" (enphasis
added), and that it found its support on page 12,
lines 15 to 18 of the published application.

As indicated by the hint to "the other side of the same
coin", however, the "disclainmer" does not delimt
conponent (e) from conponent (d) any nore than the
"functional expression", already contained in Caima1.
On the basis of this argunent, its addition can, hence
at nost, inprove the wording of the "functional

expression”.

Thi s means, however, that the amendnent relates to a
"tidying up and inproving" of the disclosure rather

t han bei ng occasi oned by grounds for opposition
specified in Article 100 EPC (T 127/85, QJ EPO 1989,
271), and is, therefore, not allowable (Rule 57a EPC)

Mor eover, as pointed out in section X(a)(iii), above,
and as conceded by the Appellant, the scope of the
definition of conponent (e), inclusive of the
"disclainmer”, is not unanbi guously clear in conparison
to the nmeaning of the definition of conmponent (d),
including the "functional expression”, because either
(1) the stabiliser (e) may be a phosphorus-contai ni ng
conmpound within the anbit of the specified classes of
conponent (d) as long as it is not the sane species, or
(ii) the "disclainmer" may exclude all the generic
groups of conpounds enconpassed by the definition of
conponent (d).
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In view of these two possible interpretations, it is
evi dent that these conponents are neither delimted
fromeach other, nor is the subject-matter of daiml
defined in a clear and unanbi guous way.

Consequently, Caim1l as a whole is unclear and does
not nmeet the requirenents of Article 84 EPC

2.2 Since the claimdoes not fulfil all the requirenents of
the EPC, there is no need to consider the question in
detail whether the "disclainer” conplied with
Article 123(2) EPC

2.3 Under these circunstances, the main request nust fai
for non-conpliance with Article 84 and Rule 57a EPC
(sections 2.1.3 and 2.1.4, above).

3. First auxiliary request

3.1  Article 123(2) and (3)

3.1.1 In addition to the anmendnent nentioned in section 2.1.1,
above, the definition of conponent (d) in aim1l has
been further specified by incorporation of the |ist of
speci fic conpounds within the neaning of the generic
cl ass of "phosphates” which can be found on page 32,
line 14 to page 33, line 13 of the application as
originally filed (application as published: page 11
lines 17 to 31).

2098.D
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Furt hernore, conponent (e) has al so been anended by
[imting the phosphorus-type stabilisers to those
conpounds as di scl osed on page 37, lines 19 to 25 as
originally filed (application as published: page 12,
lines 45 to 49).

These anmendnents result in a clear limtation of the
scope of Claim1l in conmparison to Claim1l as granted.

The remaining clains correspond to Clains 2 to 4 and 6
as granted (Clains 9 to 11 and 13 as originally filed).

It follows that the clains according to the first
auxiliary request conply with the requirenents of
Article 123(2) and (3) EPC.

Article 84 EPC

Taki ng the wording of the definition of conponent (d)
as it stands, the wording of the "functional

expression" appears to exclude prinma facie al

concei vabl e compounds fromthe definition of conmponent
(d) which have sone stabilising effect, so that Caim1l
woul d be inconsistent with the exanples in the patent
in suit and the further experinental data provided,
wherein "AM 595" (which, according to D5, has a
stabilising effect) was used as conponent (d).

According to explanations given by the Appellant during
the oral proceedi ngs, however, the "functional
expression” was introduced in Claim1l during the

exam nation procedure with the sole intention to renove
any overlap between the two conponents (d) and (e)

wi t hout any intention of limting the technical
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function of the conmpound and, by that, to clearly and
unambi guousl y di stingui sh conponents (d) and (e) from
each other. Furthernore, it was argued that the
exanples as originally filed and the later filed
experinmental data clearly showed that the exclusion of
a conmpound such as "AM 595" had never been the
intention of the Applicant, Patent Proprietor and
Appel I ant, respectively, since the use of the conpound
clearly served to denonstrate the effects ainmed at by
the clained subject-matter, ie the solution of the

rel evant technical problem

Due to the limtations inserted in the definitions of
t hese conponents in Claim1l (section 3.1.1, above),
however, the "functional expression” no |onger served
any purpose in, and, hence, had no limting
significance for, the 1° auxiliary request. Therefore,
it would be technically superfluous. However, the

del etion of the expression was not considered by the
Appel I ant, because of the danger that it m ght give
rise to the question of whether Article 123(3) EPC
woul d still be conplied with by the claimanmended in
such a way (sections X(a) to (d), letter dated

13 COctober 1995).

3.2.3 A situation, which although concerning Article 123(3)
EPC was, nevertheless, quite simlar to the present
guestion of how a claimshould be read and interpreted,
has been decided by another Board (T 190/99 of 6 March
2001) in favour of the Patent Proprietor. The Board
found that "the skilled person when considering a claim
shoul d rule out interpretations which are illogical or
whi ch do not nake technical sense. He should try, with
synt hetical propensity ie building up rather than

2098.D
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tearing down, to arrive at an interpretation of the
claimwhich is technically sensible and takes into
account the whol e disclosure of the patent (Article 69
EPC). The patent nust be construed by a mnd willing to
understand not a m nd desirous of m sunderstandi ng”
(point 2.4 of the reasons).

This reasoni ng, when applied to the present situation,
clearly prevents the skilled reader frominterpreting
the claimin a way which would exclude all those parts
of the description which provide clear instructions of
how experinmentally to achieve the desired result, ie

the exanples. This is valid all the nore as, in general,
exanpl es are construed by the skilled persons to
represent preferred enbodi nents of the disclosure, and
as, in the present case, they do show that the aimis

in fact, achieved.

3.2.4 Apart fromthese considerations, it is noteworthy that,
in D5, "AM 595" is referred to specifically as a
stabiliser effective in hal ogen containing polyners.

Ref erence is nade on all the sheets provided by the
producer of the conpound, in particular, to its use in
PVC (pol yvinyl chloride), CPE (chlorinated polyethyl ene
conpounds) and pol yvi nylidene chloride. No such pol yner

is invol ved here.

3.2.5 In view of these facts and findings, the Board is
satisfied that in the present case the skilled person
will read the clainms in the |ight of the description
and will realise that the above "functional expression”,
whi ch had been inserted to serve a single particular
pur pose, ie to distinguish conponents (d) and (e) from
each other, has lost its technical significance

2098.D
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conpletely for the interpretation of Caim1l of the

auxiliary request.

Under these circunstances, the Board has cone to the
conclusion that the anended cl ai mneets the
requirements of Article 84 EPC

Pr obl em and sol uti on

The patent in suit concerns a thernoplastic pol yam de
resin conposition.

A conposition of this type is known from D2, which was
identified by the Opposition Division as the cl osest
state of the art. In particular, the docunent discloses
fire-retardant pol yam de conpositions having a good
heat resistance, which conprise (1) 100 parts by wei ght
of a heat resistant polyamde, (I1) 10 to 100 parts by
wei ght of a hal ogenat ed pol ystyrene or hal ogenat ed

pol y(phenyl ene oxide), and (Il11) 0.5 to 50 parts by

wei ght of sodiumantinmonate (Claim1l). According to
preferred enbodi nents, the conpositions may
additionally contain (1V) 0.1 to 5 parts by wei ght of
hydrotal cite-type conpl ex hydroxide or its calcination
product or, in the alternative, (V) 0.05 to 50 parts by
wei ght of magnesi um oxi de and/or zi nc oxi de. These

| atter conpounds are referred to as heat stabilisers
(page 6, lines 29 and 33). Further optional additives,
whi ch nust not inpair the objects of D2, include eg

ot her heat stabilisers, weatherability stabilisers,

pl asticizers, thickeners, antistatic agents, nould

rel ease agents, pignents, dyes, inorganic and organic
fillers, nucleating agents, carbon black, talc, clay,
and mca (page 7, lines 3 to 6).



2098.D

- 22 . T 0793/00

The docunent ains at renoving the di sadvant ages of
previ ous conventional fire-retardant polyam de
conpositions, in particular, foam ng of the conposition
and corrosion of the noul ding machi nery. These
phenonena are provoked to occur during the conmpoundi ng
or noul ding steps of pol yam de conpositions by
deconposition products, which formduring these steps,
when carried out at such high tenperatures that the
fire-retardants contai ned therein deconpose. Hence, it
had been necessary to enhance the thermal stability of
t he previous conpositions while retaining their high
fire-retardancy and the ot her advantageous properties
of polyam de, and, thus, to prevent foam ng and

col oration even at high conpoundi ng tenperatures

(page 2, lines 28 to 31).

According to D2, this aimis achieved, in a
particularly effective way, by incorporating conponents
(I'V) or (V) into the conposition which after the m xing
of the constituents can be granul ated or pul verised
(page 3, lines 2 to 11; page 7, lines 13 to 27).

In the exanpl es of D2, a nunmber of conpositions have
been evaluated with respect to their colouration (as a
result of thermal deconposition), conbustibility (UL-94
standards), tensile and inpact strengths.

In order to denonstrate that conpositions according to
the teaching of D2 are not yet fully satisfactory with
respect to strand-foam ng and granul ati on, and that
they do not prevent or at |east significantly reduce
nmoul d- stai ning, an effect not addressed at all in the
docunent, the Appellant referred to the conparative
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exanples in the patent in suit and submtted additional
experinental data together with its Statenent of

G ounds of Appeal and with the letter dated 8 Novenber
2001, the results of which as such have not been

di sput ed.

In line with the "objects of the invention" defined in
the patent in suit (page 3, lines 44 to 52) and in the
application (as originally filed: page 8, lines 1 to 19;
as published: page 3, line 51 to page 4, line 3) and in
line with the above experinental results, the technical
probl em underlying the patent in suit nmay be seen as

t he provision of a thernoplastic conposition show ng

i nproved granul ati on properties, reduced or no strand

bl owi ng (foam ng) and reduced noul d- st ai ni ng.

According to the patent in suit this problemis solved
by a conposition conprising (a) a polyamde, (b) a

hal ogenat ed organi ¢ conpound, (c) an antinony-
cont ai ni ng conpound, (d) a phosphorus-containi ng
conpound and (e) an am ne-type a/or phosphorus-type
stabiliser as defined in Caiml.

In the exanples contained in the patent in suit and the
further experinments submtted by the Appellant, the
criticality of the choice of conponents (d) and (e) has
clearly been denonstrated. In particular, it has been
shown that conpositions containing hydrotalcite-type
conmpounds (as suggested in D2) as replacenent for
conmponent (d) show inferior results as to the above
properties than the conpositions in accordance with
Claim 1, even despite the additional presence of
phosphorus-type stabilizers in accordance with
conmponent (e) of Claiml (the presence of which goes
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beyond t he teaching of D2).

Hence, the technical problemunderlying the clained
subj ect-matter has been credibly sol ved.

Novel ty

In view of the above findings and, furthernore, the
fact that the question of novelty has not been raised
by the Respondent during the appeal proceedings, the
Board has no reason to take a view with respect to
novelty different fromthe findings in section 4 of the
deci si on under appeal (section IIl, above).

Hence, the subject-matter clainmed is novel in the sense
of Articles 54(1) and (2) EPC.

Obvi ousness

It remains to be decided whether the solution found was
obvious to a person skilled in the art having regard to
the state of the art relied upon by the Respondent.

As shown above (section 4.2), D2 relates to
conpositions optionally containing hydrotalcite type
conpounds or at |east one of two specific nmetal oxides
(MO and/ or ZnO) which show reduced therna
deconposition, certain degrees of flanme resistance and
certain nmechani cal properties. The known conpositions
can be granul ated or pulverised (page 7, line 13).

The docunent is, however, conpletely silent with
respect to any inprovenents of granul ati on and noul d-
staining. In fact, the latter property has not been
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considered at all in D2. Mreover, D2 does not provide
any specific information which would allow to concl ude
t hat foam ng was, indeed, prevented.

On the other hand, it has been shown in these
proceedi ngs that the conbination of specific
constituents in accordance with the definitions in
Claim 1 according to the first auxiliary request has a
di stinct and significant influence on strand bl ow ng
(foam ng), granul ation and noul d-stai ni ng. These
results were not disputed.

Foam ng and corrosion of the processing machi nery may
inthe light of D2, in fact, be considered as the
result of thermal degradation of at |east one of the
conponents in the thernoplastic conposition. However,
it has not been convincingly shown that the skilled
person could have drawn any direct conclusion fromthe
effects addressed in D2 that there was a possibility by
nodi fication of the known pol yam de conpositions to
reduce or prevent noul d-staining, |et alone which
nodi fi cations of the known bl end were necessary in
order to achieve this result.

I n other words, the know edge about the deconposition
of a bl end causing corrosion of the processing

machi nery does not provide any information as to the
behavi our of another conposition with respect to noul d-
staining, ie an effect inpairing the conposition itself
(patent in suit: page 2, lines 44 to 49).

Furthernore, the further experimental results provided
by the Appellant denonstrate that the results of the
bl ends known from D2 were not satisfactory with regard
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to strand-blowi ng and granul ation either. However, no
i nformati on was derivable fromD2 that further
i nprovenents in this respect would have been possible,
| et alone in which way they could be achi eved.

Consequent |y, docunent D2 does not provide a clear
teaching in which way the conposition of D2 should be
nodi fied in order to solve all the aspects of the above
techni cal problem at the same tine.

Docunent D1 relates to flane-retardant pol yam de
conpositions containing a conbination of specific flanme
retardants in particular amounts. The required fl ane
retardants are, on the one hand, a brom nated styrene
or styrene derivative polymer containing certain
anounts of mal eic anhydri de groups and, on the other, a
brom nat ed pol ystyrene. The conpositions may further
contain a netal oxide as an auxiliary flane retardant
and "the known additives" for polyam des or styrene or
styrene derivative resins, eg thermal stabilisers such
as copper conpounds, alkali netal halides, hindered
phenol conpounds and hi ndered am ne conpounds,

| ubricants, nmould rel ease agent, col ouring agents,

pl asticizers, UV absorbers, antistatic agents,
reinforcing agents etc. (page 5, lines 47 to 52).

These conpositions are to show i nproved weld strength
necessary for their use in the electrical and

el ectronic fields. The docunent does not contenplate
the specific aspects of the technical problem
underlying the patent in suit.
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In particular, the docunent neither teaches the
addi ti on of phosphorus-containing conpound (d) as such
nor in conbination with a specific additive, nanmely

wi th conponent (e) as defined in Caiml.

I n conparative Exanple 6, which is not a part of the
teaching of D1, a copolynmer of tribrono-styrene and
acrylonitrile was used which had been prepared in the
presence of hydroxyapatite. This information cannot be
conbined with any particulars belonging to the

di scl osure of the subject-matter clainmed in that
docunent. Nor could any teaching be derived fromthe
conpar ati ve exanpl e beyond the finding, which could be
expected, that the conposition prepared in therein
woul d show poorer results than the exanpl es according
to the clainms of the document (Table 3). Hence, the
docunent teaches away fromthe use of hydroxyapatite.

Docunment D3 concerns the stabilisation of polycapro-

| actam (nylon 6) yarns with a synergistic conbi nation
of trial kyl phosphite and di-&-naphthyl - par a- phenyl ene-
di am ne agai nst deterioration of their tenacity upon
aging at increased tenperatures over the tine.

The cited Table 4 of D4 lists main classes of
antioxidants sold in the United States and their
applications. The chem cal conposition of the listed
conpounds ranges from nono-, di- and pol yphenols to
(di ) hydroqui nones, diaryl am nes, sul phur conpounds and

trival ent phosphorus conpounds.
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The tabl e does not provide any information about
further effects and properties which may be caused by
the addition of these conmpounds specifically to flame-

ret ardant pol yam de conpositions.

Hence, none of these further docunents relates to the
rel evant technical problem I|et al one provides an
incentive to nodify the conpositions of D2 in order to
solve the rel evant technical problemin such a way as
to arrive at sonething within the anbit of Caim 1.

Consequently, the subject-matter of Caim1l is based on
an inventive step within the neaning of Article 56 EPC

Clainms 2 to 7, which relate to preferred enbodi nents of
t he conposition according to Caim1, by the sane token

al so involve an inventive step.

In Summary, the Board has conme to the concl usion that

the first auxiliary request is allowable.

Therefore, there is no need to deal with the second

auxiliary request.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The main request is refused.

3. The case is remtted to the first instance with the
order to maintain the patent on the basis of Cains 1
to 5 according to the first auxiliary request submtted
with the letter dated 6 May 2003 and after any
necessary consequential anmendnent of the description.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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