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Summary of Facts and Submn ssions

0960. D

The appeal is fromthe decision of the Qpposition
Division to nmai ntain European patent No. 0 739 649 in
amended form Anmended claim1 reads as foll ows:

"A process for recovering oxygen from unconpressed air
conprising the steps of:

(a) conpressing and heating said air;

(b) passing the resulting conpressed and heated air of
step (a) into a nenbrane separation zone conprising one
or nore oxygen-sel ective ion transport nenbranes, and
wi t hdrawi ng therefrom a hot high-purity oxygen perneate
stream and a hot oxygen-contai ni ng non-perneate stream

(c) introducing water into said hot oxygen-containing
non- per neat e stream

(d) heating the resulting non-perneate stream of
step (c); and

(e) passing the heated non-perneate stream of step (d)
t hrough an expansion turbine to generate shaft power
and withdrawi ng therefroma turbine exhaust strean

wherein the operating tenperatures of said nenbrane
separation zone and said expansion turbine are

I ndependent|ly mai ntai ned by controlling one or nore of
the variables selected fromthe group consisting of the
rate of heat addition in step (a), the rate of heat
addition in step (d), and the rate of water

i ntroduction in step (c), whereby said nenbrane
separation zone and said expansion turbine are
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thermal |y delinked for maxi mum efficiency in recovering
sai d oxygen."

1. In the decision under appeal novelty was di scussed on
t he basis of

D13: EP-A-0 658 366.

The subject-matter of anended claim 1l was considered to
be novel because D13 would require that the conpressed
air was only partly passed to the nenbrane separator,
whereas claim1l required that all the conpressed air
was first passed through the nenbrane separator.

L1l In the statenent of the grounds of appeal, the
appel | ant (opponent) nmi ntai ned the novelty objection.
Furt her objections under Articles 84 and 123(2) EPC
were rai sed agai nst the anendnents.

| V. Wth a letter dated 1 March 2002 the respondent filed
two sets of anended clains as nmain request and first
auxiliary request. During oral proceedings, which took
pl ace on 6 March 2002, the respondent nmade the earlier
first auxiliary request to its main request and
submtted three further auxiliary requests. In the new
requests the first lines of claiml were anended as
follows, the rest renmai ni ng unchanged:

Mai n request:

"A process for recovering oxygen fromair at
at nospheric pressure conprising the steps of:

(a) conpressing and heating said air;
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(b) passing the resulting conpressed and heated air of
step (a) into a nenbrane separation zone..."

First auxiliary request:

"A process for treating one air stream at atnospheric
pressure fromwhich oxygen is recovered conprising the
steps of:

(a) conpressing and heating said air stream

(b) passing the resulting conpressed and heated air
streamof step (a) into a nenbrane separation zone..."

Second auxiliary request:

"A process for treating one air stream at atnospheric
pressure whereby oxygen is recovered conprising the
steps of:

(a) conpressing and heating said air stream

(b) passing the resulting conpressed and heated air
streamof step (a) into a nenbrane separation zone..."

Third auxiliary request:

"A process for recovering oxygen fromone air stream at
at nospheric pressure conprising the steps of:

(a) conpressing and heating said air stream

(b) passing the resulting conpressed and heated air
streamof step (a) into a nenbrane separation zone..."
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The appel | ant (opponent) maintained the novelty

obj ection and rai sed objections under Articles 84 and
123(2) EPC to the anendnents. The respondent's new
requests were al so considered to be inadm ssible
because of their late filing.

The appellant's argunents with respect to |ack of
novelty may be summari zed as foll ows:

In the process according to D13 oxygen was recovered
froma conpressed and heated air streamin a nenbrane
separation zone, whereby the non-perneate stream after
the addition of water was further heated and passed

t hrough an expansion turbine to generate shaft power.
Not hi ng el se was required by claim1l according to any
of the requests on file. The fact that according to D13
a further air streamwas conpressed, which was not
passed to the nmenbrane separator but directly to the
heater for the expansion turbine could not render the
clainms of the patent in suit novel.

The respondent (proprietor) refuted the appellant's
obj ections. The respondent's argunents wth respect to
novelty may be summarized as foll ows:

According to present clains 1 the conpressed air was in
its entirety passed to the nenbrane separator and only
t he non-perneate stream was passed after heating to the
expansi on turbine, whereas according to D13 the
conpressed air was divided into two streans, whereby
only a side stream ("borrowed" stream, which nade up
at nost 20% of the conpressed stream was passed to the
menbr ane separat or and whereby the main stream was
directly passed after heating to the expansion turbine.
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The appel |l ant requested that the decision under appea
be set aside and that the European patent No. 739 649
be revoked.

The respondent requested that the patent be maintained
on the basis of the clains submtted as first auxiliary
request with the letter dated 1 March 2002 (main
request) or, in the alternative, on the basis of the
clainms submtted at the oral proceedings as auxiliary
requests | to III.

Reasons for the Deci sion

0960. D

Late requests

The adm ssibility of the respondent's requests,
presented shortly before and during the ora

proceedi ngs, was put in question for being late. In the
present case no tine |imt for presenting further
requests has been set (Rule 7l1la EPC) so that | ateness
as such cannot be a ground for rejecting these
requests. In the Board's opinion only requests which
radi cally change the | egal or factual framework of the
case, for which the other party cannot reasonably be
prepared, mght be refused. This is not the case here.
The anmendnments in the new clains are mnor and nust be
regarded as an attenpt to overcone a novelty objection.
If during oral proceedings the patentee nust fear that
his earlier argunents and anendnents to overcone an

obj ection which would jeopardi ze his patent m ght not
be sufficient, it should be the normal procedure to
give the patentee a final opportunity to save his case
by amending his clainms. In the Board' s judgnent the

pur pose of oral proceedings woul d be seriously deviated
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fromif anmendnents during oral proceedi ngs were not

al | owed. Thus, although the objection and the rel evant
argunents were on file before the oral proceedi ngs took
pl ace, the respondent's defence by requesting
amendnments shortly before and during oral proceedings
are regarded as legitinmate efforts to save its case.
The respondent's requests are therefore admtted.

Clarity and adm ssibility of the anendnents

In the clains under consideration the expression "an
oxygen containing gas mxture" in the clains as granted

have been replaced with "air at atnospheric pressure"
or "one air stream at atnospheric pressure”. In the
Board' s judgnment these anendnents do not introduce any
unclarity and are based on the preferred enbodi nents of
the invention as disclosed in the description (page 11,
lines 15 to 20 and page 12, lines 1 to 3) and
illustrated by Figures 1 to 3 of the application as
originally filed. The clains under consideration,
therefore, fulfil the requirenents of Articles 84 and
123(2) EPC. Since the decision is in agreenent with the
appel lant's request, there is no need to give further

reasons for this finding.

Mai n request

D13 is an earlier European patent application published
after the filing date of the patent in suit. Since in
D13 the same contracting states are designated as in
the patent in suit, its content nust be considered as
being conprised in the state of the art (Articles 54(3)
and 54(4) EPC).

D13 di scloses an integrated process for the production
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of oxygen and el ectric power conprising the steps of:

(a) conpressing and heating air;

(b) passing the conpressed and heated air of step (a)
into a nenbrane separation zone conprising an oxygen-
sel ective ion transport nenbrane, and w t hdraw ng
therefroma hot high-purity oxygen perneate stream and
a hot oxygen-contai ni ng non-perneate stream

(c) introducing water into the hot oxygen-containing
non- per neat e stream

(d) heating the resulting non-perneate stream of
step (c); and

(e) passing the heated non-perneate stream of step (d)
t hrough an expansion turbine to generate shaft power
and wi thdrawi ng therefroma turbine exhaust stream
(page 5, lines 5 to 27, page 6, line 55 to page 7,
line 8 and Figure 1).

Since the conpressed air passed to the nenbrane
separator and the non-perneate stream passed to the
expansi on turbine are i ndependently heated, the

addi tional requirenent of present claiml, "wherein the
operating tenperatures of said nenbrane separation zone
and sai d expansion turbine are independently naintained
by controlling one or nore of the variabl es sel ected
fromthe group consisting of the rate of heat addition
in step (a), the rate of heat addition in step (d), and
the rate of water introduction in step (c), whereby
sai d nenbrane separation zone and sai d expansion
turbine are thermally delinked for nmaxi mum efficiency
in recovering said oxygen", is inplicitly also
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fulfilled by the process according to D13. This finding
was not in dispute.

It is true that D13 further requires that conpressed
air is also directly heated and passed to the expansion
turbine without first being passed to the separation
menbrane. This is, however, an additional feature of

t he nmet hod of D13 which, as stated above, also

conpri ses the above nentioned steps (a) to (e). The
fact that in D13 the air stream passed to the nenbrane
separator is referred to as a "borrowed streant
conprising only up to 20% of the total conpressed air
stream does not affect the disclosure in D13 of all the
essential process steps required by present claim1l.

Al so the fact that step (b) of claim1l requires that
the resulting conpressed and heated air of step (a) is
passed into a nmenbrane separation zone (enphasis added)
does not exclude the process according to D13.
According to Figure 1 of D13, stream 27 passed to the
menbr ane separator results from heating conpressed air.
The expression "resulting conpressed and heated air" in
step (b) of present claim1 does not exclude that apart
from conpressing and heating air which is passed to the
nmenbr ane separator, additional air is conpressed and
heated which is directly passed to the expansion

t ur bi ne.

Since claim1l does not exclude processes as discl osed
in D13 its subject-matter |acks novelty within the
meani ng of Article 54(1) EPC.

Auxi | i ary request |

The wording of claiml of auxiliary request 1 differs
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fromclaimof the main request only in that in the
preanbl e "recovering oxygen fromair at atnospheric
pressure” is replaced with "treating one air stream at
at nospheric pressure fromwhich oxygen is recovered"
and in steps (a) and (b) "air" is replaced with "air
streanf. The Board is unable to recogni se any

di fference in substance resulting fromthe anended
wordi ng. Air which is passed fromone place in a
process to another place is inevitably passed as a
stream Also in D13 one air streamis treated in the
nmenbr ane separator from whi ch oxygen is recovered. The
fact that according to D13 another air streamis
treated otherw se does not affect the one air stream
fromwhi ch oxygen is recovered. The reasons for |ack of
novel ty given above thus equally apply to the subject-
matter of claiml of auxiliary request 1.

Auxiliary request 11

Claim1 of auxiliary request Il differs fromclaim1 of
auxiliary request | only in that the expression "from
whi ch oxygen is recovered” in the preanble is repl aced
with "whereby oxygen is recovered". Both expressions
are, in fact, redundant because the circunstance that
oxygen is recovered and fromwhere it is recovered is
indicated in step (b). Thus auxiliary request |l nust
fail for the sane reasons.

Auxiliary request 111

Caim1l of auxiliary request Ill differs fromclaim1
of the main request only in that "air" in the preanble

is replaced with "one air streanf and "air" in

steps (a) and (b) is replaced with "air streani. For
t he same reasons as given under point 4, the
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repl acenent of "air" by "one air streanmt does not
excl ude the process according to D13. Thus al so the
subject-matter of claim1 of auxiliary request |11

| acks novel ty.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: Chai r man:

P. Martorana R Spangenber g
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