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Summary of Facts and Subm ssi ons

The Appel |l ant (Opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi ti on agai nst the European patent No. 0 686 622
(Eur opean patent application No. 95 303 759.5), the

i ndependent Claim 1 reading as foll ows:

"A process for renoving carbonyl-containing inmpurities
froman a, b-unsaturated carboxylic acid ester, which
conprises the steps of

a. effectively adm xing the ester and an aqueous
solution of a salt selected frombisulfites and
dithionites; and

b. separating the ester fromthe aqueous solution.”

. The opposition was filed against the patent as a whol e,
and based on the ground of |ack of inventive step as
indicated in Article 100(a) EPC. It was supported by

several docunents incl uding:

(1) Organi kum Organi sch- Chem sches G undpr akti kum
10. Aufl age, VEB Deutscher Verlag der
W ssenschaften, Berlin 1971, page 434.

L1l The Opposition Division held that the subject-matter of
the patent in suit involved an inventive step. In this
context, it held in particular that the problem
underlying the patent in suit was to provide an
effective process for renoving remai ni ng undesirabl e

car bonyl -containing inpurities from a, b-unsat ur at ed
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carboxylic acid esters and that the cited docunents,
which did not relate to this technical problem did not
provide an incentive to its solution as clained in the

patent in suit.

Oral proceedi ngs before the Board were held on 22 June
2004.

The Appel |l ant argued that the subject-matter of daiml
as granted | acked inventive step in view of docunent
(1), as well as docunents

(3) JP 9093-027A (German transl ation) and

(4) EP-A-0 102 642

which were cited in the patent in suit for the purpose
of elucidating the technical problemunderlying the
patent in suit and, therefore, forned part of the
present appeal proceedings.

He submtted in particular that the process of Claim1l
was obvious to the skilled person, since

(a) the form ng of bisul phite conpounds for the
pur pose of renoving al dehyde and ketone inpurities
was commonly known as follows from docunment (1),
and

(b) the renoval of carbonyl-containing inpurities from
a, b-unsaturated carboxylic acids, such as
(meth)acrylic acid, by adm xing the acid and an
aqueous bi sul phite solution, and separating the
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acid fromthe aqueous sol ution, was known from
docunents (3) and (4).

The Respondent (Patentee) argued that the late cited
docunents (3) and (4) should not be admtted into the
appeal proceedings, since they related to a different
techni cal problem and, consequently, were not relevant
in assessing inventive step. In support he referred to
the decisions T 117/86 and T 951/91. In this context,
he al so found that in the circunstances of the present
case the late filing of said docunents called for an
apportionnment of costs.

Furthernore, he disputed that the process of Claim1l of
the patent in suit would not involve an inventive step.
In this respect, he argued essentially that the cited
state of the art did not provide any incentive to the
skill ed person that carbonyl-containing inpurities
could be renoved fromesters of a,b-unsaturated
carboxylic acids. In fact, the prior art clearly taught
that such inpurities had to be renoved fromthe a, b-
unsat urated carboxylic acids before their

esterification.

In order to nmeet possible formal and/or substanti al
objections with respect to Claim10 filed on 30 Apri
2001, he also filed during the oral proceedi ngs before
the Board a new set of Clains 1 to 9 as auxiliary
request, which set of clains corresponded to Clains 1
to 9 as granted.

The Appel l ant requested that the decision under appeal
be set aside and that the patent be revoked, and that
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t he Respondent's request for apportionnment of costs be
rej ect ed.

The Respondent requested that the appeal be dism ssed
and that the patent be naintained on the basis of
Clains 1 to 9 as granted and Claim 10 filed on 30 Apri
2001 (main request), or on the basis of Clains 1 to 9
submtted at the oral proceedings (auxiliary request).
He al so requested apportionnment of costs.

VIIl. At the conclusion of the oral proceedings the Board's

deci si on was pronounced.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Procedural nmatters

2.1 Referring to the decisions T 117/86 and T 951/91 the
Respondent submitted that the late cited docunents (3)
and (4) should not be admtted into the appeal
proceedi ngs, since they related to a different
techni cal problem and, consequently, were not relevant

in assessing inventive step.

2.2 According to Article 114(2) EPC the EPO may i ndeed
di sregard facts or evidence which are not submtted in
due tinme by the parties concerned. In this context, a
consi derabl e body of jurisprudence has been devel oped
by the boards of appeal showi ng that the main criterion
for deciding on the adm ssibility of late-filed

docunents is their relevance, i.e. their evidential
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weight in relation to other docunents already in the
case. Mreover, other criteria, such as how late the
docunents were and whet her their subm ssion constituted
a procedural abuse or whether admtting the late-filed
docunents could | ead to an excessive delay in the
proceedi ngs, have al so been held to be decisive. In
this respect, the Board refers to the Case Law of the
Boards of Appeal of the EPQ 4'" edition 2001, VI.

F. 1 - 3, pages 324 to 332).

In the present case, the Appellant introduced the
docunents (3) and (4) into the appeal proceedings
together with the G ounds of Appeal, i.e. at the
earliest stage of the appeal proceedi ngs. Moreover,
bot h docunents were nentioned in the patent in suit as
highly relevant prior art for the purpose of

el ucidating the technical problemunderlying the patent
in suit, apparently, since both docunments disclosed the
removal of carbonyl-containing inpurities from a, b-
unsat urated carboxylic acids with an aqueous sol ution
of a bisulfite salt and because the sane undesirable
car bonyl -containing inmpurities should be renmoved from

t he correspondi ng a, b-unsaturated carboxylic acid esters
(see the patent in suit, page 2, lines 5 to 32).
Therefore, the Respondent was quite famliar with said
prior art.

Thus, in applying the criteria devel oped by the Boards
of Appeal for deciding on the adm ssibility of |ate-
filed docunents as indicated above (Point 2.2) the
Board does not see any reason not to admt said
docunents (3) and (4) into the appeal proceedings.
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2.5 It is true that it is indicated in the decisions
T 117/86 and T 951/91 that late-filed evidence nmay or
may not be admitted into the proceedings as a matter of
di scretion under Article 114(2) EPC and that it would
be justified to refuse admtting such evidence if it
woul d lead to an excessive delay in the proceedi ngs or
to forestall tactical abuse.

However, for deciding on the admssibility of late
filed evidence the boards of appeal are each tine
obliged to consider the particular facts of the case,
so that a reference to an earlier decision in this
respect would only nmake sense if all the facts |eading
to that decision would be entirely conparabl e.

In case of the decision T 117/86 the board of appeal
did not decide on the question of adm ssibility at al
(see Point 5 of the Reasons for the Decision) and in
case of the decision T 951/91 the question to be

deci ded was whether or not to disregard evi dence not
submitted in due tine by a party, before that evidence
had actually been filed (see Point 5 of the Reasons for
the Decision). Therefore, the facts of these cases are
not conparable wth those of the present case and,
consequently, said decisions |ack any rel evance to the
present deci sion.

3. Mai n request

3.1 | nventive step

3.1.1 1In assessing inventive step the Boards of Appeal

consistently apply the problem and sol uti on approach,
whi ch essentially involves identifying the cl osest

1611.D
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prior art, determining in the |light thereof the
techni cal problem which the clained invention addresses
and successfully solves, and exam ni ng whet her or not
the clained solution to this problemis obvious for the
skilled person in view of the state of the art.

The Board considers, in agreenent with the parties to

t he proceedings, that the closest state of the art with
respect to the clainmed subject-matter of the patent in
suit is the common general know edge concerning the
production of a,b-unsaturated carboxylic acid esters as
indicated in the patent in suit (see lines 5 to 15).

This prior art relates in particular to the preparation
of a, b-unsaturated carboxylic acid esters, such as

nmet hacrylic acid esters, incorporating oxidative steps,
such as the vapour phase oxidation of isobutylene to
give nmethacrylic acid followed by esterification to a
nmet hacrylic acid ester. Such a preparation nethod
produces product m xtures containing undesirable

al dehyde or ot her carbonyl-containing inpurities, such
as benzal dehyde, protoanenonin and furfural, which
shoul d be renoved fromthe esters (see page 2, lines 5
to 15 of the patent in suit).

Wth respect to this prior art, the Respondent
submtted that the process of the clained invention
provided a sinple and effective way for renoving said
undesirable inpurities.

Thus, in the light of the closest state of the art, the
techni cal problem underlying the patent in suit can be
seen in the provision of a sinple process for
effectively renoving carbonyl -containing inpurities
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from a, b-unsaturated carboxylic acid esters (see al so
page 2, lines 14 to 15 and 27 to 32, of the patent in
suit).

In this context, the Board observes that the advantages
indicated in the patent in suit, nanmely, the
performance of the purification process under neutral
conditions and the possibility to avoid the use of an
organi ¢ solvent (see page 2, lines 27 to 32), could not
be applied for defining the technical problem since

t he Appellant's subm ssion that the process as clained
i nvolved the use of mld acid conditions has not been
contested by the Respondent and because in the |ight of
the patent in suit (see page 2, lines 35 to 37, and
page 2, line 56 to page 3, line 1; and Caim8) the
process of Claim1 actually includes the use of organic

sol vent s.

According to Claim1l of the patent in suit this
technical problemis solved by effectively adm xing the
ester and an aqueous solution of a salt selected from
bisulfites and dithionites (optionally in the presence
of an organic solvent), and separating the ester from

t he aqueous sol ution.

Furthernore, in view of the exanples of the patent in
suit, the Board is satisfied that the technical problem
as defined above has indeed been solved. This has not
been di sputed by the Appellant.

The question now is whether the solution of the
techni cal problemunderlying the patent in suit by the
process of Claim1 would have been obvious to the
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skilled person in view of common general know edge and
the cited prior art.

Docunent (1), representing common general know edge,

di scl oses that the form ng of bisulphite addition
conpounds is frequently used for the purpose of

removi ng al dehyde and ketone inpurities (see page 434,
paragraphs 3 to 6). It does not indicate any

restriction with respect to conpositions to be purified.

Furt hernore, docunments (3) and (4) disclose the renoval
of carbonyl-containing inmpurities from crude

nmet hacrylic acid, by adm xing the acid and an aqueous
bi sul phite solution in the presence of an organic

sol vent, and separating the acid containing organic
phase fromthe aqueous sol ution (see docunent (3)
(translation), page 2, third paragraph to page 3, first
par agr aph, and docunent (4), page 4, second paragraph
to page 6, line 1). As said carbonyl-containing
impurities depend on the nethod of the preparation of
the nethacrylic acid, the inpurities to be renoved from
the corresponding esters in accordance with the patent
insuit will be essentially the sane (see page 2,

lines 50 to 55, of the patent in suit and e.g. the
exanpl es of docunents (3) and (4)).

Therefore, the skilled person faced with the technical
probl em underlying the patent in suit would find in
this prior art a clear pointer to the solution of the
techni cal problem as clai ned.

The Respondent submtted that the skilled person did
not find any incentive in the prior art that carbonyl -
containing inpurities could be renoved from esters of
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a, b-unsaturated carboxylic acids, and that the prior art
rather taught that the carbonyl-containing inpurities
had to be renoved fromthe a, b-unsaturated carboxylic
acids before their esterification.

However, the Board does not see any reason why the
process for the renoval of carbonyl-containing
inmpurities from a, b-unsaturated carboxylic acids as
applied according to the cited docunents (3) and (4)
woul d not be appropriate for purifying the crude
corresponding esters. In fact, the Respondent could not
provi de any reason or evidence in this respect either.
Mor eover, the Board notes that in accordance with the
established jurisprudence of the boards of appeal |ack
of inventive step is not only at hand when the results
to be achieved are clearly predictable but also when in
the Iight of conmmon general know edge or prior art
there was a reasonabl e expectation of success.

Thus, in view of these considerations the Board

concl udes that the solution of the above defined
technical problemas clained in Caim21 of the patent
in suit is obvious to the skilled person, and
consequent|ly does not involve an inventive step within
the neaning of Article 56 EPC.

Clainms 2 to 10 fall with Caim1, since the Board can
only decide on the Appellant's request as a whol e.

Auxi | iary request
This request fails too for the sanme reasons, since its

Claims 1 to 9 are identical to the respective Clains 1
to 9 of the main request.
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5. Apportionnment of costs (Article 104(1) EPQC

5.1 Having regard to the Board's considerations indicated
above (see Point 2) concluding that in applying the
criteria devel oped by the boards of appeal for deciding
on the adm ssibility of late-filed docunents the
i ntroduction of the docunents (3) and (4) into the
proceedi ngs did not point towards circunstances that
woul d amobunt to an abuse of the proceedings or to an
excessive delay in the proceedings, there is no reason
of equity which would justify an apportionment of costs
in the Respondent's favour.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

3. The request for apportionnment of costs is rejected.
The Regi strar: The Chai r man:

D. Sauter A. Nuss
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