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Summary of Facts and Submn ssions

0622. D

The grant of European patent No. 0 351 168 to General
El ectric Conpany, in respect of European patent
application No. 89 306 982.3 filed on 10 July 1989 and
claimng priority fromthe Japanese patent
applications Nos. 172297/ 88 and 238427/ 88 dat ed
respectively 11 July 1988 and 22 Septenber 1988 was
announced on 5 Novenber 1997 (Bulletin 1997/45) on the
basis of 5 clains.

Claim1l as granted read as foll ows:

"A process for preparing a polycarbonate by the nelt
pol ycondensati on of an aromati c di hydroxy conpound and
a carbonic acid diester, wherein the total content of
hydr ol ysabl e chlorine in said aromatic di hydroxy
conpound and carbonic acid diester is not nore than

3 ppm characterised by using a catal yst conpri sing:

(a) from10® to 10! nole of a nitrogen-containing
basi ¢ conpound,

(b) from10® to 102 nole of an alkali netal or
al kal i ne earth netal conpound, and optionally

(c) from10® to 10! nole of boric acid or a boric
ester, the anmounts of (a), (b) and (c) being expressed
in ternms of noles per nole of the aromatic di hydroxy
conpound. "

Dependent Clains 2 to 5 referred to specific
enbodi nents of the process according to Caiml.

Noti ces of Qpposition were filed on 5 August 1998 by
the two Qpponents
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a: Teijin Ltd, and

A1l: Asahi Kasei Kogyo Kabushi ki Kai sha.

The Opponents requested the revocation of the patent
inits entirety based on the grounds of |ack of

novel ty and inventive step (Article 100(a) EPC)

The oppositions were supported inter alia by the
foll ow ng docunents:

Dl': JP-B-38/1373 (partial English translation),

D1'': JP-B-38/1373 (partial English translation),

D2: H. Schnell, "Chem stry and Physics of
Pol ycar bonat es”, 1964, Interscience Publishers,
pages 44-51,

D3: Plastic Material Course [17], fourth edition, 25

February 1965, Book "Pol ycarbonate", pages 44-
47, (partial English translation fromthe
Japanese),
D4: JP-B-42/9820 (partial English translation),
D5: GB-A-1 079 822,

D6: GB-A-1 096 936

D7': partial English translation of JP-B-47/14742
(referred bel ow as D7),

D7'':. partial English translation of D7,
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b8' : partial English translation of JP-B-47/14743
(referred bel ow as D8),

D8'': partial English translation of D8,

D9: DE- A-2 439 552,

D10: Plastic Material Course [5], third edition,
20 February 1979, Polycarbonate resin; pages 44-
67, (partial English translation fromthe
Japanese), and

D11: Pol ycondensati on and Pol yaddition, first
edition, 15 August 1980, Kyouritsu shuppan Co.
Ltd, Japan, pages 140-141; (partial English
translation fromthe Japanese).

By a decision issued in witing on 6 October 2000, the
Opposition Division revoked the patent. The deci sion
was based on a set of Clains 1 to 5 filed by the
Patentee with a letter dated 22 January 1999. C ains
1, 2, 3 and 5 of this set of clains corresponded
respectively to Clains 1, 2, 3 and 5 as granted.
Dependent Claim4 was directed to a process according
to any one of the preceding clains and characterised
by the use of a specific anmnount of conponent (b) (i.e.
10°® or | ess nole).

According to the decision, CQaim1l |[|acked novelty,
since D8 (D8 '), D7 (Dr''"), and D5 disclosed a process
for preparing polycarbonate resin by nelt

pol ycondensati on of an aromatic di hydroxy conpound and
a carbonic acid diester, in the presence of a catal yst
conposition which fell within the scope of Caiml
(cf. Exanple 2 of D8 (D8 '); Exanple 1 of D7'; Exanple
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6 of D5). The decision stated that the | evel of purity
of the nononmers was not indicated in these docunents.
It was, however, considered that a docunent discl osing
a | ow nol ecul ar conpound and its manufacture normally
rendered this conpound available to the public in al
grades of purity as desired by a person skilled in the
art since, as a rule, conventional nethods of
purification were within the conmon general know edge,
and, in that respect, reference was nade to deci sion

T 990/96 (QJ EPO, 1998, 489). Thus, the decision held
that a chosen value of purity for the nononers coul d
not establish the novelty of a process using these
nmononers. It further stated that the person skilled in
the art would not intentionally have used nononers
having a high level of inpurity since it was known

t hat such nononers |led to col oured pol ycar bonat es.
Hence, it concluded that the subject-matter of daiml
| acked novelty in view of docunents D8 (D8''),

D7' (D7'') and D5.

On 7 Novenber 2000, a Notice of Appeal was | odged by
the Patentee against this decision with sinmultaneous
paynment of the prescribed fee.

Wth the Statenent of G ounds of Appeal filed on

20 Novenber 2000, the Appellant submtted three sets
of clains form ng a new main request and two auxiliary
requests, respectively.

Foll ow ng the issue, on 1 August 2001, of a sumons to
oral proceedings, the Appellant filed, with a letter
dated 20 August 2001, eight sets of clainms formng a
new mai n request and seven auxiliary requests,
respectively.
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At the oral proceedings held on 19 Decenber 2001, the
Appel l ant submtted a new mai n request, which
corresponded to the set of Clains 1 to 5 as granted.

The argunents submtted by the Appellant in the
Statenent of Grounds of Appeal, in his letter of 20
August 2001 and at the oral proceedi ngs may be
sunmari zed as foll ows:

(i) Adm ssibility of the Appeal:

(i.1) Wthits letter of 2 Cctober 1998, the European
Patent O fice had confirned that M Frederik
G ever of Ceneral Electric Plastics B.V. had
been regi stered as representative of the Patent
Proprietor (General Electric Conpany) for the
Eur opean patent Nr. O 351 168.

(i.2) The Notice of Appeal and the Statenent of
Grounds of Appeal had been signed by
M Frederik Gever under reference to his
general authorisation GA 8600. This genera
aut hori zation showed that M G ever was
appoi nted as representative of General Electric
Conpany.

(i.3) Thus, there could be no doubt that the Notice
of Appeal and the Statenment of G ounds of
Appeal had been filed in the nanme of the Patent
Proprietor and not in the nane of the
subsidiary nentioned on the | etterhead used
(i.e. Ceneral Electric Plastics B.V). The
reference made to GA 8600 in the Notice of
Appeal inplicitly gave the nane and the address
of the Appellant.
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(i.4) In the Notice of Appeal dated 2 Novenber 2000
and in the cover letter to the Statenents of
G ounds of Appeal dated 14 Novenber 2000,
reference had been nmade to the
appl i cation/ patent nunber 89306982. 3-
2102/ 0351168 and it was stated that the appea
was directed to the decision of the Opposition
Division. Thus, it was clear against which
deci si on an appeal had been fil ed.

(i.5) Hence, the appeal net the requirenents of
Article 107 and of Rules 64(a) and (b) EPC

(i) Concerni ng novel ty:

(ii.1) The opposition division had not applied the
decision T 990/96 correctly. It mght be true
that, once a conpound was known, it was known
inall its degrees of purity, but this did not
mean that the use of the known conpound in a
speci fied degree of purity in a known process
was al so known. Furthernore, the cited decision
dealt with a different constellation of facts,
since it was concerned with end-products and
not with raw materials to be used in a
manuf act uri ng process.

(ii.2) The subject-matter of the main request net the
requi renents of selection invention as set out
in decision T 279/89 of 3 July 1991 (not
published in Q3 EPO . The sel ected range of
impurity was extrenely narrow. Since D8, D7
and D5 did not give any suggestion about
inmpurities, no preferred part of the known
range had been di scl osed. The choice of the

0622. D Y A
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range had been nmade on purpose as evi denced by
the i nproved resistance agai nst boiling water
of the obtained pol ycarbonat es.

(i1.3) The skilled reader would not have derived from
D5, D7' and D8, in the light of his genera
techni cal know edge, that the raw materials
woul d inevitably have an anmpbunt of not nore
than 3 ppm hydrol ysable chlorine in total. Even
if highly pure raw materi als had been
avai l able, the skilled reader of D5, D7' and
D8' woul d, indeed, not understand that they
were the nost likely to be used, since they
woul d have been very expensi ve.

(ii.4) Thus, the subject-matter of the main request
was novel over the cited prior art.

V. Wth its letter of 13 June 2001, Respondent |
(Opponent 1) submtted the foll ow ng docunents:

D18: Macr onol ecul es, Vol. 14, 1981, pages 532-537,

D19: Pol ymer Engi neering and Sci ence, Vol. 22,
No. 6, April 1982, pages 370-375,

D20: J. Og. Chem, Vol. 27, 1962, pages 3717-3720,

D24 Plastic Material Course [5], first edition,
15 October 1961, [Pol ycarbonate], pages 44-53,

D25: partial English translation fromthe Japanese
of D24, and

D26: Journal of |iquid chromatography, Vol. 1

0622. D Y A
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No. 1, 1978, pages 89-96.

Wth a letter dated 24 April 2001, Respondent 11
(Opponent 1) submtted the foll ow ng docunents:

D23: US- A-4 448 943,

D1'"b: Full English translation of docunent
JP- B- 38/ 1373,

D10a: Plastic Material Course [5], third edition,
20 February 1979, Pol ycarbonate resin;
pages 44-67 (in Japanese), and

D10b: partial English translation of Dl0a.

Wth its letter of 19 October 2001, Respondent I
further submtted the docunent

D2a: Schnell, "Chem stry & Physics of
Pol ycar bonat es”, 1964, pages 180-181.

The argunents presented by the Respondents | and Il in
their witten subm ssions and during the oral
proceedi ngs may be summari zed as foll ows:

(i) According to Respondent |, the Notice of appea
shoul d be rejected as inadm ssible according to
Rule 65(1) EPC for the foll ow ng reasons:

(i.1) The Notice of Appeal did not state that an
appeal had been filed on behalf of the
Patentee, nor did it contain, contrary to the
requi renents of Rule 64(a) EPC, the nane and
address of the Patentee. The only nane and
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address found in the Notice of Appeal were
those of Ceneral Electric Plastics B.V, which
under Article 107 EPC was not entitled to
appeal .

The fact that a general authorization reference
was included did not nean that the Notice of
Appeal had been filed on behalf of the entity
to whom the general authorization "GA 8600" was
connected. Thus, the nane and address of a
party adversely affected by the decision of the
Qpposi tion D vision was not actually contai ned
in the Notice of Appeal.

Furthernore, the Notice of Appeal did not
contain a statenent identifying the decision
t hat was being i nmpugned (Rule 64(b) EPC).

Concerni ng novelty:

The use of starting nononers having a | ow
content of hydrol ysable chlorine belonged to
the general technical know edge of the person
skilled in the art of manufacture of

pol ycar bonat es by the pol ycondensation in the
nmelt phase. In that respect, reference was nmade
to the docunents D2, D3, D10 and D11.

Di phenyl carbonate and bi sphenol having the
required purity were commonly avail able for
pol ycar bonat e production before the priority
date. Thus, the skilled person would normally
have used these pure raw materials in the
manuf acture of the polycarbonate. In that
respect, reference was nmade to the deci sion
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T 288/ 90 of 1 Decenber 1992 (not published in
Ql EPO).

The need for highly pure reaction nononers was
well known in the art. As stated in the
decision T 990/96, it was conmopn practice to
(further) purify a conpound obtained in a
particul ar chem cal nmanufacturing process
according to the prevailing needs and

requi renents. This general rule would al so be
applicable in the present case, since the
purification nmethod used in the patent in suit
(e.g. treatnment with hot water and vacuum
distillation) was a conventi onal one.

The need for highly pure reaction nononers al so
inmplied that the use of raw materials having a
content of inpurity between 0 and a very | ow
val ue was known in the art. Thus, the subject-
matter of the main request could not be

consi dered as a sel ection invention, since, on
the one hand, the sel ected subrange was not
sufficiently far renoved fromthe preferred
part of the known range and since, on the other
hand, the person skilled in the art would al so
apply this technical teaching in the range of
overlap (cf. T 666/89; QJ EPO 1993, 495; in
particul ar paragraph 7).

Consequently, when read in conbination with the
general technical know edge concerning the use
of highly pure raw nononers for the manufacture
of pol ycarbonate by the nelt pol ycondensati on,

t he di scl osures of D5, D7'(D7''), D8 (D8 ') and
D22 destroyed the novelty of the subject-matter
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of the main request.

(ii.6) Docunent D23 disclosed the use of starting
nmononers in which the total content of ionic
inmpurities was 1 ppm Having regard to the fact
that the hydrol ysabl e chlorine according to the
patent in suit included only ionic chlorine,
the total anmount of Fe, Na and hydrol ysabl e
chlorine in the nononmers according to D23 woul d
be ower than 1 ppm This docunent al so
di scl osed the conbi nati on of conponents (a),

(b) and (c) of the catalyst according to the
patent in suit. Thus, D23 was novelty
destroying for the subject-matter of the main
request.

The Appel |l ant requested that the decision under appeal
be set aside, that the novelty of the subject-matter
of the main request of the patent as granted (nmain
request) or alternatively of one of the auxiliary
requests 1 to 7 as submtted on 25 August 2001 be
acknow edged, and that the case be remtted to the
Qpposition Division for further prosecution.

Respondent | requested that the Appeal be rejected as
i nadm ssi ble (main request) or that the patent be
revoked (auxiliary request).

Respondent Il requested that the patent be revoked.

Bot h Respondents requested that the issue of inventive
step be dealt with by the Board.

Reasons for the Decision

0622. D
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Procedural WMatters

1

1.1

1.2

1.3

1.4

1.5

0622. D

Adm ssibility of the appeal

Concerning the admssibility of the appeal the
guestions arise as to whether or not the Notice of
Appeal neets the requirenents of Rules 64(a) and (b)
EPC, and whether or not the appeal has been filed by a
person entitled to appeal (Article 107 EPC).

In the present case, the Notice of Appeal contains a
reference to the patent in suit by the indication of
its nunber and its application nunber (i.e.

89306982. 3-2102/0351168), and the foll om ng statenent
"we herew th appeal against the Decision of the
Qpposi tion Division".

Since there was only one decision of only one
OQpposition Division concerning the patent referred to
in the Notice of Appeal, the Board is satisfied that
t he i npugned deci sion can be identified w thout undue
burden. Thus, the Notice of Appeal neets the

requi renents of Rule 64(b) EPC

According to Article 107 EPC an appeal nmay only be
filed by a party to proceedings who is adversely
affected by a decision. If this requirenent is not net
within the two-nonth tinme limt set out in Article 108
EPC, the appeal nust be rejected as inadm ssible under
Rul e 65(1) EPC.

According to Rule 64(a) EPC the Notice of Appeal shal
contain the nane and address of the Appellant. The non
conpliance with Rule 64(a) EPC can even be renedied in
accordance with Rule 65(2) EPC after expiry of the
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two-nonths tine limt set out in Article 108 EPC.

It follows fromthese considerations and in accordance
with the case | aw of the boards of appeal (cf. T 97/98
of 21 May 2001 and T 1/97 of 30 March 1999, neither
published in Q) EPO that it is sufficient that it is
possible to derive fromthe information in the appeal
with a sufficient degree of probability, where
necessary with the help of other information on file,
by whom t he appeal should be considered to have been
filed, wwthin the two-nonth period, in order to
establish that it is entitled to appeal under

Article 107 EPC first sentence.

The Patent Proprietor is General Electric Conpany and
t he decision of the Opposition Division was given to
the said conpany as Patent Proprietor and sent,
according to Rule 81(1) EPC, to its representative
(M Frederik Grever; General Electric Plastics B.V,
P.O. Box 117, 4600 Bergen op Zoom Pays Bas).

The fact that M Frederi k Gever has been appointed as
representative of General Electric Conpany for the
patent in suit is established by the letter of

4 Septenber 1998 of Ms Anne C. Szary, who was the
representative of the Patent Proprietor, whereby the
EPO was asked to note that the responsibility for the
case has been transferred to M Frederik Gever (G A
8600) and to address all future correspondence to

M Frederik Grever, General Electric Plastics B. V. in
the Netherlands. This letter was acknow edged by a
conmuni cation of corrected entries concerning the
representative (Rule 92(1)(h) EPC) sent by the EPO on
2 Cctober 1998. In the further correspondence from

M Frederik Grever to the EPO the sane business
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address was nentioned to which all the conmunications
of the EPO were sent on behalf of M Frederik Gever
in his capacity of representative of General Electric
Conpany.

It is true that the only nane and address of a conpany
to be found in the Notice of Appeal is that of Genera
El ectric Plastics B. V. in the Netherlands. Thus, the
guestion arises whether, as submtted by Respondent I,
the appeal was filed by CGeneral Electric Plastics B

V. which was not a party to the proceedi ngs before the
Qpposition Division. It is, however, evident fromthe
information on file (cf. point 1.8. above), that this
name and address, nentioned in the letterhead of the
Noti ce of Appeal at the sane |evel of that of the nane
of the representative of the Patentee, M Gever, that
General Electric Plastics B. V. in the Netherlands is
merely the business address of the latter. Therefore
it cannot be accepted that General Electric Plastics
B. V. is the Appellant in the present case.

It is also true that the nanme and the address of the
Appel l ant are not explicitly nmentioned in the Notice
of Appeal filed by the representative of the Patent
Proprietor before the Opposition Division, but the
Noti ce of Appeal does nention the nane and the address
of this representative (cf. letterhead of the Notice
of Appeal) and nmakes reference to his general

aut hori zation (i.e. G A 8600).

It is further observed by the Board that there is no
indication on file that a transfer of rights m ght
have taken place at the time where the Notice of
Appeal had been | odged.
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1.12 Thus, when reading the Notice of Appeal with the help
of the information on file (e.g. the identified
i npugned decision itself), it can be derived that the
party on behal f of which the appeal is intended to be
filed is the Patent Proprietor, i.e. General Electric
Conpany, the party adversely affected by the inpugned
deci sion of the Qpposition Division, since it is the
party represented before the Cpposition Division by
the representative who has filed the appeal.

1.13 It follows fromthe above considerations, that the
appeal cannot be rejected as inadm ssible under
Rul e 65(1) EPC.

1.14 In the Board's view, the Notice of Appeal provides
sufficient information to identify the Appell ant
itself and its address, which can be taken e.g. from
the patent in suit (cf. also T 483/90 of 14 Cctober
1992, not published in Q) EPC Reasons, paragraph 1).
Thus, the Board holds that the requirenments of
Rul e 64(a) EPC are net.

1.15 The appeal is therefore adm ssible.

2. Late-fil ed docunments

2.1 This point concerns the late-filed docunents D1''Db
D2a, D10a, D10b, D18, D19, D20, D22, D23, D24, D25 and
D26.

2.2 The Board sees no reason not to admt D1''b and D10b

to the proceedings, since they are nerely nore
conplete English translations of the sane Japanese
prior art docunents than, respectively, D1'' and D10,
both already submtted in the opposition proceedings.

0622. D Y A
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In any case, no objection to their introduction was
rai sed by the Appell ant.

Concerning the other late-filed docunents and
according to well established case |law, only docunents
which are relevant, i.e., in the present case, which
may have an inpact on the issue of novelty, should be
admtted to the proceedings.

In that respect, docunent D22, which has been cited as
a novelty destroying docunent by Respondent |l is the
US patent corresponding to D5 and does add anything to
t he disclosure of D5 for the assessnment of the novelty
of the subject-matter of the patent in suit.

Docunments D18, D19, and D20, said to be relevant to

i nventive step argunments, were not admtted to the
proceedi ngs by the Qpposition Division. Inventive step
is an issue beyond the scope of the present decision
(cf. section 4, below) and these docunments have not
been shown to have a sufficient degree of rel evance
for the issue of novelty to justify admtting themto
the present proceedings, since they only refer to the
hydrol ysis reaction rate of aromatic carbonates (D20)
or pol ycarbonates (D18, D19).

Docunment D2a, which teaches that inpurities in the
pol ycarbonate resin, in particular those capabl e of

al kal i ne reaction, are known to reduce the resistance
to boiling water of polycarbonates, could only be
relevant to inventive step, which is not an issue
dealt with in these proceedings.

Docunment D21 deals with the preparation of diphenyl
carbonate by transesterification of dinethyl carbonate
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wi th phenol. I ndependently of the fact that the
publication date indicated for docunents D24 and D25
(i.e. 1961) cannot be correct since they refer to
docunents published |ater than 1961 (cf. D24, page 45;
reference 130; page 49, reference 157) and that a
publication date was not identified unanbi guously by
Respondent |, they nerely indicate that bisphenol A
for use in the manufacture of polycarbonate shoul d be
of "high purity" but do not refer to the total content
of hydrolysable chlorine in the starting raw
materials. D26 relates to the analysis by liquid

chr omat ogr aphy of bi sphenol A useful as raw materi al
for the manufacture of epoxy resins, polycarbonates,
and pol ysul fones and is focussed on the presence of
hi gh boiling phenolic inpurities such as 2,4'-

bi sphenol A, Dianin's conmpound, and BPX trisphenol in
bi sphenol A. Thus, these docunents are prinma facie not
hi ghly relevant for the issue of novelty.

The general position of Respondent | at the oral
proceedi ngs, that the late-filed docunents related to
various aspects of the common general know edge of the
skilled person and as such were entitled to be

i ntroduced at any stage of the proceedi ngs cannot be
accepted by the Board. The question of what bel onged
to the general know edge of the skilled person at a
specific date is a fact like any other. And |like any
other, it may fall inside or outside the factual
framewor k of the proceedings up to the point that the
docunent is sought to be introduced and nay be

rel evant or not to the questions in issue. It is thus
also a matter for the excercise of the Board's

di scretion as to whether such late-filed materi al
should be admtted to the proceedings, in particular
inrelation to the criteria set in decision T 1002/92
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(QJ 1995, 605).

Since, for the reasons given, the late-filed docunents
D2a, D18 to D21, and D24 to D26 do not neet the
criterion of relevance for the issue of novelty, the
Board sees no justification for introducing their
content into the proceedings at this |ate stage.

Only document D23 fulfills the criterion of relevance
for the issue of novelty.

Consequently, only docunents D1''b, D10b and D23 are
admtted to the proceedings (Article 114(1) and (2)
EPC) .

Mai n request

3.1

3.2

0622. D

Novel ty

The docunents cited agai nst novelty in the decision
under appeal were D5, D7'(D7'') and D8 (D8 '). Lack of
novelty was al so all eged by Respondent Il in relation
to the disclosure of D23.

Docunment D23 relates to a nethod for determ ning

pol yneri zation variables, in particular in the nelt
pol ycondensati on of pol ycarbonates, by neasuring the
capaci tance and di ssipation factor of the reacting
m xture at various stages of the process. The nethod
can be used to control the level of ionic inpurities
of the starting conponents before the first m xing
step (cf. D23, colum 3, line 53 to columm 4,

line 10). As indicated on colum 11, lines 13 to 24,
if the anmount of ionic inpurities in the diphenyl
carbonate and the bisphenol Ais between 1 to 50 ppm
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t he nononer can be further purified but if the content
is below 2 to 5 ppm the nononmer can be continued to
be processed in the pol ycondensati on process. The
docunent does not, however, take into account non
ionic chlorine containing inpurities such as phenyl
chloroformate. This is in contrast to the patent in
suit, which clearly teaches that the conbi ned

hydrol ysabl e chl orine content of the starting nonomers
i ncl udes hydrol ysabl e chlorine in form of phenyl
chloroformate (cf. patent in suit page 3, lines 50 to
52). Moreover, although D23 nentions that bases are
used as catalysts for the transesterification in an
amount of generally from 108 to 1 nole per nole of

di hydri c phenol (colum 10, lines 33 to 66), it does
not di sclose a catal yst conposition according to C aim
1 of the patent in suit. For these reasons, D23 cannot
destroy the novelty of the subject-matter of Claiml
of the patent in suit.

Docunent D5 relates to the manufacture of

pol ycarbonate by nmelt pol ycondensation in the presence
of a quaternary ammoni um phosphoni um or arsoni um base
as catalyst (cf. D5, Caiml; page 1, line 83 to

page 2, line 49). In its Exanple 6, it discloses the
manuf act ure of pol ycarbonate in the presence of a
catal yst conposition conprising a nitrogen containing
basi ¢ conmpound and an al kali netal conpound in anmounts
correspondi ng respectively to 2.49.10° nole and to
1.13.10° nole per nmole of aromatic di hydroxy conpound
but the total |evel of hydrolysable chlorine in the
starting raw materials (i.e. aromatic di hydroxy
conpound and carbonic acid diester) is not indicated.
Al t hough D5 generally states that the suitable amounts
of the catalyst are determned by the purity of the
starting materials used, it defines neither the
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inmpurities nor a quantified relationship between the
anount of inpurities and anount of catalyst (cf. D5,
page 2, lines 50 to 58).

Docunents D7' (D7' ') disclose the manufacture of

pol ycarbonate by nelt pol ycondensation in two steps.
In the first step a prepolyner is manufactured,
preferably in the presence of a catal yst such as NaCOH
or KOH, and in the second step the prepolyner is

subj ected to pol ycondensation after addition therein
of a quaternary ammoni um catal yst (cf. D7', page 5,
line 1 to page 6, line 7; cf. D7'', page 1, line 1 to
page 2, line 22). Exanples 1 (cf. D7') and 2 (cf.
D7'') are carried out in presence of 3.3.10° nole of a
ni trogen containi ng basi c conpound (quaternary
amoni um conpound) and of 3.3.10°° nole of an al kal
nmet al conpound (NaOH) per nole of aromatic dihydroxy
conpound. D7' (D7'') state that col ourl ess,
transparent, heat resistant polycarbonates with high
nol ecul ar wei ght are obtained but are totally silent
on the total content of hydrolysable chlorine in the
aromati ¢ di hydroxy conpound and the diaryl carbonate
used as starting conponents.

Docunents D8' (D8 ') refer to the manufacture of

pol ycarbonate by nelt pol ycondensation in the presence
of quaternary ammoni um hydroxi de as catal yst. Exanple
2 (cf. D8 and D8'') is carried out in the presence of
1.10% nole nitrogen containing basic conpound

(quat ernary ammoni um hydr oxi de) and of 1.65.10° nol e
al kali nmetal conpound (NaOH) per nole of aromatic

di hydr oxy conmpound. The pol ycarbonate obtained is

al nost col ourl ess. The docunents do not, however,

di scl ose the total anobunt of hydrol ysable chlorine in
the starting raw materi al s.
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From t hese considerations, it follows that D5,

D7' (D7'') and D8' (D8'') expressly disclose all the
features of the process according to aim1l of the
patent in suit except the total content of
hydr ol ysabl e chlorine in the aromatic di hydroxy
conpound and the carbonic acid ester (i.e. not nore

than 3 ppm.

The argunent of the Respondents (cf. sections |V
(ii.1), (ii.2), and (ii.3), above), that the skilled
reader woul d have understood, in the |ight of his
general know edge, that the raw materials would

i nevitably have a total anount of hydrol ysable
chlorine content of not nore than 3 ppmis not
convincing for the foll ow ng reasons.

According to established case | aw, when consi dering
the question of novelty, a prior art docunent nust be
interpreted in the |ight of common general know edge
avai l abl e at its publication date. Common gener al
know edge which did not exist at this date but which
only becane available at a |later date, cannot be used
to interpret such a docunent (cf. T 229/90 of

28 Cctober 1992, not published in Q3 EPO Reasons 4;
cf. also Singer/Stauder, Europaisches

Pat ent Uber ei nkonmen, 2" Edition, page 139, paragraph
52).

Thus, the relevant question to be decided is whether
it can be concluded fromthe above nentioned exanpl es
of D5, D7, and D8, interpreted in the |ight of common
general know edge avail able at their respective
publication dates, that the starting conmpounds used in
t hese exanpl es necessarily and inevitably net the
purity requirenent of Claiml of the patent in suit in
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terms of total hydrol ysable chlorine content.

In that respect, it is normally accepted that conmon
general know edge is represented by basic handbooks
and textbooks on the subject in question (cf. T 766/91
of 21 Septenber 1993, not published in Q) EPO, Reasons
8.2). It follows that, in the Board's view, only
docunents D2 and D3, respectively published in 1964
and 1965, can be considered as representing the comon
general know edge available to the skilled person for
the interpretation of D5, D7 and D8, since docunents
D10 and D11 have been published after the publication
dates of D5, D7 and Ds8.

Docunment D2 deals with the manufacture of aromatic
pol ycar bonat es by neans of the transesterification
process. As stated in D2, basic catal ysts such as

al kali metals and al kaline earth netals and their

oxi des, hydrides, or am des nmay be used in an anount
of 0.0001 to 0.1% cal cul ated on the pol ycarbonat e
formed, in order to accelerate the transesterification
reaction. The docunent al so teaches that side

reacti ons such as branching and crosslinking can be
nearly elimnated by the choice of the proper
catalyst, used in small quantities, and by the use of
raw materials of high purity. It also discloses a
specific process for the manufacture of pol ycarbonates
from bi sphenol A by transesterification. According to
t hat process, diphenyl carbonate is prepared in a
first step by reaction of phenol w th phosgene. The

t hus obt ai ned di phenyl carbonate is distilled and can
t hen be obtained ash free. The di phenyl carbonate is,
in a second step, reacted with bisphenol A (cf. D2,
page 45, line 13 to page 48, line 24; Figure II1.3;
page 50, line 1 to page 51, line 2).
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Al t hough D2 suggests that high purity raw materials
m ght be used in order to avoid side reactions and
that, in the specific case of bisphenol A

pol ycar bonat es, the di phenyl carbonate m ght be
obt ai ned ash-free, it does not contain a clear and
unm st akabl e teaching defining the kind of inpurities
and their admssible level (cf. T 677/91 of 3 Novenber
1992, not published in Q3 EPO, Reasons 1.2). In
particular, it does not contain such a teaching,
according to which the total content of hydrol ysable
chlorine in the aromatic di hydroxy conpound and the
carbonic acid ester nust be at nost 3 pmin order to
allow themto be used in the manufacture of aromatic
pol ycarbonates by transesterification.

Docunment D3 refers to a process for purifying diphenyl
carbonate by treating it with hot water and subjecting
it thereafter to distillation under vacuum but it
does not specify any particular level of purity to be
obtai ned. Nor do any of D5, D7' (D7'') and D8 (D8' ')
refer to the use of such a further purification

techni que. Consequently, the use of such a
purification technique is not directly and

unanbi guously derivable fromthe disclosures of D5, D7
and D8, and even if it were, it would not nmake
avai |l abl e a clear and unm st akabl e teachi ng of the

rel evant degree of purity according to aim1l of the
patent in suit.

Consequently, the disclosures of D5, D7 and D3, when
interpreted in the |ight of the conmobn general

knowl edge of the skilled person, are not novelty
destroying for the subject-matter of Caiml.

One would not cone to a different conclusion, even if,
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for sake of argunment, D5, D7 and D8 woul d be read, as
done by the Respondents, in the light of the content
of docunments D10 and D11.

Docunment D10 refers to techniques for purifying

di phenyl carbonate used for produci ng pol ycarbonat es
by transesterification and even refers to treating

di phenyl carbonate with hot water as clainmed in the
patent in suit (cf. Caim4 of the granted patent) but
does not disclose any particular |level of purity to be
obt ai ned. Thus, the sanme considerations as for
docunent D3 above woul d apply.

Wi | st docunent D11 states, in relation to a process
for manufacture of di phenyl carbonate, that phenyl
chl orof ormate nmust not be detected in the reaction
system and that a di phenyl carbonate in which no
chl orof ormate coul d be detected woul d be suitable for
use in polycarbonate synthesis, it does not refer to
the total content of hydrol ysable chlorine of the
starting raw materials for the manufacture of

pol ycarbonates by transesterification. Consequently,
even this disclosure does not nmake avail abl e the

rel evant paraneter of Claim1l of the patent in suit.

The argunent submtted by Respondent | with respect to
the decisions T 288/90, T 990/96, and T 666/89 is al so
not convincing, since the facts on which these

deci sions are based are not conparable with those of

t he present case.

In the case of the decision T 288/ 90, an exanple of a
docunent (1) disclosed each of the features of C ains
1 to 6 of the contested patent which related to a
process for the manufacture of a thernoplastic



3.8.2

0622. D

- 25 - T 0786/ 00

nmoul di ng conposition, with the sole exception of the
size range of the latex particles used in the

t her nopl asti c conposition. A docunent (12), which was
a review of the available latex |atices, published
only fifteen nonths before the application date of
docunent (1), was considered as representative of the
general technical know edge at the relevant tine. The
average particle size of the latices identified in
docunent (12) were, w thout exception, within the
range clained in the patent in suit. Thus, it was
concluded that the skilled reader of docunent (I)
woul d understand the latices disclosed in docunent
(12) as being the nost likely to be used for making a
t her nopl asti ¢ noul di ng conposition according to the
rel evant exanpl e of docunent (1). In the present case,
in contrast to the circunstances of T 288/90, no

evi dence has been submtted (cf. points 3.7.4 to
3.7.6, above), which would have shown that the skilled
reader of D5, D7, and D8 woul d have been led to
understand that aromatic di hydroxy conpound and
carbonic acid diester raw nmaterials having a total
content of hydrol ysable chlorine of not nore than 3
ppm woul d have been the nost likely to be used for
maki ng a pol ycarbonate by transesterification
according to the rel evant specific exanples of D5, D7
and D8. Thus, the decision T 288/90 is of no rel evance
in the present case.

Decision T 990/96 deals with the problem of the

novel ty of |ow nol ecul ar organi c conpounds in the
field of preparative organic chemstry. It was held in
this decision that it is common practice in this field
to purify a particular conmpound obtained in a
particul ar manufacturing process according to the
prevailing needs and requi renents, and that, since
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conventional purification nmethods are within the
comon general know edge in the field, a docunent

di sclosing a | ow nol ecul ar conpound and its

manuf acture normal |y makes this conmpound available in
all desired grades of purity, i.e. the purity level is
not a essential feature for the definition of the
organi ¢ conpound. In contrast to T 990/96, the present
case relates to a process for the manufacture of

pol ynmers having specific properties (i.e. resistance
to boiling water) characterised by the use of organic
conpounds having a required purity as starting
conponents, i.e. the purity level of the starting
conponents is therefore an essential technical feature
of the process, which can only be carried out in the
required range of purity but not in all available
grades of purity of the starting materials. Even if
woul d be considered that aromatic di hydroxy conpounds
and carbonic acid diesters were avail able at al

grades of purity at the filing dates of D5, D7 and D8,
this would not inply that the starting conponents used
in Exanple 6 of D5, in Exanples 1 and 2 of D7, and in
Exanple 2 of D8 woul d necessarily and inevitably have
exhibited the required purity as set out in Claim1l of
the patent in suit. On the contrary, in the Board's
view, there is a fundanental difference between the
purity requirenments presuned to exist for the
isolation of a final product, and those for the
starting materials used in a preparative process.
Were, as in the case of T 990/96, which concerned a
m xture of stereo isonmers which could be separated by
fractional crystallisation so that the product
resolved into two optically pure enantioners, the aim
was one of achieving an ultimte degree of purity, the
concern with starting materials is the precise
opposite. In this connection, the concern of the
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skilled person nust be presumed to be the use of the
nmost inmpure starting materials possible consistent
wth the aimof obtaining a sufficient yield of
product, which itself may further be purified.
Consequently, the general statements in T 990/ 96
concerning the purity of final products cannot be
applied directly to starting materials or, hence, to
t he present case.

As stated in the decision T 666/89, in the case of
over | appi ng nunerical ranges of physical paraneters
between a claimand a prior art disclosure, one
approach to determning what is "hidden" as opposed to
what has been nade available is to consider whether or
not a person skilled in the art would, in the light of
all the technical facts at his disposal, seriously
contenpl ate applying the teaching of prior art
docunent in the range of overlap. This approach cannot
be applied in the present case. First of all,
docunents D5, D7 and D8 are totally silent on the kind
and anount of inpurities present in the starting
conponents used. Furthernore, the pertinent

di scl osures of D5, D7 and D8 are restricted to very
specific exanples in which the starting conmponents
woul d have exhi bited respectively an individual (but
undi scl osed) total hydrol ysable chlorine content in
conmbination with a specific catal yst conposition
nmeeting the requirenents of Claiml of the patent in
suit. Thus, these docunents do not at all define a
nuneri cal range of hydrol ysable chlorine content in
the starting conponents to be used in conbination with
a catal yst conposition according to Claim1l of the
patent in suit. Even if, for sake of argunent, it were
considered that "highly pure" starting conponents had
been used in the specific exanples of D5, D7 and D8,
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this wording would not, contrary to the subm ssions of
Respondent |, define a range starting fromO ppm
since, as indicated in the decision T 990/96, it is
not possible for thernodynam cal reasons to obtain a
conmpound conpl etely pure. Thus, there is no
over | appi ng range of total hydrolysable chlorine
content between Claim 1l of the patent in suit and the
prior art disclosures such as would render the
application of the decision T 666/89 neaningful. The
decision is therefore of no relevance in the present
case.

It follows fromthe above considerations, that the
subject-matter of Caiml1l of the patent in suit is
novel over D5, D7'(D7''), D8 (D8 ') and D23
(Articles 54(1)(2) EPC). The sane concl usions apply
for the subject-matter of dependent Clains 2 to 5.

Since the novelty of the subject-matter of the main
request has been acknow edged, there is no need for
the Board to consider the auxiliary requests 1 to 7
subm tted on 25 August 2001.

Furthernore, since the Appellant specifically
requested that the case be referred back to the
Qpposition Division for the remaining i ssue of
inventive step to be considered, so as to avoid | oss
of one level of jurisdiction, the Board, inits

di scretion and in particular since this issue was
evidently not considered by the first instance, has
deci ded to nake use of its powers under Article 111(1)
EPC to remt the case for conpletion of exam nation of
t he opposition in this respect.
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O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Qpposition Division for
further prosecution on the basis of the main request
submtted at the oral proceedings, corresponding to
t he patent as granted.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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