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Summary of Facts and Subm ssi ons
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The appeal |odged on 19 May 2000 lies fromthe decision
of the Exam ning Division posted on 23 March 2000
refusi ng European patent application No. 95 921 669.8
(Eur opean publication No. 766 683), which was filed as
i nternational application published as WD 95/ 35297

The decision of the Exam ning Division was based on the
original set of 49 clains according to the then pending
request wherein claim1 was directed to conpounds
defined by way of a Markush-formula. The Exam ni ng
Division found that this clained subject-matter | acked
novelty and inventive step in view of the prior art

cited.

At the oral proceedings before the Board held on

26 August 2004 the Appellant (Applicant) no |onger

mai ntai ned the forner request. He subm tted one single
fresh set of 11 clains superseding any previous request.
Claim 1 of that request read as foll ows:

"1. A conpound selected fromthe group consisting of:

Conpound #1111 N-5(6- N-Chl oropurin-9-yl) - pent anol

Conpound #V N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent anol

Conpound #1 N, N- Di et hyl am nopuri nyl Pentoxycar bonyl
D- Ar gi ni ne

Conpound #2 N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent oxycar bonyl - L- Ar gi ni ne

Conpound #3 N 5- (6- N- Met hyl am nopurin-9-yl) -
pent oxycar bonyl - D- Ar gi ni ne

Conpound #3a N 5- (6- N- Met hyl am nopuri n-9-yl ) - pent anol
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N 5- (6- N- Met hyl am nopurin-9-yl) -

pent oxycar bonyl - L- Ar gi ni ne

N 5- (6- N- Am nopuri n-9-yl ) -

pent oxycar bonyl - D- Ar gi ni ne

N 5- (6- N- Ami nopuri n-9-yl ) - pent anol

N 5- (6- N- Hydr azi nopurin-9-yl)-

pent oxycar bonyl - D- Ar gi ni ne

N 5- (6- N- Hydr azi nopuri n-9-yl) - pent anol
N 5- (6- N- Hydr azi nopurin-9-yl)-

pent oxycar bonyl - L- Ar gi ni ne;

N-5- (6-N-Chl oropurin-9-yl)-

pent oxycar bonyl - D- Ar gi ni ne;

N-5- (6-N- Chl oropurin-9-yl)-

pent oxycar bonyl - L- Ar gi ni ne;

Hydr oxypuri nyl
D- Ar gi ni ne

N 5- (6- N- Mer capt opuri n-9-yl) -

pent oxycar bonyl - D- Ar gi ni ne;

N 5- (6- N- Mer capt opuri n-9-yl) -

pent oxycar bonyl - L- Ar gi ni ne;
N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent oxycar bonyl- d yci ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl)-7 -
et hoxy- et hoxycar bonyl - D- Ar gi ni ne;
(2S,4S)-2-(6-N, N-Di met hyl am nopuri n- 9-
yl ) -4- (et hyl oxycar bonyl - D- Ar gi ni ne) -

Pent oxycar bonyl

1, 3- di oxol ane;

N-5- (6- N, N-Di net hyl am no- 8- br onopuri n- 9-
yl ) - pent oxycar bonyl - L- Ar gi ni ne;
N-5- (6- N, N D net hyl am no- 8- bonopuri n- 9-
yl) - pent oxycar bonyl - D- Ar gi ni ne;

N-5- (Purin-9-yl)-pentanol ;

N-5- (Purin-9-yl) - pent oxycar bonyl - D-

Ar gi ni ne;
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N-5- (Purin-9-yl) - pent oxycar bonyl - L-

Ar gi ni ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent oxycar bonyl - L- Val yl - L- Prol yl - L-
Leuci ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent oxycar bonyl - L- | sol eucyl -L-Prol yl - L-
| sol euci ne;

N 5- (6- N- Cycl opr opyl am nopuri n-9-yl) -
pent anol ;

N 5- (6- N- Cycl opr opyl am nopuri n-9-yl) -
pent oxycar bonyl - D- Ar gi ni ne;

N- 5- (6- N- Cycl opr opyl am nopuri n-9-yl) -
pent oxycar bonyl - L- Ar gi ni ne;

N 5- (6- N- Azeti di nepurin-9-yl)-pentanol ;
N-5- (6- N- Azeti di nepurin-9-yl)-

pent oxycar bonyl - D- Ar gi ni ne;

N-5- (6- N- Azeti di nepurin-9-yl)-

pent oxycar bonyl - L- Ar gi ni ne;

trans- (6-N-Chl oropurin-9-yl)-4-nethyl -
cycl ohexyl - met hanol ;

trans- (6-N, N-Di net hyl am nopurin-9-yl)-4-
met hyl - cycl ohexyl - net hanol ;

trans- (6-N, N-Di net hyl am nopurin-9-yl)-4-
met hyl - cycl ohexyl - net hyl oxycar bonyl - D-
Ar gi ni ne;

trans- (6- N- Met hoxypurin-9-yl)-4-net hyl -
cycl ohexyl - met hanol ;

ci s-(6-N, N-D net hyl am nopurin-9-yl)-4-
met hyl - cycl ohexyl - net hanol ;

ci s-(6-N, N-D net hylam nopurin-9-yl)-4-
nmet hy1l- cyclohexyl- net hyl oxycar bonyl - D-

ar gi ni ne;
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N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pent oxycar bonyl -D-Citrul i ne;

N-5- (6- N- Met hyl azi ri di nepurin-9-yl)-

pent anol ;

N-5- (6- N- Met hyl azi ri di nepurin-9-yl)-

pent oxycar bonyl - D- Ar gi ni ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
t hi oet hoxy- et hoxycar bonyl - D- Ar gi ni ne;
Met a- (6- N, N- Di net hyl am nopurin-9-yl)-

nmet hyl - benzyl oxycar bonyl - D- Ar gi ni ne;
N-5- (6-N, N D net hyl am nopurin-9-yl) - 3-
pent ynyl - 1- oxycar bonyl - D- Ar gi ni ne;

N-5-[ 6- (1- et hyl - 2- acet oxy) -
et hyl am nopurin-9-yl) - pent anol ;
N-5-[ 6- (1- et hyl - 2- acet oxy) -

et hyl am nopuri n-9-yl) - pent oxycar bonyl - D-

Ar gi ni ne;

N-5- (2, 6-Di chl oropurin-9-yl)-pentanol ;

N-5- (2, 6-Di chl oropurin-9-yl)-
pent oxycar bonyl - D- Ar gi ni ne;
N-5- (2, 6-Di chl oropurin-9-yl)-
pent oxycar bonyl - L- Ar gi ni ne;

N 5- (2- Am no- 6- N, N- Di et hyl am nopuri n- 9-

yl ) - pent anol ;

N-5- (6- N, N- Di et hyl am no- 8-

met hyl t hi opuri n-9-yl)-pentanol ;
N-5- (6- N, N- Di et hyl am no- 8-

met hyl t hi opuri n-9-yl)-pent oxycar bonyl - D-

Ar gi ni ne;

N 5- (6- N- Met hoxypuri n-9-yl) - pent anol ;

N 5- (6- N- Met hoxypurin-9-yl)-
pent oxycar bonyl - D- Ar gi ni ne;

N 5- (2- chl or 0- 6- met hoxypurin-9-yl) -

pent oxycar bonyl - D- Ar gi ni ne;
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N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pent oxycar bonyl - D- Or ni t hi ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pent oxycar bonyl - L—&r ni t hi ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pent oxycar bonyl - L- Val i ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pent oxycar bonyl - D- Val i ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -
pent oxycar bonyl et hyl ami ne hydr ochl ori de;

N- 5- (6- N- Mer capt opuri n-9-yl) - pent anol ;
N 5- (6- N- Met hyl t hi opuri n-9-yl ) -pent anol ;
N-4- (6-N, N Di met hyam nopurin-9-yl -

but anol

N-4- (6- N, N- Di et hyl am nopurin-9-yl) -

but oxycar bonyl - D- Ar gi ni ne;

N-4- (6- N, N- Di net hyl am nopurin-9-yl) -

but oxycar bonyl - L- Ar gi ni ne;

N- 6- (6- N- Chl or opuri n-9-yl) - hexanol ;
N 6- (6- N, N- Di et hyl am nopurin-9-yl) -

hexanol ;

N 6- (6- N, N- Di et hyl am nopurin-9-yl) -

hexyl oxycar bonyl - D- Ar gi ni ne;

N 6- (6- N, N- Di et hyl am nopurin-9-yl) -

hexyl oxycar bonyl - L- Ar gi ni ne;

N-5- (6- N, N- Di et hyl am nopurin-9-yl) -

pentyl am ne hydrochl oride salt;

N-5- (6- Met hyl azi ri di nepurin-9-yl)-

pent yl oxycar bonyl - L- Ar gi ni ne;

(2S,4S)-2-(6-N, N-Di nmet hyl am nopuri n- 9-
yl) - 4-hydr oxymnet hyl - 1, 3- di oxol ane;

(1S, 3R) and (1R 3S)-1-(6-N, N

D net hyl am nopurin-9-yl)-net hyl - 3-

cycl opent ane net hanol ;
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(1S,3R) and (1R, 3S)-1-(6-N, N

D nmet hyl am nopurin-9-yl)-net hyl - 3-
(et hyl oxycar bonyl - D- Ar gi ni ne) -

cycl opent ane;

(6-N, N-Di net hyl am nopurin-9-yl)-7-

et hyl am noet hanol ;

(6-N, N-Di net hyl am nopurin-9-yl)-7-

et hyl am noet hoxycar bonyl - D- Ar gi ni ne;
(6-N, N-Di net hyl am nopurin-9-yl)-7-

et hyl am noet hoxycar bonyl - L- Ar gi ni ne;
N-5- (6-N, N D net hyl am nopurin-9-yl) - 3-
pentyl - 1- ol ;

N-5- (6-N, N D net hyl am nopurin-9-yl) - 3-
pent ynyl - 1- oxycar bonyl - L- Ar gi ni ne;
(6-N, N-Di net hyl am nopurin-9-yl)-7-

t hi oet hoxy- et hanol ;

(6-N, N-Di net hyl am nopurin-9-yl)-7-

t hi oet hoxy- et hoxycar bonyl - L- Ar gi ni ne;
(2S,4S) and (2R 4R)-2-(6-N, N

Di et hyl am nopurin-9-yl) - 4-

(et hoxycar bonyl - D- Argi ni ne) - 1, 3-
oxat hi ol ane;

(6-N, N-Di net hyl am nopurin-9-yl)-7-
et hoxy- et hoxyet hanol ;

(6-N, N-Di net hyl am nopurin-9-yl)-7-
et hoxy- et hoxycar bonyl - D- Ar gi ni ne;
(6-N, N-Di net hyl am nopurin-9-yl)-7-
et hoxy- et hoxycar bonyl - L- Argi ni ne; and
N-5- (6- N, N-Di net hyl am no- 8- br onopur i n- 9-
yl) - pent anol ;

or a pharmaceutically acceptable derivative thereof."
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Claims 2 to 5 of that fresh set of clains were
dependent on claim1 and clains 6 to 11 were directed
to pharmaceutical conpositions conprising a conpound as
defined in claim1.

The Appellant submitted that this fresh set of clains
reflected the preferred scope of the present invention.
Thus, present claim 1l has been restricted to the |ist
of individual conpounds found in original dependent
claim27. Therefore the provisions of Article 123 (2)
EPC have been net. Due to the substantial amendnents
made to the subject-matter clained the fresh set of

cl aims overcane the objections raised in the decision
under appeal, thereby requiring substantive exam nation
to be done on a new basis.

The Appel |l ant requested that the decision under appeal
be set aside and the case be remtted for further
prosecution on the basis of the sole request submtted
at oral proceedings of 26 August 2004.

At the end of the oral proceedings the decision of the

Board was announced.

Reasons for the Decision

1

2017.D

The appeal is adm ssible.

Amendnent s (123(2) EPQC)

Fresh claim1l is based on original claim27 in

conbination with original claiml. Cainms 2 to 5 are
supported by original clainms 28, 8 and 29. Clains 6 and
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8 to 10 are disclosed in original clains 37 and 30 to
32. Caim7 has a proper basis in original claim38 in
conbination with page 28, line 15 of the description as
filed. daim1ll is backed up by original claim33 and
page 28, lines 8 to 12 of the application as fil ed.

Therefore, the amendnents made to the clainms do not
generate subject-matter extending beyond the content of
the application as filed and the Board concl udes t hat
the requirements of Article 123(2) EPC are sati sfied.

Rem ttal

Havi ng so deci ded, the Board has not, however, taken a
deci sion on the whole matter, since substanti al
anmendnent s have been nmade to i ndependent claim1 which
anmended claimwas presented for the first tinme at the
oral proceedi ngs before the Board. The deci si on under
appeal dealt exclusively with lack of novelty and
inventive step of claim1 according to the then pending
request and did not consider claim1 in the present
formas such request was never submtted to the first

i nstance. The anmendnments |leading to fresh claim1, in
particular in restricting the scope of that claimfrom
t he previous Markush-forrmula to a list of 85 individual
chem cal compounds, have the effect that the reasons
given in the contested decision for refusing the
present application no |onger apply since the present
cl ai rs have never been chall enged under Article 54 and
56 EPC for lack of novelty and inventive step.

Thus, the Board considers that the substanti al
anmendnents made by the Appellant renove all the
objections raised in the decision under appeal and that
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present claim1l generates a fresh case not yet
addressed in exam nati on proceedi ngs and requiring

reexam nati on

Wiile Article 111(1), second sentence, first
alternative, EPC gives the Boards of Appeal the power
to decide in ex-parte proceedings on fresh i ssues where
t he application has been refused on other issues,
proceedi ngs before the Boards of Appeal in ex-parte
cases are primarily concerned with exam ning the
contested decision (see decision G 10/93, QJ EPO 1995,
172, points 4 and 5 of the reasons), fresh issues
normal ly being left to the Examning Division to
consider after a referral back, so that the Appellant
has the opportunity for these to be exam ned and

deci ded upon wi thout "loss of an instance".

Under these circunstances, the exam nation not having
been concl uded and the Appel |l ant havi ng requested
remttal, the Board considers it appropriate to
exerci se the power conferred on it by Article 111(1),
second sentence, second alternative, EPC to remt the
case to the Exam ning Division for further prosecution.

The Board has noticed the follow ng i ssues as needi ng
consi deration when resunm ng exam nati on proceedi ngs.
The first instance, when reconsidering the substantive
issues, in particular inventive step, should take into
account the docunment J. Med. Chem 1997, pages 2884 to
2894 subm tted by the Appellant-Applicant disclosing
that only sone of the clained conpounds appear to show
the particular i munonodul ating activity ained at.
Furthernore, the question nay arise whether or not the
[ist of individual conpounds in claim1l is in keeping
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with the requirenment of unity according to Article 82
EPC. Last but not |east, the chem cal nanes given to

t he conpounds listed in the clains need redrafting in
view of the requirenents of Article 84 EPC since they
are sinply incorrect and not in line with the rules of
chem cal nonencl ature; for exanple, conpound #1 is

| abel l ed differently in clainms 1 and 2, though it is

t he sane chem cal conpound

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the sole request submtted
at oral proceedings on 26 August 2004.

The Regi strar: The Chai r man:

N. Maslin J. Jonk
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