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Summary of Facts and Subm ssi ons

2004.D

Eur opean patent No. 0O 464 888 was revoked for |ack of
inventive step by the opposition division's decision
di spat ched on 2 June 2000.

The appellant (proprietor) filed an appeal on 24 July
2000, paid the appeal fee simultaneously and then filed
the statenent of grounds of appeal on 25 Septenber

2000.

The followng itens played a role in the appeal
pr oceedi ngs:

Al Rei nz drawi ng No. 51.08901-0059 entitled
"Di chtung fuar MAN zum Auspuffrohr™, dated
10 Novenber 1987

A2 Rei nz drawi ng No. 3-0304.31211-000 entitled
"MAN 51. 08901- 0059 Zchng. vom 10.11.1987",
dated 17 March 1988

A3 Robnorgani ¢ Systens Limted "Certificate of
| nspection/Conformty" Serial No. 8185,
dated 24 August 1988

A4 Dow Cor ni ng Europe Product |nformation
entitled "Dow Corning® @-7327 Gasket
Coating", Form No. 22-1154-01, dated
Sept enber 1986

A5 Rei nz I nvoice No. 926089 to M A N.
Nut zf ahr zeuge GrbH, dated 8 Decenber 1988
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D1( F) FR-A-2 512 912
D1( E) GB-A-2 105 798
D1( Q) DE- A-3 233 520

During oral proceedings on 13 June 2003, attended by
all parties, the appellant filed a newclaim1l formng
the basis of his sole request and readi ng:

"A cylinder head gasket (A, B; C) for sealing between a
cylinder head and a cylinder block of an engine,
conpri sing

at | east one main plate (A10; B15; Bl1l7; C16)
having at |east one fluid opening (Hw, Ho) to be seal ed
t her ear ound,

at least one first coating (Al, AIl'; Bl1; Ci11)
formed around the fluid opening on at | east one of the
upper and | ower surfaces of the main plate, and

at | east one second coating (Al12; Bl12; Cl2) forned
on said at |east one surface of the main plate,

sai d gasket being characterised in the conbination
of the first and second coatings, wherein said first
coating is a hard coating having a hardness harder than
H in pencil hardness and a thickness between 2 and 100
m crons, and conpletely surrounds only the at |east one
fluid opening; and

said second coating is softer than the first
coating and covers the at |east one first coating and a
substantial area of said at |east one of the upper and
| oner surfaces of the main plate.”
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The appel | ant argued that the cylinder head gasket
defined by the present claim1l was novel and inventive
over the cited prior art.

The respondents | and Il (opponents | and I1) argued
that the feature in the present claim1l1l that the "first
coating ... conpletely surrounds only the at |east one
fluid opening"” constituted an extension of subject-
matter beyond that of the originally filed application
and that the clainmed gasket was obvi ous when starting
fromthe public prior use gasket shown in drawing Al or
from DL(F).

The appel | ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of claiml1l filed in the oral proceedings,

claims 2 to 8 as granted and the adapted description
also filed in the oral proceedings as well as Figures 1
to 5 as granted.

Bot h respondents requested that the appeal be
di sm ssed.

Reasons for the Deci sion

1

2004.D

The appeal is adm ssible.

Amrendnent s

The present claim1l

Claim1 as granted is directed in colum 6, lines 25
and 26 of the patent as granted to "A gasket (A, B; O
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for sealing between two engine parts ..." whereas the
present claiml1l is nore specific in referring to "A
cylinder head gasket (A, B; C) for sealing between a
cylinder head and a cylinder block of an engine ..."
which is disclosed in colum 3, line 58 and colum 5,
lines 47 and 48 of the description (both as granted and
as filed in the oral proceedings) and in corresponding
passages in the original published application

EP- A-0 464 888.

Claim1l as granted refers in lines 28 and 31 of

colum 6 to an opening. The present claim 1 specifies
that this opening is a fluid opening which is disclosed
in colum 1, line 8 of the description (both as granted
and as filed in the oral proceedings) and in the
correspondi ng passage in EP-A-0 464 888. By "fluid
hole" is neant a water hole Hw or an oil hole Ho as
shown on Figure 1.

Claim1l1l as granted refers in colum 6, lines 34 to 38
to "at | east one second coating (Al2; Bl12; Cl12) forned
on at |east one of the upper and | ower surfaces of the
main plate with the first coating for covering a
substantial area of the main plate".

The present claim 1l specifies "at |east one second
coating (Al12; B12; Cl12) fornmed on said at |east one
surface of the main plate".

- This "said at | east one surface of the main plate"
is the "at | east one of the upper and | ower
surfaces of the main plate" specified slightly
hi gher up in the present claim1 when defining the
first coating. Therefore in this respect the
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present claiml is in effect the sanme as claiml
as grant ed.

The final part of the present claiml states that "said
second coating ... covers the at |east one first
coating and a substantial area of said at |east one of
t he upper and | ower surfaces of the main plate.”

- Speci fying that the second (softer) coating
"covers the at |east one first coating” is clearer
and nore specific than saying that the second
coating is "fornmed ... with the first coating" and
can be found in colum 5, lines 8 and 9 of the
description (both as granted and as filed in the
oral proceedings) and in the correspondi ng passage
in EP-A-0 464 888.

- That the second (softer) coating is on "at | east
one of the upper and | ower surfaces of the main
plate” is said in colum 6, lines 34 to 36 of
claim1l as granted and specifying that it covers
"a substantial area of said at |east one of the
upper and |l ower surfaces of the main plate" is
cl earer and nore specific than the statenment in
the granted claim1 that it is "for covering a
substantial area of the main plate".

The wordi ng "said gasket being characterised in the
conmbi nation of the first and second coatings" in the
present claim 1 adds nothing of substance (the two
coatings are anyway specified el sewhere in both
versions of claim1, that as granted and the present

one) .
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The present claim1l adds to claim 1l as granted that
"said first coating ... conpletely surrounds only the
at |l east one fluid opening".

Lines 3 to 5 of colum 4 of the description (both as
granted and as filed in the oral proceedings) state
that "Areas around the water holes Hw and oil holes Ho
are sealed in accordance with the present invention."
This passage is also in EP-A-0 464 888, colum 3,
lines 36 and 37. Thus it is clear that water holes Hw
and oil holes Ho are regarded as a category of hol es
whi ch can be treated in a special way, contrary to the
view of appellant Il. It is repeatedly stated in the
description that the invention concerns sealing around
a fluid hole e.g. lines 6 to 9 of colum 1, lines 9

to 11 of colum 2 and lines 14 and 15 of columm 6 (both
as granted and as filed in the oral proceedi ngs and

wi th correspondi ng passages to be found in

EP-A-0 464 888).

Lines 5 to 7 of colum 4 of the present description
state that "However, if required, the bolt holes Hbo and
push rod holes Hp nay be sealed as in the present
invention"” and lines 13 and 14 of the same columm add
that "it is possible to seal around the cylinder hole
Hc in accordance with the present invention." These
statenents and the present claim1l however have to be
considered in the light of the attenpt to overcone the
obvi ousness argunent based on docunents Al to A5. It
will be seen in section 4.1 below that draw ng Al
depicts a first epoxy resin coating fornmed around a
group of five openings in a main plate, nanmely four
openi ngs for cooling water and one central opening for
exhaust gases. The present claim 1l explains that the
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fluid hole involved is sealed on its own or that if
there are nore than one fluid hole, then these are
seal ed individually.

2.1.6 Thus there is no objection to the present claim21l under
Article 123(2) EPC and, since the anmendnents restrict
the scope of the claimconpared to that granted, there
isS no objection under Article 123(3) EPC either.

2.2 The wordi ng of the present dependent clains 2 to 8 is
identical to that of the granted clains 2 to 8.

2.3 To arrive at the present description, the description
as granted has nerely been brought into line with the
present claiml.

2.4 The draw ngs are the same as those granted.

2.5 Thus the present version of the patent does not
contravene Article 123 EPC

3. Novel ty

In the appeal proceedings the respondents have not
argued that the subject-matter of the present claim1l

| acks novelty. Al so the board considers that none of
the prior art on file discloses all the features of the
present claiml.

Thus the board finds that the subject-matter of the
present claim1l1l is novel (Articles 52(1) and 54 EPC)

2004.D
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Public prior use - the Al gasket

According to page 3, line 7 to page 4, line 5 of the
opposition division's decision, Al to A5 are evidence
for the public prior use of a gasket for sealing an
exhaust manifold having a nmain plate having four

openi ngs for cooling water and one central opening for
exhaust gases to be seal ed therearound; a first epoxy
resin coating with a thickness of fromb50 to 150

m crons fornmed around the five openings on both
surfaces of the main plate; and a second silicone

el astomer coating fornmed on both surfaces of the main
pl at e.

The opposition division considered that this alleged
public prior use had been proven (see e.g. the
penul ti mat e paragraph of page 4 of the decision) and

i ndeed revoked the patent because of it. In the appeal
proceedi ngs the appellant has not disputed the public

prior use.

Al so the board accepts the public prior use of a gasket
with the features set out above and will refer to it as
the "Al gasket".

The present claim1l1l is directed to a cylinder head
gasket for sealing between a cylinder head and a
cylinder block of an engine. On the other hand, as
stated in the above section 4.1, the Al gasket is a
gasket for sealing an exhaust manifold.

Nevert hel ess the respondents consider that the Al
gasket is the closest prior art to the clained
i nvention. They point out that both the Al gasket and
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t he cl ai ned gasket have a gas opening and fluid (water)
openi ngs. They add that a gasket conpany will comonly

produce both cylinder head gaskets and exhaust nmanifold
gaskets, and conclude that the Al gasket and the

cl ai mred gasket are generically the sane.

It is nevertheless clear that the central gas opening
in the Al gasket carries exhaust gas and so i s not
subj ected to conbustion, unlike the conbustion chanber
openi ng which a cylinder head gasket has. Thus the
condi tions under which the Al gasket and the clai ned
gasket are used are different.

For an objective assessnent of inventive step, it is
est abl i shed EPO practice to determne the cl osest prior
art to the clainmed invention. Section |.D.3.5 of the
"Case Law of the Boards of Appeal of the European
Patent O fice (pages 104 and 105 of the Fourth Edition
in English of 2001) summarises how this has been done
in the EPO especially by this board (in various

conposi tions).

In short, in the present case, the board considers that
the person skilled in the art wishing to design a
cylinder head gasket would start with one of the nmany
existing prior art cylinder head gaskets and not wth
an exhaust mani fold gasket, so that the Al cannot be
the closest prior art.

Al t hough this person is conpletely free in choosing a
starting point, he is bound thereafter by his choi ce.
| f he preferred and decided to start from an exhaust
mani f ol d gasket then could devel op this gasket but, at
the end of the devel opnent, the normal result would
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still be an exhaust manifold gasket and not a cyli nder
head gasket. If his carefully considered choice of a
starting point was an exhaust manifol d gasket then this
woul d define the framework for further devel opnment i.e.
devel opment within this particular type of gasket,
nanel y an exhaust gas manifold. An argunent that the
person skilled in the art would change fromthis
carefully chosen type of gasket to a different type of
gasket during devel opnent is considered by the board to
be the product of an ex-post-facto anal ysis.

Further the docunments Al to A5 and the gasket that
enbodi es them give the person skilled in the art very
little information for himto be able to determ ne
whet her the Al gasket has a problemthat he m ght be
able to solve. The problemthat would in practice face
hi m woul d be a problemin cylinder head gaskets, not
one in exhaust gaskets.

While the closest prior art in the present case is thus
a cylinder head gasket, this does not nean that other
gaskets would be irrelevant for the person skilled in
the art. The primary source of his information (i.e.
the closest prior art) is a cylinder head gasket but

ot her gaskets could be inportant secondary sources of
information to hi mwhen wi shing to devel op his
initially chosen cylinder head gasket.

Thus the board, while ruling out the Al gasket as the
starting point for the present invention, wll

nevertheless return to it later in this decision.
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DL(F)

D1(F) is in French and was cited in the opposition
proceedi ngs. In the statenent of grounds of appeal, the
appel  ant comented not on D1(F) but on its famly
menber in English DI1(E). However the content of these
two famly nmenbers differs e.g. Figure 3 shows three

| ayers 14 and 16 in D1(F) but only two |ayers 16

in DI(E). In the oral proceedings before the board the
appellant referred also to the famly nmenber in Gernman
D1(G . The board will refer only to D1(F).

The respondents essentially argue that D1(F) discl oses
a cylinder head gasket 10 (see Figure 1) for sealing
between a cylinder head 2 and a cylinder block 3 of an
engi ne (see Figure 2), conprising a main plate 14
having at |east one fluid opening 24 (see Figures 1
and 3) to be sealed therearound. A first coating 30
(see Figure 3) is fornmed around the fluid opening 24 on
e.g. the upper surface of the main plate 14 and a
second coating 16 is fornmed on e.g. the upper surface
of the main plate (see Figure 3). There is thus a

conmbi nation of the first and second coatings. The first
coating 30 can be a hard epoxy coating (see page 9,
lines 15 to 21) or the first coating can be netal (see
page 10, lines 13 to 16 concerning seal 102 on

Figures 5 and 6). These first coatings woul d have a

har dness harder than H in pencil hardness e.g. because
an epoxy resin coating is also used in the present
invention (see colum 4, lines 35 and 36 of the
description of the present patent). The thickness of
the first coating 30 is 150 to 200 m crons (see page 5,
lines 22 to 27 of the citation) but it would be obvious
to vary this, e.g. in view of the Al gasket whose first
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epoxy resin coating is 50 to 150 mcrons thick. The
first coating 30 of DI(F) conpletely surrounds only the
at | east one fluid opening (see page 5, lines 13

and 14). The second coating 16 is expansible (see

page 3, lines 33 and 34) and therefore nust be softer
than the first, metal or epoxy coating 30. The second
coating 16 covers the first coating and a substanti al
area of the upper surface of the main plate.

Therefore the respondents maintain that the cylinder
head gasket of the present claim1l is obvious.

5.3 However the board considers that what the respondents
call a "second coating 16" is not a coating at all. The
board rem nds the parties that although a coating is a
| ayer, a |ayer need not be a coating.

Claim1l of D1(F) specifies in lines 4 and 5 of page 12
"deux couches de portée (16) |am nées |'une sur

| "autre”. Moreover lines 6 to 9 of page 4 state that
the layers 16 are | am nated nmechanically or stuck with
adhesive onto the surfaces 18 (of the central

plate 14). Further, page 5, line 35 to page 6, line 1
states that "les couches de portée conpressibles 16
sont placées de maniere a recouvrir |e noyau". From
these three statenents it is concluded that the two

| ayers 16 exi st separately before being | am nated
together or on the central plate 14, instead of one of
t hem bei ng coated on the other or on the central

pl ate 14.

2004.D



- 13 - T 0764/ 00

| ndeed there is no indication in DI(F) of one of the

| ayers 16 being a coating and the board sees no reason
why the skilled person would be led to provide one of
these | ayers 16 by coati ng.

5.4 Lines 22 to 27 of page 5 of D1(F) state that the
t hi ckness of the first coating 30 is 150 to 200 m crons.
There is no indication in DI(F) of reducing the
t hi ckness of this first coating 30. It is true that
lines 22 to 25 of page 4 refer to varying the thickness
of the layer 16 but this layer is the overlying, i.e.
second |l ayer, is not a coating, and anyway has the
consi derably greater thickness of 635 microns. It is
also true that the first epoxy resin coating of the Al
gasket is 50 to 150 mcrons thick but the board sees no
reason why the person skilled in the art would (as
opposed to nerely could) use this range instead of the
range specified in D1(F).

5.5 The respondents argue that the first coating in D1(F)
can be nmetal or epoxy both of which would have a
har dness harder than H in pencil hardness.

However these materials are only two of many materials
di sclosed in D1(F) for the sealing pattern e.g.

i nconpressi bl e or deformabl e, el astoner (page 2,

lines 9 and 10), silicone, two conponent liquid
silicone (page 5, lines 22 to 29), other rubbers

(page 7, line 15), epoxies such as flexible and rubber
nodi fi ed epoxi es or conbi nati ons thereof (page 9,
lines 19 to 21), netal, ceramc or prefornmed plastic
(page 10, line 16).

2004.D
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D1(F) al so discloses many other possibilities for each
of the other conponents of the gasket e.g. the sealing
pattern can be sil k-screened (page 5, lines 22 to 25)
or stuck (page 10, line 19) on the adjoining layer. It
is not clear that the person skilled in the art would
(as opposed to nmerely could) choose fromthe nunerous
t heoretically possible combinations specifically a
conbi nation that would cone close to the presently

cl ai mred gasket.

Mor eover the exanple of netal cited by the respondents
is disclosed in line 16 of page 10 of D1(F) for the
seal 102 on Figures 5 and 6 which would seemto be pre-
formed and stuck to the underlying |ayer (see line 19
of page 10) and therefore to be a | ayer whereas the
present claim1l specifies a "first coating".

The board does not doubt that sone epoxies have a

har dness harder than H in pencil hardness but does not
see this as proven for the exanple given in page 9,
lines 15 to 21 of D1(F) of epoxies such as flexible and
rubber nodified epoxies or conbinations thereof.

It now needs to be considered whether the person
skilled in the art would nodify the DI1(F) gasket using
sonme information fromthe Al gasket.

The Al gasket includes a DS 4000 epoxy resin coating
but neither the drawing Al nor any of A2 to A5 gives
any information as to the hardness of this coating.

Al t hough there was sone dispute in the proceedi ngs
before the opposition division as to the reliability of
the pencil hardness test, it is plainly a recognised
test for coatings and the respondents coul d have
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submtted test results for the DS 4000 coating instead
of relying on the argunent that the Al coating hardness
nmust be as specified in the present claim1l since an
epoxy resin coating is also used in the present

i nvention (see colum 4, lines 35 and 36 of the
description of the present patent). In view of the
variety of possible epoxies, this reliance is

i nsufficient.

Al though it would be apparent to the person skilled in
the art that drawi ng Al shows a softer coating having a
t hi ckness of 10 to 40 microns over the epoxy resin
coating, the board cannot see why the skilled person
woul d be led to use this thin, softer coating to

repl ace the non-coated | ayer 16 of D1(F) which is

consi derably thicker at 635 m crons, see page 4,

lines 22 and 23 of D1(F).

The board sees no reason why the person skilled in the
art would pick fromthe Al gasket nerely those features
that woul d nove the D1(F) gasket closer to the gasket
specified in the present claim1l. The board considers
that the argunent that he woul d nake these choices is
based on an inperm ssible ex-post-facto anal ysis.

Accordingly the board considers that the person skilled
in the art who starts with the teachings of D1(F) would
not be able to proceed to the subject-matter defined by

the present claim1l w thout exercising inventive skill.

At the start of the oral proceedings the chairman of
the board stated that the proceedi ngs before the
opposi tion division had concentrated on the public
prior use of the Al gasket and that, if the board were
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to cone to the conclusion that on the contrary the Al
gasket did not render the claimed gasket obvi ous, then
the board woul d consider remtting the case to the
opposition division for exam nation of the other
docunents and argunents filed during the proceedi ngs
before the opposition division. The representative for
appellant | stated that he did not wish the case to be
remtted and the other parties did not disagree with
him There was no request fromany party for remttal
of the case to the opposition division for further

consi der ati on.

During the oral proceedings before the board, the Al
gasket and D1(F) were fully discussed and it nust have
been apparent to the respondents that the board had
doubts as to whether these citations were sufficient to
conclude that the clainmed subject-matter was obvi ous
e.g. doubts as to the suitability of the Al gasket as a
starting point and doubts as to whether the |ayer 16 of
D1(F) could be ternmed a coating. However at no point
during the oral proceedings did the respondents refer
to any of the other docunents on file. The board

t herefore concluded that the Al gasket and D1(F) were
the best prior art that the respondents had to offer.
Therefore the board did not remt the case to the
opposition division for consideration of the other
docunents but itself exam ned the case on the basis of
the facts, evidence and argunents brought forward by
the parties during the appeal proceedings.

The board thus finds that the subject-matter of the
present claiml is not obvious (Articles 52(1) and 56
EPC) .
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8. Thus claim1 of the sole request is patentable as are
clainms 2 to 8 which are dependent thereon. Accordingly
t he patent can be maintained in anmended form as set out
bel ow.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formin the
foll owi ng version

cl ai ns: claiml1 as filed in the oral
pr oceedi ngs,
claims 2 to 8 as granted,

descri ption: filed in the oral proceedings,
Fi gures: 1 to 5 as granted.
The Regi strar: The Chai r man:
G Magouliotis C. Andries
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