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Summary of Facts and Subm ssi ons
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The appeal lies fromthe decision of the exam ning

di vision issued on 11 February 2000 whereby European
pat ent application No. 96 202 773.6 (published as

EP- A1-0 755 683), a divisional application of European
pat ent application No. 87 306 083.4, published as

EP- A2-0 252 741 ("the parent application"), was refused
pursuant to Article 97(1) EPC. Basis of the rejection
were clainms 1 to 4 filed at the oral proceedi ngs on

17 Decenber 1999.

The exam ning division found that, contrary to the
requi renments of Article 76(1) EPC, the clainmed
subj ect-matter extended beyond that of the parent
application as filed.

During the oral proceedings held on 15 Novenber 2002,
t he appellant submtted a sole request (clains 1 to 6)
in replacenment of any precedi ng request, of which
claim1 read as follows:

"Use of a nurine nonocl onal antibody which specifically
binds to an epitope of the 17-1A antigen for the

manuf acture of a nedi canment for therapeutic use,
wherein the therapeutic use is the treatnent of
net ast ases of a carcinoma originating froma
17-1A-positive tissue by a conbination of: (a) the
parenteral adm nistration of sequential nultiple doses
of at least 100 mlligrans per dose for a total dose

of 0.2 to 5.0 grans of antibody to yield high plasm

| evel s to enhance transit of the antibody fromthe

i ntravascul ar space into the tunour bed and thus
provi de high concentrations of antibody to the | ocus of
action, and (b) other forns of tunmour therapy, whereby
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the anti body adm nistration in part (a) is adjuvant to
the tunour therapy in part (b)."

Claim 2 precised that the nmetastases referred to in
claiml1l were "micro or mni-netastases"”, whereas
claimse 3 to 6 were addressed to further enbodi nents of
the use of clains 1 or 2.

In support of this request the appellant submtted
that, conpared with claim1 of the application as
filed, the definition of the tumour had been further
limted to netastases of a carcinoma originating from
a 17-1A-positive tissue. There was a basis on page 11,
lines 18 to 19 and on page 3 of the "A2" parent
application as filed for this anmendnent.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of claimse 1 to 6 of the sole request submtted during
t he oral proceedings.

Reasons for the Decision

1

The appeal is adm ssible.

Article 76(1) EPC
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This Article states that the "European divisional
application ... may be filed only in respect of

subj ect-matter which does not extend beyond the content
of the earlier application as filed". In the present
case, clains 1 to 6 of the appellant's sol e request
have to be conpared with the description of the parent
application, there being no added subject-matter in the
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claims of the divisional application as filed.

Claim1l at issue differs fromclaim21l of the parent
application as filed:

"1l. Use of a nurine nonocl onal antibody which
specifically binds to an epitope of 17-1A antigen (or
of a mxture of at |east two of such antibodies) for

t he manufacture of a nedi canent for treating
gastrointestinal tunor (e.g. gastrointestina
adenocar ci noma, colorectal or pancreatic carcinom) by
the parenteral adm nistration (e.g. by intravenous

i nfusion) of multiple doses of at |least 100 mlligramns
or nore per dose for a total dose of 0.2-5 grans

(e.g. 1 to 5 grans) of antibody."

in that:

(1) The therapeutic use is now the treatnent of
"metastases of a carcinoma originating froma
17-1A-positive tissue".

(i) It has been enphasi zed that the technical effect
| ooked for by using the particular dose reginen
and node of administration of the antibody is
"to yield high plasma | evels to enhance transit
of the antibody fromthe intravascul ar space
into the tunour bed and thus provide high
concentrations of antibody to the |ocus of
action”

(iii1) Immunotherapy with the antibody is now adj uvant
to other fornms of cancer therapy.

As for feature (i) above, it is stated on page 1
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lines 61 to 62 of the "A2" parent application as filed
that "nurine anti body therapy can be useful as adjuvant
t herapy directed against mcro- or mni-netastases”.
Moreover, it can be derived from page 3 thereof, under
t he headi ng "Patient Popul ation”, that the twenty
patients under study had "netastatic disease". Finally,
there is a sentence on page 11, lines 18 to 19 of the
"A2" parent application, according to which "The 17-1A
Ag is...also present in nost carcinomas originating
from17-1A-positive tissues". Therefore, in the board's
j udgenent, the therapeutic use now clainmed, ie the
treatnment of "netastases of a carcinoma originating
froma 17-1A-positive tissue" can be directly and
unambi guousl y derived fromthe parent application.

5. As regards feature (ii) above, this can be derived from
page 2, lines 26 to 28 and 37 to 42 of the "A2" parent
application, whereas feature (iii) is disclosed on
page 2, lines 23 and 62 thereof.

6. Claim 2 finds a basis on page 2, line 62 of the "A2"
parent application. Caim3 has a counterpart on
page 2, line 61. Caim4 has a basis on page 2,
lines 60 to 63. Caimb5 has a basis on page 2, |ine 46,
whereas claim6 can be derived frompage 2, |line 45
t her eof .

7. In view of the foregoing, the board is satisfied that
the subject-matter of clains 1 to 6 of the appellant's
sol e request satisfies the requirenents of
Article 76(1) EPC

Rem ttal

8. The present application was rejected for reasons of

3092.D Y A
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non-conpliance with Article 76 (1) EPC only and was
based on claims with a different content to that of the
clainms presently on file. Consequently, in order not to
deprive the appellant of his right to have his

i nvention exam ned by two instances, and in accordance
with the established jurisprudence of the boards of
appeal, the board uses its discretion under

Article 111(1), second sentence, EPC, and remts the
case to the first instance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the sole request submtted
during the oral proceedings.

The Regi strar: The Chai rwonman:

P. Crenona U M Kinkel dey
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