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Summary of Facts and Submn ssions

2448.D

Eur opean Patent No. 0 482 763 was granted on European
pat ent application No. 91308725.0. An opposition was
filed in due formby the firm Sandvi k AB.

During the witten part of the ensuing Qpposition
Proceedi ngs the Patentee filed a main request dated

9 May 1996 and four auxiliary requests dated 10 May
1999, being requests to be dealt with at the ora
proceedi ngs to be held before the Opposition Division
on 11 June 1999. The main request involved claim1l in
the formas granted.

Oral proceedings were held on 11 June 1999.

By a letter of 14 Septenber 1999 the Patentee enquired
when the mnutes of the oral proceedings could be
expected. The oral proceedings were in its opinion
concl uded on the basis that the patent was maintai ned

i n amended form but for the convenience of the
participants the Opposition Division determ ned that
amendnments to the description, needed to bring it into
conformty with the new clainms and to include an
acknow edgenent of the prior art be submtted later. It
further asked whet her the Qpposition Division would

I ssue an interlocutory decision against which an appea
could be filed before the anendnents were submtted or
if that were not the case whether a formal invitation
wth atinmn limt for submtting these anendnents woul d
fol |l ow.

The m nutes of the oral proceedings were sent to the
parties on 20 Cctober 1999.
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The cover pages of the m nutes (EPO form 2309) nention:

“"After deliberation of the opposition division, the
chai rman announced the foll ow ng deci si on:

"Account being taken of the anendnents nmade by the
patent proprietor during the opposition proceedings,
the patent and the invention to which it relates are
found to neet the requirenments of the European Patent
Convention. The currently valid docunents are those

I ndi cat ed bel ow "

Descri ption, pages:
1 to 6 of the patent specification.

C ai ms, No.:

2to7, 9to 12 received on 11.05.96 with letter of
09. 05. 96

1,8 during oral proceeding on 11.06.99

Drawi ngs, sheets:
1/2 and 2/2 of the patent specification."

It is further nentioned therein:

"Regarding the reasons for the decision the chairman
referred to Article 102(1) EPC. one of the grounds for
opposition nentioned in Article 100 EPC prejudices the
mai nt enance of the patent as granted.”

The text of the mnutes itself was added as an annex to
t hese cover pages (EPO form 2906).
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In this text it is stated that at the begi nning of the
oral proceedings the chairman verified the requests as
on file (point 1). They further nention discussion of
claiml as granted and that after deliberation of the
Qpposition Division the parties were infornmed that
claim1l as granted | acked novelty (point 6). The
Qpposition Division then dealt with the auxiliary
requests, against which the first nenber of the
Qpposition D vision and the opponent raised objections.
The proceedi ngs were interrupted for the representative
of the patentee to confer with his client (points 7 and
8). At point 9 of the mnutes it is nentioned that "the
proprietor introduced a new nmai n request, dropping the
original main request and the four auxiliary requests".
A claimaccording to this request was di scussed, the
first nenber of the Opposition Division and the
opponent rai sing objections (points 9 to 13), resulting
inthe filing of handwitten copies of clains 1 and 8
as annexed to the mnutes, wth an ensui ng di scussion
on inventive step. After deliberation and resunption of
t he proceedi ngs the chairman declared (point 16):

“"that the subject-matter of claim1l of the nmain request
as anmended fulfilled the requirenents of the EPC and
that the sane applies to i ndependent nethod clai m8.
The patent specification should be brought in
accordance with the clainms, docunents D4-TR and D2 were
to be acknow edged in the description and reference
nunbers shoul d be introduced in the clains. A fair copy
of the current clains and an adapted description should
be filed."

The proceedi ngs were then decl ared cl osed by the
Chai r man.
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In the file, inserted directly after the mnutes, is
the text of a claiml1l and a claim 8.

Caimlis marked "Auxiliary request 2" in typewitten
formw th the nunber 2 deleted by hand. The substituted
nunber 5 has al so been del eted by hand. The page
further bears the handwitten indication "min request”
in pencil and "filed during oral proceedings 11.05.99"
inink. In the same handwiting anendnents have been
made in the typewitten part of claim1. The
handwiting is different fromthe handwiting of the
handwitten part of clainms 1 and 8. Only one of the
handw i tten anmendnments corresponds to a suggestion of
the Opposition Division as referred to in the mnutes
as havi ng been accepted by the patentee ("substantially
intolerant™). The other handwitten anendnents are not
mentioned in the mnutes.

Caim8 (wth the nunber "8" deleted, replaced by "9",
whi ch was again deleted and replaced by "8", all in
handwitten fornm is marked "Auxiliary request 2" in
typewitten formw th the nunber "2" del eted by hand
and replaced by "5". The wording "auxiliary request" is
further deleted by hand and replaced by "Miin request
for claim8 filed during OP. 11.05.99".

None of the pages containing the text of the clainms has
been signed or initialled.

By a letter of 23 Novenber 1999 the patentee filed
anended pages for the description and a new set of
claims 1 to 7. He questioned the content of the mnutes
(point 9) arguing that it was not accurate to state
that the main and the four auxiliary requests submtted
prior to the oral proceedi ngs had been "dropped"” by the
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proprietor during the oral proceedings. The opposition
di vision had nade it quite clear that the main and
auxiliary requests 2 and 4 would not be upheld for |ack
of novelty, that he had sought perm ssion to submt a
further anmended set of clains which he had obtained. It
was not the intention of the proprietor to "drop" the
original main request and indeed he had no reason to do
so as the opposition division had already signified
that this request was refused follow ng the first break
in proceedings. In his opinion the anended clai ns as
submtted by the proprietor and as referred to by the
opposition division as a new nain request constituted a
further auxiliary request, as did the anended cl ai ns
whi ch were eventual ly accepted. The letter ended wth:
"I trust that the decision of the Qpposition D vision
when it issues will reflect this".

By a letter of 8 Decenber 1999 the Qpponent nmde sone
m nor textual remarks regarding the text submtted by
the Patentee. It added that to its recollection the
pat entee had actually dropped the main and auxiliary
requests in favour of the new main request.

The Opposition Division sent an interlocutory decision
to the parties on 15 May 2000.

The cover page (form 2339) nentions:

"The Opposition Division - at the oral proceedings
dated 11.06.99 - has deci ded:

Account being taken of the anmendnents nade by the
patent proprietor during the opposition proceedi ngs,
the patent EP-B-0482763 and the invention to which it
relates are found to neet the requirenents of the
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Conventi on.

The currently valid docunents are:

Descri ption, pages:
3*, 3a-3c* as received on 25.11.99 with letter of
23.11. 99,

Descri ption, colums:
1,2**, 3-6 of the patent specification,

Cl ai s, No.:
1-7 as received on 25.11.99 with letter of 23.11.99,

Drawi ngs, No.:
1-8 of the patent specification

Wth the foll owi ng anendnents to the above-nenti oned
docunents by the division:

Cl ai s, No.:
2’ Bx*xx o

The asterisks refer to the comments of the Qpposition
Di vi sion regardi ng anendnents carried out by it.

X. The decision deals with only one request, naintaining
the patent in anended formaccording to clains 1 to 7.
The argunents presented by the patentee in his letter
of 23 Novenber 1999 regarding the question of there
only being a new nmain request are dealt wth as
fol | ows:

2448.D Y A
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"Argunent of the proprietor stated in a letter of
23. 11. 99.

The proprietor argues that the fornmer requests for
rejection of the opposition and the further forner
auxi | iary requests have not been dropped during ora

pr oceedi ngs.

However, this cannot be accepted because the protocol
states clearly that all these former request have been
dr opped during Oral Proceedi ngs and have been repl aced
by a single new main request conprising the current
clains as cited above".

Xl . Agai nst this decision an appeal was filed by facsimle
by the Appellant (Patentee) on 14 July 2000, with
paynment of the appeal fee on that sane day. The
statenment of grounds of appeal was filed on
22 Septenber 2000.

Xll. The Appel |l ant requested that the decision under appea
be set aside and the patent be maintained in anended
formon the basis of clains in accordance with a main
or one of two auxiliary requests, attached to the
statenment of grounds of appeal.

The Appel |l ant argued that a substantial procedura

vi ol ation had been commtted by the Opposition

Di vision, warranting rei nbursenent of the appeal fee,
in that the decision under appeal had not dealt with
the main and auxiliary requests as nmintained by the
Patentee in the opposition proceedings. The deci sion
was based on the assunption that the Patentee had no
| onger mai ntai ned these requests, in favour of a new
mai n request. However, that had not been the case.

2448.D Y A
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The Appellant auxiliarily requested oral proceedings if
a favourabl e decision could not be issued due to
clarification being required on any particul ar point.

The Respondent notified the Board by letter of
29 Novenber 2000 that it wthdrew the opposition.

In a notification pursuant to Article 12 of the Rules
of Procedure of the Boards of Appeal the Board agreed
with the Appellant that substantial procedural

vi ol ations had occurred in the Qpposition Proceedi ngs,
warranting imediate remttal to the first instance and
rei mbursenent of the appeal fee, without the Board's
exam ni ng the substantive nerit of the Appellant's
case. Under these circunstances, oral proceedi ngs would
not serve any purpose and the Appellant was requested
to reconsider its request in that respect.

Wth letter of 9 August 2001 the Appellant withdrewits
request for oral proceedings.

Reasons for the Decision

2448.D

Adm ssibility

According to Article 107 EPC any party to proceedi ngs
adversely affected by a decision may appeal. If the
Appel  ant indeed withdrew its prior requests in the
oral proceedi ngs before the Opposition Division in
favour of the request dealt with in the decision, as
was stated by the Opposition Division in the decision
under appeal, the Appellant woul d not have been
adversely affected by the decision to maintain the
patent in anended form according to that request,
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resulting in the appeal being inadm ssible.

To establish what actually were the requests in the
oral proceedi ngs before the Opposition Division, the
Board has taken recourse to the mnutes of these

pr oceedi ngs.

According to Rule 76(1) EPC the m nutes should contain
the essentials of the oral proceedings and the rel evant
statenents of the parties. This neans, as is also
indicated in the Guidelines for Exam nation E-111

10. 2, that new or anmended procedural subm ssions or the
wi t hdrawal thereof, the fresh subm ssion or anendnent
or withdrawal of application docunents such as cl ains,
description or draw ngs should be noted in the m nutes.
If a decision is given, the wording of the operative
part nmust be reproduced in the m nutes.

According to the text of the mnutes (see point V
above) the prior main and auxiliary requests were

wi thdrawn in favour of a new nmain request for

mai nt enance of the patent in anended form of which
claims 1 and 8, submtted during the oral proceedings,
wer e annexed.

According to the cover page of the m nutes a decision
was pronounced at the end of the oral proceedings

mai ntai ning the patent in anended formwth, anong
others, clains 1 and 8 as submtted during the ora
proceedi ngs (see point |V above).

However, that sanme cover page nentions the follow ng:
"Regardi ng the reasons for the decision the chairnman
referred to Article 102(1) EPC. one of the grounds of
opposi tion nentioned in Article 100 EPC prejudices the
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mai nt enance of the patent as granted”.

Fromthis statenent the Board can only concl ude that
the Patentee apparently maintained a request for
rejection of the opposition, i.e. maintaining the
patent in the formas granted, which was deci ded upon
and rejected by the Opposition Division. The nmain
request as argued by the Appellant and submitted with
letter of 9 May 1996 conprised at least claim1l as

gr ant ed.

A request for mai ntenance of the patent as granted is a
hi gher ranki ng request than one for mmintenance of the
patent in anmended form

1.4 It is consistent case | aw of the Boards of appeal that
if a patent can only be mmintained on the basis of an
auxi liary request the decision has to contain a
reasoned statenent why the version of the higher
ranki ng request does not neet the requirenents of the
EPC (see T 234/86, QJ 1989, 79).

The witten deci sion does not contain any reasoning to
that effect and therefore does not conply with Rule
68(2) EPC. The Appellant is adversely affected by such
a deci sion because it is inconsistent with what he
specifically requested (in this respect reference is
made to the French text of Article 107(1) EPC which
reflects this requirenent nost clearly: "Toute partie a
| a procédure ayant conduit a une décision peut recourir
contre cette décision pour autant qu'elle n'ait pas
fait droit a ses prétentions." (see J 12/85, Q) 1986
155).

The appeal, which further fulfils the formal and

2448.D Y A
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substantive requirenents, is therefore adm ssible.

Procedural violation

According to the cover page of the mnutes of the ora
proceedi ngs before the Qpposition D vision on 11 June
1999, at the end of the oral proceedings a decision was
announced stating that the patent and the invention to
which it related were found to neet the requirenents of
the EPC and that the currently valid clains were (see
poi nt |1V above):

Clains 2 to 7, 9 to 12 received on 11 May 1996 with
letter of 9 May 1996, and clains 1 and 8 filed during
oral proceedings on 11 June 1999.

The witten decision refers inits tenor to the
following clains as formng the basis for the decision:

Clains 1 to 7 as received on 25 Novenber 1999.

To clainms 2 and 5 the Opposition Division had
furthernore nade anendnents of its own accord.

It is clear fromthe above facts that there are
substanti al di screpanci es between the deci sion
announced at the oral proceedings and the witten
deci sion followi ng the oral proceedings:

The witten decision involves a patent maintained with
only 7 clainms, the decision pronounced at the ora
proceedi ngs involves a patent nmaintained with 12

cl ai ns.

The deci si on announced at the oral proceedings finds
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that the patent fulfils the requirenents of the EPC
with the docunents then on file whereas the witten
deci sion is based upon subsequently filed patent
docunents, to which the Qpposition D vision has even
made further anendnents of its own notion.

Rul e 68(1) EPC allows for decisions being given at ora
proceedi ngs and that subsequently the decision in
witing shall be notified to the parties. The Rule
unanbi guously refers, inits two parts, to the sane
deci sion given orally prior to being notified in
writing.

Deci sions can only be corrected pursuant to Rule 89 EPC
as far as linguistic errors, errors of transcription or
obvi ous m stakes are invol ved.

Anal ogous to exam nation proceedi ngs, wherein the
decision to grant the patent refers to the docunents
approved by the applicant under Rule 51(4) EPC whereby
they becone an integral part of that decision (see

T 850/95, QJ 1997, 152), the present Board finds that

i n opposition proceedings the docunents referred to in
the decision to maintain the patent in anmended form
also forman integral part of that decision.

Thus, in principle, errors in these docunents may al so
be corrected under Rule 89 EPC, if the text was not and
obvi ously could not be the text corresponding to the
real intention of the Opposition D vision. That woul d
nanmel y anmount to an obvi ous m stake. However, the

di fferences between the decision pronounced at the ora
proceedi ngs and the witten decision do not relate to
such m st akes.
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This is already clear froma conparison of the two sets
of clains.

The first set of clains, nentioned in the m nutes,
conpri ses:

- an i ndependent apparatus claiml1l wth dependent
clains 2 to 7,

- an i ndependent nethod claim8 wth dependent
claims 9 to 12.

The second set of clains, nmentioned in the witten
deci si on, conprises:

- an i ndependent apparatus claim1l wth dependent
clains 2 to 4,

- an i ndependent nethod claim5 wth dependent
clains 6 and 7.

Apart from unexpl ainable differences in the wording of
the individual clains of the two sets, the different
nunber and arrangenent of the clainms in the second set
in particular cannot be considered as a correction of
an obvious m stake made in the clains of the first set.

In the Board's judgenent, such discrepancies between
the docunents forming an integral part of the decision
notified in witing fromthose of the decision taken at
the oral proceedings and given orally, according to the
m nutes, anmounts to a substantial procedural violation
on its own requiring imediate remttal of the case to
the first instance, for taking a new decision wth
proper identification of the docunents on which the
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deci sion i s based.

Al t hough the above-nentioned procedural violation is
sufficient to set aside the decision under appeal, for
remttal to the first instance pursuant to

Article 111(1) EPC and for reinbursenent of the appea
fee in accordance with Rule 67 EPC, the Board considers
it necessary to point out further procedura
irregularities in the present case.

Anbi guity in the procedure foll owed

According to the text of the mnutes of the ora
proceedi ngs before the Qpposition Division the chairman
decl ared that the subject-matter of clains 1 and 8 of
the main request as anended fulfilled the requirenents
of the EPC and that anended patent docunents taking
account thereof and acknow edging certain prior art as
well as a fair copy of the clains should be filed (see
poi nt V above).

The above woul d nmean that the Qpposition Division, in
the oral proceedings, expressed its intention to

mai ntain the patent in anended formon the basis of
clainms 1 and 8 as anended, as soon as an anended
descri ption had been fil ed.

That is in fact the procedure recommended in the

Qui delines for Exam nation D-VI, 7.2.1 and 7.2.2 when a
conpl ete text approved by the patentee is not avail able
in the oral proceedings. In such a case the patentee is
set atine limt for filing anended docunents, the

m nutes functioning as a conmuni cati on pursuant to
Article 101(2) EPC. Only after the opponent has been
given the opportunity to coment on the proposed new
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text can the Opposition Division issue its
i nterl ocutory deci sion.

However, the cover sheet of the mnutes nentions that
the oral proceedings ended with the decision to
mai ntain the patent wth the docunents then on file.

The m nutes containing these contradictory statenents
were sent to the parties on 20 Cctober 1999, nore than
four nonths after the oral proceedings and nore than
one nonth after receiving the Appellant's letter of

14 Septenber 1999 enquiring whether he would receive an
appeal abl e interlocutory decision first or whether he
woul d receive a formal invitation with a tinme limt to
subm t anended docunents.

Apart fromthe fact that a period of four nonths can
hardly be considered being in agreenent with the
statenent in the CGuidelines for Examnation E-111, 10.2
("The mnutes .... are comunicated to the parties as
soon as possible"), the Appellant was |eft conpletely
in the dark as to what was actually expected of him
shoul d he submt anended docunents as the text of the
m nutes and the annexed form 2042 ("you are invited to
file your observations and to correct the deficiencies
indicated within a period of 1 nonth") inplied, or did
he not need to because the cover sheet of the mnutes
i ndicated that the patent was nai ntai ned anyway with
docunents it had previously filed in the opposition
proceedi ngs and had thus agreed to?

If the Opposition Division sends a comuni cati on
pursuant to Article 101(2) EPC to the parties inviting
themto file observations, it sets atine limt.
According to Rule 84 EPC such a tinme limt shall not be
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| ess than two nonths nor nore than four nonths. Setting
atinme limt of one nonth does not conply with this
requirenent.

The Board considers that due to the Opposition
Division's actions the situation of the file was
unclear to the Appellant in relation to the procedure
foll owed and in respect of what was expected of him

The appell ant's requests

As al ready discussed in points 1 and 2 above, there is
a contradiction within the mnutes as well as between
the mnutes and the witten decision as regards the
requests of the Appellant and the docunents formng the
basis for these requests.

It is the procedural obligation of the Qpposition
Division to establish the requests of the parties, the
order in which these are to be dealt with, and dea

Wi th these requests in the established order. A
subsequent request can only be considered as having
been agreed to by the patent proprietor when the
precedi ng request has been dism ssed. Only thus can the
requi renments of Article 113(2) EPC be observed (see

T 666/ 90 and T 552/97, both not foreseen for
publication in the Oficial Journal).

Fromthe above it is clear that the Qpposition D vision
did not clearly establish what were the requests of the
patentee and in which order they were to be dealt wth,
before it took its decision.

This is furthernore evident fromthe file: the (partly)
handwitten clains 1 and 8 apparently form ng the basis
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for the decision announced at the oral proceedings are
not signed by the patentee's representative, contrary
to Rule 36(3) EPC. There is no indication in the file
that the Opposition Division invited the representative
in the oral proceedings to renedy this deficiency.

Caim1l further bears the heading "auxiliary request"”
as well as "mmin request”, the latter, however, having
been added in handwiting. The identity of the person
maki ng the handwitten anendnents to the text of the
cl ai ns cannot be established as no signature or
initials of that person are present, nor whether the
patentee's representative agreed thereto. The clains
are marked "filed during oral proceedings 11.05.99",
however the oral proceedings were set for and took

pl ace on 11 June 1999.

If these anendnents were nmade by a nenber of the
Qpposition Division during the oral proceedings, it
shoul d have been clear fromthe file that the patentee
agreed thereto. If these anmendnents were made after the
oral proceedings, they reflect the intention of the
Qpposition Division to maintain the patent in that
form However, in that case the notification of this
text has to fulfil the requirenments of Rule 58(4) EPC
in that the tine limt to submt observations is two
nont hs and not one nonth as nentioned on form 2042
acconmpanyi ng the mnutes and the text of clains 1 and
8.

Therefore it has to be concluded that the Opposition
Division commtted a further substantial procedural
violation in not properly establishing the requests of
the parties before announcing the decision at the ora
pr oceedi ngs.
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Correction of mnutes of the oral proceedi ngs before
the Opposition Division

The Board wi shes to remark on the procedure foll owed by
the Opposition Division regarding the m nutes of the
oral proceedings before it.

Inits letter of 23 Novenber 1999 the Appel |l ant

i nformed the Opposition Division of its opinion that
the m nutes sent on 20 Cctober 1999 did not reflect the
actual conduct of the proceedi ngs. However, the
Appel l ant did not explicitly request a correction of
the mnutes, instead it relied on the decision to
reflect the situation as it thought it had occurred.

The Qpposition Division apparently did not consider
this letter to constitute a request for correction of
the mnutes, as there is no trace of any reaction
thereto on its part. The decision itself, which

foll owed six nonths later, did not address the issue of
correction either (see point 5.4 below).

As al ready di scussed above, the inconsistencies in the
m nutes are evident. Had the Qpposition Division in the
present case reacted pronptly, i.e. at a point in tine
at which the nenory of the nenbers of the Qpposition

Di vision of the course of the oral proceedi ngs before
it was still fresh, they could not have m ssed them and
coul d have reacted thereupon. Thus it woul d have
provided not only a reliable basis for the Board's

deci sion as to what actually happened or did not happen
in the oral proceedings, but also it would have had the
opportunity to correct the mnutes in case in actua
fact no decision but only an intention to maintain the
patent in anended form had been announced in the ora
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proceedi ngs, the latter follow ng the procedure as
suggested in the Guidelines for Examnation D-VI, 7.2.1
and 7.2.2 referred to above (see point 3.2).

| nst ead of exam ning whether the m nutes actually
fulfilled the requirenents of Rule 76(1) EPC and then
deci ding whether or not to correct them the Qpposition
Division (point 7 of the decision under appeal) argued
in essence that the mnutes were correct because the

m nutes say so ("...., this cannot be accepted because
the protocoll states clearly that all these forner
request have been dropped during Oral Proceedi ngs and
have been replaced by a single main request conprising
the current clains as cited above").

The Board considers such a reasoning circular and thus
as not fulfilling the requirenents of Rule 68(2) EPC,
whi ch requires decisions of the European Patent O fice
to be reasoned. This constitutes another procedura

vi ol ati on.

Furt her procedure

Having regard to the facts of the case, the Board is of
the opinion that the nunber and severity of the
procedural violations and irregularities on the part of
the OQpposition Division |ead to serious doubt as to
whet her the Appellant's rights can be guaranteed when
the present case is dealt with by the Qpposition
Division in its present conposition. However, in the
present case the Board considers it appropriate to

| eave it to the Appellant to decide whether it shares
this doubt to a degree necessitating a request for a
change in the conposition of the Qpposition Division.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The appeal fee shall be reinbursed.
The Regi strar: The Chai r man:
M Patin P. Alting van CGeusau
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