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Summary of Facts and Subm ssi ons

2473.D

In its decision, the Exam ning Division refused al
requests concerni ng European patent application

No. 93 420 182.3, in particular the third auxiliary
request, on the ground that sone features regarded as
essential had been deleted fromthe main claim which
resulted in an unal |l owabl e broadening of its subject-
matter, in contravention to Article 123(2) EPC.

The appel l ant (applicant) | odged an appeal against this
decision and filed a statenent of grounds along with
new sets of clains according to a main and two
auxiliary requests.

In a comuni cation dated 27 June 2002, the Board
suggested a revised set of clains based on one of the
sai d requests, which would probably neet the

requi renents of Article 123(2) EPC. On this basis, the
prospect of remttal of the case to the first instance
for further prosecution was held out.

Inits reply the appellant agreed with the Board's
proposal s and requested remttal of the case back to
the first instance for further prosecution on the basis
of the anmended set of clainms 1 to 9 annexed to the said
conmuni cation of the Board dated 27 June 2002 and
posted on 28 June 2002.

Caim1l reads as foll ows:

"An external counterpul sation apparat us,
conpri si ng:

a gas source including a gas conpressor (20) and
gas pi pes,
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gas reservoir neans (22) for storing conpressed
gas fromthe gas source to provide gas flow of stable
pressure;

a gas distribution nmeans including a plurality of
val ves;

a plurality of balloon devices, each of them
conprising at |east a balloon (25) and a ball oon cuff
body (13, 44), and

fixing elenments (41, 42, 43) for securing the
bal | oon cuff body (44) to the upper or lower |inbs or
t he buttocks of a patient,

t he bal | oons being connected by pipes to
correspondi ng valves (24, 35) in the gas distribution
neans;

a control neans (10) including,

(i) aplurality of detectors (1, 12, 16) to be
positioned at predeterm ned parts of the body of the
pati ent

(i) filtering neans for detector output signals, and
(iii) a conputer system consisting of a m cro-conputer
and an A/ D converter (6), the conputer system obtaining
data for controlling the inflation and deflation tine

of the balloons, and generating corresponding inflation
and deflation signals; and

(i1v) a drive circuit (8) responsive to said inflation
and deflation signals to open and close said plurality
of valves to automatically inflate and deflate the
bal | oons. "
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Reasons for the Decision

1

2.2
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The appeal is adm ssible.

Arendnent s

The first auxiliary request filed with the grounds of

appeal is based on the third auxiliary request refused
by the Exam ning Division. The anmendnents suggested by
the Board in its comuni cati on were nade for the sake

of clarity and for avoi ding objections under

Article 52(4) EPC (features related to steps of a

met hod for treatnent by therapy or surgery).

The current version of the clainms 1 to 9 is supported
as follows:

Claims 1, 3, 4, 5, 6, 8 are based, respectively, on
claims 1, 2, 3, 4, 5, 11 according to the application
as fil ed.

Claim2 is supported by the original description, in
particul ar on page 14, lines 8 and 22.

Claim7 is supported by claim 10 as originally filed,
suppl emrented by features drawn up fromthe description
page 14, second paragraph and page 15, first paragraph.

Claim9 is supported by original claim12 and by the
description, page 9, second paragraph and page 22,
first paragraph.
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The reason given by the first instance for supporting
its objection under Article 123(2) EPC, was that the
deletion fromthe main claim of features such as

"sol enoi d* (val ves) and "hi gh frequency constant
current source" which were regarded as essential in the
specification, led to an unall owabl e broadeni ng of that
claim

The Board concurs with the decision under appeal, see
page 5, last paragraph, that it is clear for a person
skilled in the art that the ability of the valves to
open and close is of utnost inportance and that the
skilled person nust select a valve accordingly. But it
di sagrees with the finding that only "sol enoid val ves
are suitable to cope with this requirenent”, since the
solenoid is the specific device for actuating the

val ve. The skilled person knows that there are quick
and sl uggi sh types of solenoid valves on the market, he
just has to select the right one for his specific
purpose, that is, with respect to its response tine and
not to its kind of actuation. Consequently, a
[imtation of claim1 to a "solenoid valve" is not
necessary. As to the "high frequency constant current
source", this feature is actually only relevant when
using electrodes 1 to detect inpedance changes and is
not required when using other detectors such as the
finger pulse transducer 16 or the pressure

transducer 12. Consequently, the restriction of the
subject-matter of claim1 to this source of current is
nei ther necessary nor appropriate.

Further, the Board observes that during the exam nation
proceedi ngs the broadening of a claimis allowabl e,
provi ded that the subject-matter which results fromthe
nodi fication was al ready di sclosed within the content



2.4

2473.D

-5 - T 0732/ 00

of the original application as filed (see T 133/85, J
EPO 1988, 441, sections 4 and 5). Therefore, features
originally present in a claimmy be validly deleted if
they turn out to be not essential to the solution in
its nost general definition. This is the case here
since the deleted features are of no relevance with
respect to the problens which the application as filed
ainms at solving (cf. page 4, lines 9 to 11). As a
matter of fact, the invention resides principally in
the operating of the conputer systemfor automatically
optim zing the timng of inflation and deflation of the
bal | oons in accordance with feature (iii) (cf.

par agr aph bridgi ng pages 8 and 9 and page 28, lines 10
to 14).

Therefore, the requirenments of Article 123(2) EPC are
met .

Rem ttal

Since the refusal by the Exam ning D vision was

excl usively based on formal objections under

Article 123(2) EPC, now renoved, the Board considers it
appropriate to remit the case to the first instance for
further prosecution on the substantive issues as al so
requested by the appellant.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of the set of clains 1
to 9 annexed to the conmunication of the Board of
27 June 2002, posted on 28 June 2002.

The Regi strar: The Chai r man:

V. Conmmar e W D. Wi ld
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