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Summary of Facts and Subm ssi ons

1154. D

Thi s appeal is against the decision of the Opposition
Di vi sion revoki ng the European patent 0 502 173.

The Opposition Division revoked the patent on the
grounds that the subject-matter of claiml of the main
request was not novel, having regard to any one of the
teachi ngs of the two docunents

D1: JP-A-61 157 152

D3: JP-A-61 054 771

and their respective English translations and,

nor eover, because the subject-matter of claim1l of the
auxiliary request did not neet the requirenments of
Article 123(2) EPC

The Appel | ant (Patentee) appeal ed against this
decision, duly filing a notice of appeal, paying the
appeal fee and filing a statenent of the grounds.
Initially he requested that the contested decision be
set aside and a patent be granted on the basis of a
mai n request, including amended i ndependent clains, or
on the auxiliary request. The anmendnent of claim1l (and
ot her independent clains) of the main request consisted
in specifying that the "digital database" was stored
"on a renovabl e nmedi unt'.

After a subm ssion by the Respondent, the Board in an
annex to a sumons to oral proceedi ngs expressed the
prelimnary opinion that the contested decision
appeared to be well founded and that it was doubtful,
whet her the anmendnent of claim 1l of the main request
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could contribute to novelty of the invention as
cl ai ned.

V. During the oral proceedings held before the Board on
19 Septenber 2002 the Appellant maintained the
followi ng requests filed with letter dated 31 July
2002:

a main request, claim1l being identical to the one
filed with the grounds of appeal, and noreover three
auxi liary requests, each of the requests containing
twenty-five clains, clains 1 and 12 of each request
bei ng i ndependent cl ai ns.

Claim1l of the main request reads as foll ows:

"For use with a digital inmage processing systemin

whi ch images are digitized by an opto-electronic

device (12) for storage in a digital database (16) on a
renovabl e medium a nmethod of storing and retrieving
said digitized i nages conprising the steps of:

(a) storing on the renovable nmediumin said digita
dat abase respective data files associated with
each of said digitized i mages, each digitized
i mage having an orientation and an aspect rati o;
and

(b) for each of said respective data files (21D - 25D)
storing on the renovable nedium in said digita
dat abase, a presentation control file (21H - 25H)
containing first data (31) representative of the
orientation of the associated digitized i mage as
stored by said digital database and second
data (33) representative of the aspect ratio of
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the associated digitized i mage as stored by said
di gital database;

(c) reading out from said database data representative
of a digitized inmage stored in step (a) in a
manner that depends upon the contents of its
associ ated presentation control file stored in
step (b) and coupling the read out data to an
i mage reproduction device (22) such that the
reproduced i mage i s reproduced by said inage
reproduction device (22) in an upright
orientation.”

Claim12 of the main request is an apparatus claim
corresponding to the nethod claim11, thus including
means features corresponding to the step features (a)
to (c) of claim 1.

Claim1 of the first auxiliary request includes the
whol e text of claim1l of the main request and
additionally at the end the follow ng feature:

"and at the correct aspect ratio".

Claim1 of the second auxiliary request is anmended in
relation to claiml of the main request in that the
first part of feature (c) reads as follows (the text in
bol d represents matter that in substance is said by the
Appellant to be newin relation to feature (c) of
claiml of the main request):

"readi ng out from said database data representative of
a digitized image stored in step (a) in a manner such
that the pixels to be displayed are extracted in an
order depending on the contents of its associ ated
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presentation control file stored in step (b)....".

Claim1 of the third auxiliary request includes the
whol e text of claiml of the main request and
additionally at the end the follow ng feature:

", the reading out step conprising the generation of

readout address/clock signals for controlling data
access rate and order”.

Claim 12 of the third auxiliary request includes the
whol e text of claim12 of the main request and
additionally at the end the follow ng feature:

", the third neans conprising counters (56, 58) for

controlling data access rate and order™

1. In the oral proceedings the Appell ant expressed
t he opinion that the teachings of D1 and D3 were
not novelty destroying in respect of any of the
i ndependent clains of any of the requests. The
argunent ati on of the Appellant can be sunmari zed
as follows:

Mai n request, claiml

D1

Having regard to the teaching of document D1, it
appeared that the subject-matter of claim1l of the
mai n request was di stingui shed therefromon three

di fferent points.

(1) Firstly claim1l made clear that the digital
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dat abase was supported by one single
renovable medium in that it was stated in
feature (a) that the data files concerned
were stored "on the renpvabl e nedi unt,
whereas in the first paragraph of claiml
before feature (a) there was a nention of
"storage in a digital database (16) on a
removabl e mediunt'. Thus feature (a) nmade
clear that there was a single support for
t he dat abase and that this support was
removabl e fromthe rest of the system
arrangenent .

(1i) Secondly the paraneters nentioned in
claiml, i.e. the "orientation" and the
"aspect ratio" in the sense of the invention
were not used in the teaching of Dl1. The
expressi on "paper-size" could not be
conpared with the "aspect ratio" of the
i nvention. "Paper-size" was related to the
size of the sheets being used in copying
machi nes and not to the size of the inmages
on the sheets (see D1, Figure 1). Moreover,
the size of a paper sheet (or even an inage)
was not an "aspect ratio" in the neaning of
the invention. This ratio m ght be
calculable fromthe | ength and width of the
paper but in D1 no such ratio was nentioned,
nor was it suggested that it be cal cul at ed.
Al so the paraneter "orientation"” in the
sense of the invention was not disclosed by
the teaching of D1, because the "direction
of characters” was not identical to
"orientation" in the sense of the invention,
whi ch di scl osed four different directions,
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see Figure 2 of the patent in suit. The
direction of characters according to D1 was
l[imted to an i mage being horizontally or
vertically positioned.

(iiti) Thirdly, there were no steps in D1 which
corresponded to feature (c) of claim1l1. The
rotating operation disclosed in Figure 6 of
D1 was a standard rotating operation which
was al ways perfornmed in the same way and was
not dependent on the contents of an
associ ated presentation control file.

D3

In the proceedi ngs before the Opposition D vision
as well as the Board there had been an
illegitimate conbination of the prior art in that
what was described on the first pages of D3 (in
particul ar the paragraph bridging pages 3 and 4 of
the English transl ation) had been read together

wi th what was described in the latter part of the
docunent (in particular from page 11 onwards)
which latter part dealt with the actual invention
described in that docunent. The first pages indeed
menti oned | andscape and portrait-oriented imges.
However the second part of the docunent purely
consi dered copyi ng machi nes and how such nmachi nes
determne the length and the width of a paper
sheet. In fact the apparatus used appeared to be
arranged for making a difference between A4 and A3
sheets and, could determ ne, whether a sheet was
oriented horizontally or vertically. There was no
information that this apparatus was dealing with

i mges in the sense of the present invention.



1154. D

ST T 0721/ 00

First auxiliary request, claiml

According to claim11 of this request the
reproduced i mage al ways had to be reproduced - not
only as in claim1 of the main request in an
upright orientation - but also at the correct
aspect ratio. This new feature nmeant that the

i mmge was al ways reproduced in a way that it was
not distorted, for exanple, persons in the picture
shoul d not be made thicker or taller than on the
original picture. Such a teaching had not been

di scl osed in any of the docunents. In fact this
was al so logical, since both DI and D3 were
concerned with copying machines and in principle
with the reproduction of witten or printed text
and not of pictures as in the case of the present
invention, which in reality was dealing with

pi ctures on phot ographic fil ns.

Second auxiliary request, claiml

According to the Appellant the additional feature
contained in claim1 of the second auxiliary
request was supported by the original patent
application (see corresponding parts of the patent
specification, colum 7, lines 47 to 55 and
Figures 6 to 8 with correspondi ng text). Moreover
this feature was novel, because the only

docunent D1, show ng pixels to be transferred
(fromnenory 42 to nenory 43), nerely showed an
automatic rotation of the picture which was not
dependent on any specific control file.

Third auxiliary request, claiml and claim12
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Also the feature introduced into claiml of this
request was consi dered by the Appellant to be
supported by the text referred to above in
colum 7 (lines 47 to 55) of the present patent
specification. Neither D1, nor D3 nentioned this
feature and there was absolutely nothing in the
docunents hinting in the direction of this
feature. Thus the subject-matter of claim1 was
novel . Also the correspondi ng i ndependent
apparatus claim 12, containing the feature, "the
third neans conprising counters for controlling
data access rate and order"”, was supported by the
above-nentioned text in colum 7 of the patent
specification and was therefore al so novel .

The Respondent expressed the opinion that the
Appel I ant, having regard to docunments D1 and D3,

pl ayed with words and tried to give thema
signification which they did not have in reality
in the present clains. In the technical and
scientific field it was usual that different words
could be used for the sanme expressions, for
exanpl e, the vocabulary could be different in

di ff erent handbooks concerning the sane field.
Nevert hel ess, even if the vocabul ary of such
handbooks was not always the sane, it did not nean
that the teachings were different.

Thus the wording of claiml1 of the main request
did not at all restrict the digital database to be
| ocated on a single renovable nmedium It could
wel | have been stated that it was | ocated on a
singl e conpact disc, but it was not. Therefore the
subject-matter of claim1 did not appear to be

di stingui shed fromthe teaching of docunent D1 in
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this respect.

Al so the second difference alleged to be present
by the Appellant in relation to both of the two
docunents did not appear to be present in reality,
because both D1 and D3 di scl osed paraneters
corresponding to "orientation"” and "aspect"
mentioned in claim1 of the main request.

It was al so apparent from both of the docunents D1
and D3 (or inplicitly disclosed) that the
digitized image stored in the database was
mani pul ated by the contents in the associated
control file, so that it was oriented in its new
position without being distorted. Thus it was al so
evident fromthe docunents that the new feature
now included in claim1 of the first auxiliary
request that the inage was reproduced at the
correct aspect ratio was of course inplicitly

di scl osed. If the inmages according to those prior
art docunents were not reproduced in a normal way
(i.e. without distortion), it would have been
clearly stated therein that they were reproduced
in adifferent way.

The feature now introduced into claim1l of the
second auxiliary request did not neet the

requi renents of Article 123(2) EPC, since, as

al ready was nade clear by the Opposition Division,
this feature was not disclosed by the original
docunents as filed. Further while it was true that
this feature was not explicitly disclosed in the
two prior art docunents, having regard to the
prior art, it was self-evident for a skilled man
to extract the pixels in the way as cl ai ned.

1154.D Y A



VI .

VII.

. 10 - T 0721/ 00

It was conceded by the Respondent that the new
feature included in claim1 of the third auxiliary
request was not disclosed in docunments D1 and D3,
because these docunents did not describe how the
cl ock frequency was produced. However, also this
feature was self-evident for a skilled person. In
fact, it was hard to imagi ne any ot her way of
readi ng out the data.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of clainms 1 to 25 of one of the set of claim
requests filed as main request or as first, second or
third auxiliary request with letter dated 31 July 2002.

The Respondent requested that the appeal be dism ssed.

At the end of the oral proceedings the chairman of the
Board announced the deci si on.

Reasons for the Decision

1

1154. D

Adm ssibility

The appeal neets the requirenents set out in Rule 65(1)
EPC and is therefore adm ssible.

Mai n request

Having regard to the teaching of D1, the Appellant is
of the opinion that the nmethod according to claim1l is
di stinguished fromthe one identified in Dl on three
different points, i.e. the points (i), (ii) and (iii)
as identified in paragraph V.1 above.
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Having regard to point (i), the Board is of the opinion
that the expression in the first paragraph of claim1l
relating to "a digital database (16) on a renovable
medi unf and the expression in feature (a) of claiml
relating to "storing on the renovable nediumin said

di gital database" does not require that the database be
| ocated on a single renovable nmediumin the sense of a
single disc. Having regard to the wording of claiml1,
the Board is of the opinion that the step of "storing
on the renovable nmediumin said digital database"
according to feature (a) of claiml can al so be read
onto the teaching of D1. It is true that the database
according to D1 is located on two different discs, for
exanpl e an optical disc 4 and a floppy disc 6 (see D1,
Figure 2), however these two discs are according to the
opi nion of the Board both renpvabl e and nmake up "the
renovabl e data nmedi um'. Thus the Board does not

bel i eve, as suggested by the appellant, that the
optical disc 4 is not renovable and therefore is of the
opinion that point (i) is disclosed by DL.

The Board considers that also point (ii) is disclosed
by D1 (see Figure 5 and corresponding text). It is
shown therein that the index information (corresponding
to the "presentation control file" in present claiml1l)
i ncludes data giving the "paper size" and al so data
about the "character direction". Data representing
"paper size" in D1 can be considered to correspond to
the signification of the expression "second data
representative of the aspect ratio" used in claim1,
because a particular aspect ratio is inplicit in the
si ze neasures and these are representative of a
particul ar aspect ratio, as required by claiml1l. In D1
the Ad-sheet size is explicitly nmentioned.
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Al so the data for "character direction"” nentioned in D1
can be considered to correspond to "first data (31)
representative of the orientation.... of the image" in
present claim1l. The Appellant expressed the opinion
that the "character direction” in D1 does not nean the
sanme paraneter as "orientation ....of the imge" in the
present patent specification. This was said to be
because the filminmages according to the present

i nvention nmust be identified with reference to four
different orientations, while a paper sheet in D1 is
only vertical or horizontal. However, the Board is of
the opinion that claim1l does not require that four
different orientations can be distinguished; it is
enough if, as in D1, the system can distinguish between
the only two valid orientations.

Al so the Board cannot agree that the third difference
(1i1) suggested by the Appellant that image data from

t he database is read out in dependence upon the content
of the presentation control file is not disclosed

by D1. The Board agrees with the Qpposition Division in
this respect, in that DL (see in particular Figure 8
and associ ated text) teaches how data is extracted from
disc, stored in a buffer, and according to an
orientation tag either directly displayed, or rotated
and transferred to another buffer for subsequent

di splay in an appropriate orientation which teaching in
principle appears to be identical to feature (c) of
claiml and al so includes Appellant's point (iii).

Having regard to the present patent specification, it
appears to the Board that claim1l could well have been
restricted, for exanple to storing the data in a

di gital database on a single optical disc. Also, it
appears that the four orientation possibilities as well
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as the expression "aspect” would need further and
explicit definition before any distinction over the
teaching of D1 could be recognised, in particular with
respect to the Appellant's argunent that the
application of inmage processing according to the
invention is related to images on filnstrips having a
certain width and not to images (or text) on separate
paper- sheets having different sizes as in DL.

Thus the Board arrives at the conclusion that the
subject-matter of claim1l is not novel over the
teaching of DI (Article 54(2) EPC).

During the oral proceedings the Board announced t hat
the subject-matter of claim1 of the main request

| acked novelty also in respect of the teaching of D3.
Thus the Board, having regard to the teaching of D3, in
principle agrees with the decision of the Opposition
Division. D3 clearly discloses that both the inmge data
and the data concerning size and orientation of the

i mge are stored on the sanme optical disc (see, for
exanpl e page 5, |ast paragraph to page 6, first

par agr aph). Moreover, the Board cannot agree with the
Appel I ant that D3 shoul d be considered to include two
different teachings strictly separated from each ot her
(see paragraph V.1 above). Instead, it appears to be
self-evident that the problens relating to the prior
art described in the introductory part of the
description in D3 (see D3, pages 3 and 4) have to be
taken into account when interpreting docunent D3, since
t hese problens are said to be solved by the invention
described in the later part of the description (with
the figures) of D3. In the present decision, however,

it does not appear to be necessary to show in detai

how the Board arrived at this conclusion, since the
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Board has al ready assessed that the subject-matter of
claim11l |l acks novelty having regard to the teaching
of D1.

First auxiliary request

Claim1 of the first auxiliary request is distinguished
fromclaim1l of the main request with the additional
feature that the reproduced image i s reproduced "at the
correct aspect ratio". The Board is, as the Respondent,
of the opinion that it is self-evident that reproduced
i mges should normally not be distorted by the
reproduction process. Document D1 does not contradict
this statenent, since in (the schematic) Figures 1b

and 1c, in the rotation step shown (see D1, page 11),
the ratio is not changed. The size of the real imge
remai ns the sane. The Board therefore is of the opinion
that also the subject-matter of claiml1l of the first
auxi liary request is |acking novelty with respect

to DI1.

Second auxiliary request

The feature added to claim 1l of this request is the
same feature which in the oral proceedings before the
Opposition Division was added to claim 1l of the (then)
first auxiliary request. The Board is, as the
Qpposition Division, of the opinion that this feature
does not neet the requirenents of Article 123(2) EPC.
The Board does not agree that the paragraph in colum 7
of the patent specification would support this feature.
The Board is of the opinion that the actual manner of
readi ng out fromthe database (40 in Figure 4 in the
present patent specification) according to the
description of the present patent specification is, as
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al so nade clear by the Opposition Division (see |ast
part of the appeal ed decision), always the sane, but
the reading out fromthe buffer (50) is made in
dependence on the content of the presentation control
file. Thus there is nowhere disclosed in the original
docunents that the reading out fromthe database could
i mredi ately be mani pul ated, i.e. before the data has
been input into a buffer.

Thus claim1 of the second auxiliary request does not
neet the requirenents of Article 123(2) EPC, since it
is anended in such a way that it contains subject-
matter extendi ng beyond the content of the application
as filed.

Third auxiliary request

The new features added to claiml and to claim 12
respectively are both supported by the paragraph in the
description of the patent specification (colum 7,
lines 47 to 55) referred to by the Appellant and
therefore neet the requirenents of Article 123(2) EPC.

The Board al so agrees with the parties that these
features are not disclosed in any of the docunents D1
and D3. In fact both docunents are silent on the point
how the data in detail is read out fromthe database.
Thus the subject-matter of claiml1l as well as claim 12
IS new.

Having regard to the fact that the independent clains 1
and 12 of the third auxiliary request both contain new
subj ect-matter which was not considered by the
Qpposition Division and since inventive step was not
considered at all in the appeal ed decision, it appears
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to the Board that the case should be remtted for
further exam nation to the Opposition Division.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The matter is remtted to the first instance for
further prosecution on the basis of clains 1 to 25 of
the set of clains filed as third auxiliary request with
letter dated 31 July 2002.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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