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Summary of Facts and Subm ssi ons

The Appellant (Opponent) | odged an appeal, received at
the EPO on 6 July 2000, against the decision of the
Qpposition Division, dispatched on 26 April 2000, on
the rejection of the opposition against European Patent
No. O 553 958. The appeal fee was paid simnultaneously
and the statenent setting out the grounds of appeal was
filed on 6 Septenber 2000.

. The opposition was filed agai nst the patent as a whol e
and based on Article 100(a) together with
Articles 52(1) and 56 EPC, and on Article 100(c)
together with Article 123(2) EPC.

In its decision the Qpposition Division held that the
grounds for opposition did not prejudice the

mai nt enance of the patent unanended and that therefore
t he opposition was to be rejected.

L1l Oral proceedi ngs took place on 27 January 2003.
The Appel |l ant requested that the decision under appeal
be set aside and the European patent No. 0 553 958 be
revoked.

The Respondent (Patent Proprietor) requested

- that the appeal be dism ssed and that the patent
be mai nt ai ned unanmended (main request); or

- t hat the decision under appeal be set aside and
t he patent be mai ntained on the basis of one of
the auxiliary requests 1, 2 or 3 filed during the
oral proceedings;
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- that the alleged public prior use be not admtted
into the proceedi ngs;

- an apportionnent of costs; and
- remttal of the case to the first instance, if the
al l eged public prior use is introduced into the

pr oceedi ngs.

For the support of his argunentation, the Appell ant
cited the foll ow ng docunents:

Dl1: US-A-4 734 024

D2: EP-A-0 230 368

D3: EP-A-0 455 394

D4: EP-A-0 450 746

D5: EP-A-0 430 396

D6: US-A-3 351 026

D7: US-A-3 572 259.

D8: JP-A-2/276527, together with an English
transl ation of this document

D9: JP-A-2/227062

D10: US-A-4 966 542 corresponding to D9

D11: JP-A-2/207748, together with an English
transl ation of this document
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D12: JP-A-6/7069 (priority docunent of the patent in
suit), together with an English translation of
this docunent.

Furthernore, the Appellant filed the foll ow ng evidence
in respect of an alleged public prior use of a machine
cal | ed CN200:

(a) a declaration signed by M Kazuyoshi Onoguchi on
behal f of Rheon Automatic Machinery Co., Ltd.,
dated "12/2/25", together with an English
transl ation of this declaration;

(b) in-house instructions to deliver a CN200 nachi ne
to a factory of Kabushi ki Kaisha Ki yoken of
6 March 1991, together with an English translation
of (relevant) parts of these instructions;

(c) a statenent of delivery of a CN200 nmachine to
Kabushi ki Kai sha Ki yoken on 28 March 1991 si gned
by M Yoshiro Kim zuka, together with an English
translation of this statenent;

(d) drawings (Figures 1 to 7) of a CN200 engine and an
expl anation of these draw ngs in English;

(e) in-house information sheet on the manufacture of
special parts for a CN200 machi ne of 14 March
1991, together with an English translation of
(relevant) parts of this information;

(f) details of a contract dated 20 Oct ober 1990,
together with an English translation of (relevant)
parts of these details;
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(g) a video cassette of the CN200 machine sold to
Ki yoken, referred to in docunent a;

(h) a notarised declaration dated "12/3/23", signed by
M Kazuyoshi Onoguchi including a notari al
certificate, together with an English translation
of the notarial certificate;

(i) a notarised declaration signed by M Naobum
Nonam including a notarial certificate, together
with an English translation of this declaration
and of the notarial certificate;

(j) a notarised declaration signed by M Takeshi
| shi bashi including a notarial certificate,
together with an English translation of this
decl aration and of the notarial certificate;

(k) an in-house outline of the sal es agreement between
Rheon and Ki yoken concerning the CN200 machi ne
delivered to Kiyoken on 20 March 1991

In addition, the Appellant offered the testinony of
M Onoguchi (see letter of 6 Septenber 2000, page 8,
par agr aph 2).

V. Claim1l as granted reads as foll ows:

"An apparatus for cutting food conprising

(Cl) a cutter having four shutter pieces (1),

(C2) each of the shutter pieces (1) having a contact
tip (11) and a cutter side (12),

(C3) wherein the contact tip (11) of each shutter piece
(1) is arranged to contact and to conformw th the
shape of the cutter side (12) of an adjacent
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shutter piece (1),

the shutter pieces (1) defining therebetween a
throttle cutting area (C), the shutter pieces (1)
bei ng arranged to open and close said throttle
cutting area (C) wth the contact tip (11) of each
shutter piece (1) contacting the cutter side (12)
of an adjacent shutter piece (1) to cut the
plastic food material, in use,

a drive nmechanismfor driving each of the shutter
pieces (1) to open and close the throttle cutting
area (O,

a cutter raising/lowering nmechanismfor raising
and lowering the cutter,

an extrusion nozzle arranged to extrude plastic
food material through said throttle cutting area
(9,

a table for receiving food fromthe cutter, in
use,

the tabl e being arranged to be raised and | owered
by a table raising/lowering mechani sm and
characterised by the table raising/lowering
mechani sm conprising a camand a rod,

a drive nmechanismfor driving the table

rai si ng/l oweri ng mechani smand the cutter

rai sing/l owering mechani sm the drive mechani sm
conprising a notor and endl ess transm ssi on neans
for transmtting power fromthe notor to the table
rai si ng/ |l oweri ng mechani smand the cutter

rai sing/lowering nmechani sm

the table and the cutter being arranged to be

| onered at substantially the sane speed as the
speed of extrusion of the food material, in use,
and wherein the shutter pieces (1) are pivotable
to open and close the throttle cutting area (O
the cutter side of each shutter piece (1)
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extending fromthe contact tip (11) thereof
towards the pivot axis of the shutter piece(l),
the pivot axis being spaced fromthe contact tip
(11)."

The nunbering of the features (Cl, C2 ...) has been
added by the Board in accordance with the nunbering of
t he Appel | ant.

Claim1l1l of the auxiliary request 1 differs fromclaiml
of the main request in that the feature (C3) "wherein
the contact tip (11) of each shutter piece (1) is
arranged to contact and to conformw th the shape of
the cutter side (12) of an adjacent shutter piece (1)"
has been refornul ated as foll ows:

"wherein the contact tip (11) of each shutter piece (1)
is arranged to contact and to conformw th the shape of
the cutter side (12) of an adjacent one of the four
shutter pieces (1)".

Furthernore, in the feature (R5) according to which
"the table and the cutter being arranged to be | owered
at substantially the sane speed as the speed of
extrusion of the food material in use", the expression
"substantially" has been del et ed.

Clains 1 of the auxiliary requests 2 and 3 differ from
claiml of the main request by the addition of further

f eat ur es.

V. I n support of his request the Appellant relied
essentially on the foll ow ng subm ssions:

The present clains did not neet the requirenents of
Article 123(2) EPC, since the feature according to

0582.D Y A
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which the table and the cutter were arranged to be

| onered at substantially the sane speed or at the sane
speed as the speed of extrusion of the food material,
was not disclosed in the originally filed application.
Thi s docunent nerely disclosed that the table descended
at the same speed as the food material. The cutter was
only described to nove in a simlar manner as the
table. This could, however, only be understood in such
a way that the cutter noved in the sane direction as
the table, but not at the sane speed. The indication
that the vertical notion of the cutter could prevent
the position squeezed by the cutter side fromsliding
over the food material did not necessarily nmean that
the cutter had to descend at the sanme speed as the food
material, since such a sliding could already be
prevented when the cutter bites into the surface of the
food material .

Furthernore, the subject-matter of claim1 according to
all present requests was not based on an inventive
st ep.

The apparatus defined in these clains differed fromthe
public prior use of the CN200 rmachine only in that the
cutter did not conprise four pivotable shutter pieces,
but a plurality of shutter pieces of the type shown in
docunent D1, in that the drive nmechanismfor driving
the table raising/lowering nechanismand the cutter

rai sing/l oweri ng mechani smdid not conprise an endl ess
transm ssion neans, and in that the table and the
cutter were not arranged to be |lowered at exactly the
sane speed of extrusion of the food material, in use.
The main problemto be solved by the patent in suit
could therefore be regarded as to provide an apparat us
for cutting food which has an inproved cutter. For the
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solution of this problemeach of docunments D3 to D5
suggested the provision of a cutter having a plurality
of pivotable shutter pieces as defined in claim1 of
the present requests. The selection of four such
shutter pieces was an arbitrary sel ection which could
be made by the skilled person, if the quality
requirenents were | ow, w thout the exercise of
inventive skill, in particular as D5 showed in its
Figure 4 that only a small nunber of shutter pieces
coul d be used. The provision of an endl ess transm ssion
means for the drive mechanismwas a nmatter of a sinple
desi gn procedure which also did not require an
inventive step. The adjustnment of the speed of the
downward novenent of the table and the cutter was a

si mpl e desi gn choi ce which was necessary for adapting
an apparatus for cutting food to a particul ar product.
Furt hernore, such an adjustnent was suggested for
exanpl e by D10.

Starting from Dl as representing the nost rel evant
state of the art, which disclosed an apparatus as
defined in the preanble of claim1 according to al
present requests, the object to be achieved by the
subject-matter of claim 1l according to the present
requests could be regarded as to provide an appar at us
for cutting food which produced a product having an
even and snooth outer cover and had no teardrop shape.
The provision of pivotable shutter pieces as defined in
claiml for inproving the outer cover of the product to
be cut was suggested by each of D3, D4 and D5, and the
provi sion of a table raising/lowering mechani smand of
a drive nechanismas defined in claim1 for avoiding a
teardrop shape of this product was suggested by D10 or
any of D6 and D7, in particular since the novenent of
the table and of the cutter was not clearly described
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in D1. The remaining differences referred to arbitrary
sel ections which did not require an inventive exerci se.
Hence, the provision of the characterizing features of
claiml1 was obvious in the |ight of the object to be
achi eved when starting from D1.

Furthernore, the apparatus for cutting food discl osed
in D6 or D7 could be regarded as the nost rel evant
state of the art. This apparatus conprised a cutter-
system conprising two di scs, each having a heli cal
cutting edge which fornmed the cutter so that the cutter
descended together with a table when the discs were
rotated for the cutting process. Therefore, the
subject-matter of claim1l1 differed fromthe apparatus
according to D6 or D7 only by the features concerning
the provision of a cutter having pivotable shutter

pi eces. Since the cutter-system of the apparatus

di sclosed in D6 or D7 was heavy and required for each
kind of food separate cutter-discs, the object to be
achieved by the patent in suit when starting from D6 or
D7 could be regarded as to provide an apparatus for
cutting food which had an inproved cutter. The skilled
person confronted with this object would inmediately
recogni se that the cutter according to D6 or D7 could
be replaced by the pivotal shutter type cutter as

di sclosed in D3, D4 or D5, and consequently arrive at
the clained invention without the use of inventive
skill.

Finally also D10 coul d be regarded as representing the
nost relevant state of the art. Since this docunent
showed all features of claim1l of the present requests,
except those concerning the provision of pivotable
shutter pieces, the object to be achieved by the patent
in suit could be regarded again as to provide an
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apparatus for cutting food which had an inproved
cutter. Wth respect to this situation, it was obvious
to replace the cutter of D10 by a cutter as disclosed
in any of docunents D3, D4 or D5 which led the skilled
person directly to the subject-matter of claiml.

The Respondent disputed the views of the Appellant. H's
argunents can be summari zed as foll ows:

Al'l present clainms net the requirenments of

Article 123(2) EPC. Although it was not explicitly
disclosed in the originally filed application that the
table and the cutter were arranged to be |owered at the
sanme speed as the speed of extrusion of the food
material, this feature was conprised by the inplicit

di scl osure of the application, and was supported by
Figures 16 to 18 and the description on page 5,
paragraph 3. The skilled person knew that the
expression "the sanme speed” did not nean "exactly the
sanme speed", since tolerances could not be avoi ded when
driving any device. Consequently, it was clear fromthe
originally filed application that the table and the
cutter had to be lowered at substantially the sane
speed as the speed of extrusion of the food material.

Mor eover, the subject-matter of all present clains al so
i nvol ved an inventive step.

The CN200 nachi ne appeared to conprise shutter pieces
as shown in D1 or D2, and a table and a cutter which
were both | owered, but at different speeds. According
to D3 the use of the shutter pieces as shown in Dl or
D2 was problematic, because only up to six of these
shutter pieces could be arranged in a cutter. In order
to overconme this deficiency, D3, D4 and D5 suggested
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pi vot abl e shutter pieces which allowed the use of nore
than twel ve shutter pieces in a cutter. Hence D3, D4
and D5 coul d not suggest the use of a cutter having
only four pivotable shutter pieces. Mreover, D10 did
not unequi vocal ly di scl ose an apparatus for cutting
food, where the table and the cutter were arranged to
be |l owered at the sane speed. D10 only described that
t hese el ements noved synchronously. Therefore D10 gave
no clear teaching for providing a table and a cutter
whi ch were | owered at the sane speed.

The novenent of the table and of the cutter described
in D1 was not anbi guous. Figures 11 and 12 clearly
showed that only the food material and the cutter were
| onered at the sanme speed, and that the table was

rai sed during the downward novenent of the food
material and of the cutter for shaping the food. Since
the teardrop problemwas al ready solved by the upward
novenent of the table, there was no reason to | ook for
anot her solution of this problem Wth respect to the
obj ect to produce a product having an even and snooth
outer cover, the provision of a cutter according to any
of D3, D4 or D5 would not lead to the cutter defined in
claim1, since these docunents did not suggest a cutter
havi ng only four pivotable shutter pieces.

D6 or D7 could not be regarded as representing the nost
rel evant state of the art, since these docunents
referred to an apparatus for cutting food which was
conpletely different to the apparatus of the patent in
suit. The cutter conprised two rotating discs which did
not nove in the axial direction, and the table was
rotated. Since starting fromD6 or D7 would require to
conpl etel y abandon the teaching of these docunents, D6
and D7 could only be considered on a hindsight basis.
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D10 disclosed a relatively conplicated apparatus for
cutting food, wherein the cutter was conbined with a
gear box and a special drive nechanism Hence, it was
not possible to sinply replace the cutter of D10 and to
ignore the rest of the teaching of D10.

Reasons for the Decision

1

2.2

0582.D

The appeal is adm ssible.

Arendnent s

The Appellant's objection according to Article 100(c)
EPC that claim1l of all present clainms did not neet the
requi renents of Article 123(2) EPC, is based
exclusively on the assunption that the foll ow ng
feature (R5) was not disclosed in the application as
filed:

"the table and the cutter being arranged to be | owered
at substantially the sane speed or at the same speed as
the speed of extrusion of the food material, in use".

An exam nation of the Board showed that in fact al
further features of the present clains have been
disclosed in the originally filed application.
Additionally, it has been found that the description
and the draw ngs have only been adapted to the
anmendnents of claim 1.

The novenent of the table and of the cutter is
descri bed exclusively on page 5, paragraph 3 of the
originally filed documents.



- 13 - T 0720/ 00

Thi s section discloses

- that the table is arranged to be |lowered at the
sane speed as the speed of extrusion of the food
mat eri al ;

- that the cutter is arranged to nove in a simlar
manner as the table; and

- that the vertical notion can prevent the position
squeezed by the cutter side fromsliding over the
bar shape food nmaterial.

Wth respect to this disclosure, it is obvious for the
skilled person that both the table and the cutter nust
have a downward speed which is the same as that of the
extruded food material, i.e. that the cutter has to be
| onered at the sanme speed as the table.

The Appellant's argunentation that the above nentioned
di sclosure of the originally filed application could
only be understood in such a way that the cutter and
the table noved in the same direction, but not at the
sanme or substantially the sanme speed, is not
convincing. The statement that the vertical notion can
prevent the position squeezed by the cutter side from
sliding over the bar shape food material is a clear

i ndication that any relative novenent between the
cutter and the food material has to be avoi ded during
the cutting action. O in other words that the cutter
has to be lowered at the sane speed as the food
material during this phase of its novement. This
interpretation is supported by the originally filed
Figures 16 to 18, which also show that the cutter and
the food material are |lowered at the sane speed during

0582.D Y A
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the cutting process. If it was intended to prevent the
said sliding by the inevitable biting of the cutter
into the surface of the food material, there would have
been no pointer that the sliding can be prevented by
the vertical notion of the cutter.

Therefore, the feature according to which the table and
the cutter are arranged to be |owered at the sane speed
as the speed of extrusion of the food nmaterial, is
disclosed in the originally filed docunents.

These docunents do, however, not disclose that the
table and the cutter are arranged to be | owered at
substantially the same speed as the speed of extrusion
of the food material.

The Respondent's argunent that the substantially sane
speed was al so disclosed in the originally filed
docunents, since the skilled person knew that speed

t ol erances could not be avoi ded, cannot be agreed.
Since the skilled person is indeed aware of the fact

t hat speed tol erances cannot be avoi ded, he knows that
t he expression "the sane speed” includes a speed range
which is defined by the usual tol erances around the

gi ven speed. By contrast the expression "substantially
t he sane speed” includes intentional divergences from
this speed and defines a speed range which is w der
than the one defined by "the sanme speed”, and which
ext ends beyond the tol erances. Such intentional

di vergences are, however, not disclosed in the
application as filed.

Since the introduction of the word "substantially" has
resulted in a violation of the requirenments according
to Article 123(2) EPC, the main request and the
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auxiliary requests 2 and 3 have to be rejected.

Therefore, only the auxiliary request 1 has been
considered with respect to the question of inventive
st ep.

State of the art

The evidence filed with respect to the alleged public
prior use of the CN200 machi ne shows (see in particular
Figures 1 to 7 of docunent d and the video cassette Q)
that this nmachine is an apparatus for cutting food
conprising a cutter (5) having shutter pieces, the
shutter pieces defining therebetween a throttle cutting
area, the shutter pieces being arranged to open and
close said throttle cutting area to cut the plastic
food material, in use, a drive nechanismfor driving
each of the shutter pieces to open and close the
throttle cutting area, a cutter raising/lowering
mechanism (6 - 9) for raising and lowering the cutter
an extrusion nozzle arranged to extrude plastic food
mat erial (see Figure 5) through said throttle cutting
area, a table (1) for receiving food fromthe cutter,
in use, the table being arranged to be raised and to be
| owered by a table raising/lowering nmechanism (2 - 4),
the table raising/lowering nmechani smconprising a cam
(2), a drive nmechanismfor driving the table

rai si ng/ |l oweri ng mechani smand the cutter

rai sing/l owering mechani sm (via shafts 10), the drive
mechani sm conpri sing a notor and transm ssion neans for
transmtting power fromthe notor to the table

rai si ng/ |l oweri ng mechani smand the cutter

rai sing/lowering nmechanism (inplicit).

However, as admitted by the Appellant, the cutter of
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t he CN200 machi ne does not conprise four pivotable
shutter pieces as defined in claim1l of the auxiliary
request 1, and the drive nechani sm does not conprise an
endl ess transm ssion nmeans. Furthernore, the table

rai si ng/ | oweri ng mechani sm does not conprise a rod, and
the table and the cutter are not arranged to be | owered
at the same speed as the speed of extrusion of the food
material, in use. The expression "rod" describes a
stretched el enent having a relatively |ong axial
extension and a relatively short radial extension.
Hence, the elenent 4 shown in Figures 1 to 4 of
docunent d cannot be regarded as a rod. Moreover,
Figure 7 of docunent d clearly shows (see different
inclinations of the curves corresponding to the
novenent of the conveyor and of the cutter) that the
speeds of the downward novenent of the table and of the
cutter are different.

Each of the docunments D1 and D2 di scl oses an appar at us
for cutting food as defined in the pre-characterising
portion of claim1l of the auxiliary request 1 (see for
exanple Figures 13 to 15 of each docunent), in
particul ar an apparatus for cutting food conprising a
cutter having four shutter pieces (77, see Figures 16
A, B), each of the shutter pieces having a contact tip
(80) and a cutter side (78), wherein the contact tip of
each shutter piece is arranged to contact and to
conformwi th the shape of the cutter side of an

adj acent one of the four shutter pieces, the shutter

pi eces defining therebetween a throttle cutting area
(83), the shutter pieces being arranged to open and
close said throttle cutting area with the contact tip
of each shutter piece contacting the cutter side of an
adj acent shutter piece to cut the plastic food
material, in use, a drive mechanism (25, 27, 29, 31 -
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35, 37, 39) for driving each of the shutter pieces to
open and close the throttle cutting area, a cutter

rai sing/l owering mechani sm (43 - 45, 47, 49) for
raising and lowering the cutter, an extrusion nozzle

(I oner part of supply device 51) arranged to extrude
plastic food material (15) through said throttle
cutting area, a table (53) for receiving food fromthe
cutter, in use, the table being arranged to be raised
and to be lowered by a table raising/lowering nechani sm
(46).

However, D1 and D2 do not disclose any feature of the
characterizing portion of claiml of the auxiliary
request 1.

Wth respect to the novenent of the table and the
cutter, Dl and D2 disclose that the cutter is arranged
to be lowered at the sanme speed as the food material,
and that the table is raised when the cutter is | owered
(see Figures 11 and 12, and the corresponding
description, Dl1: colum 5, lines 45 to 50; D2:

colum 5, lines 50 to 56). Hence, the Appellant's
statenment that the novenent of the cutter and the table
was not clearly disclosed in D1 is not convincing.

Each of D3, D4 and D5 appears to disclose an apparatus
for cutting food conprising a cutter having a plurality
of shutter pieces (10), each of the shutter pieces
having a contact tip (D3 and D4: 18; D5: 20) and a
cutter side (D3 and D4: 17; D5: 19), wherein the
contact tip of each shutter piece is arranged to
contact and to conformw th the shape of the cutter
side of an adjacent shutter piece (D3 and D4: see
Figures 2, 3 and 11; D5: see Figures 3, 4 and 10), the
shutter pieces defining therebetween a throttle cutting
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area, the shutter pieces being arranged to open and
close said throttle cutting area with the contact tip
of each shutter piece contacting the cutter side of an
adj acent shutter piece to cut the plastic food
material, in use, a drive nmechanism (D3 and D4: see
Figures 4 to 6, itens 20 to 28, 34; D5: see colum 3,
lines 34 to 37) for driving each of the shutter pieces
to open and close the throttle cutting area, a cutter
rai sing/l owering mechani sm (D3 and D4: see Figure 5,
itenms 31 to 33, 31' to 33'; D5: inplicit, see

Figures 7, 8) for raising and lowering the cutter,
wherein the shutter pieces are pivotable to open and to
close the throttle cutting area, the cutter side of
each shutter piece extending fromthe contact tip

t hereof towards the pivot axis of the shutter piece,

t he pivot axis being spaced fromthe contact tip.

D5 additionally discloses that the apparatus conprises
a table (a tray) for receiving food fromthe cutter
(see columm 4, lines 24 to 26).

However, none of the devices according to D3 - D5
conprises a table raising/lowering nmechani sm
Furthernore, none of the cutters of these devices
conprises four shutter pieces. The cutter disclosed in
D3 and D4 conprises at |east twelve shutter pieces (10;
see D3: colum 5, lines 20 to 25; see D4: columm 5,
lines 9 to 12) and the cutter disclosed in D5 conprises
at least six shutter pieces (see Figure 4).

Each of the docunents D6 and D7 di scl oses an apparat us
for cutting food (see Figure 1) conprising a cutter
(D6: 1; D7: 12), an extrusion nozzle arranged to
extrude plastic food material, and a table (D6: 7; D7:
18) for receiving food fromthe cutter, in use, the
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tabl e being arranged to be raised and to be | owered by
a table raising/lowering nechani smwhich conprises a
cam (D6: 11; D7: 20) and a rod (D6: 8; D7: 19).

The cutter consists of two discs, each having a spiral
line (b) formed by a spiral cutting edge (D6: 2; D7:
13). The discs are arranged to be rotated, but not to
be raised and | owered. The Appellant's opinion
according to which the cutting edges formthe cutter
cannot be shared by the Board. Wen conpared to the
cutter of the patent in suit, the cutting edges
correspond to the cutter sides of the shutter pieces.
However, the cutting edges cannot be regarded as the
conplete cutter which in case of D6 and D7 is formed by
both of the rotating discs. Consequently the cutter of
D6 and D7 has none of the features (ClL to C7) described
inclaiml of the auxiliary request 1, and the
apparatus according to D6 or D7 does not conprise a
cutter raising/lowering mechanism (feature Rl).

It should furthernore be indicated that the speed of
feeding is made preferably slightly | ower than the
descendi ng speed, during rotation, of the spiral
line (b) (see colum 2, lines 63 to 66).

D8 di scl oses an apparatus for cutting food conprising a
cutter having four shutter pieces (disks 2, 2'), the
shutter pieces defining therebetween a throttle cutting
area (see Figures 3, 4), the shutter pieces being
arranged to open and close said throttle cutting area
to cut the plastic food material, in use, a drive
mechani sm (16, 17, 19, 21, 22) for driving each of the
shutter pieces to open and close the throttle cutting
area, a cutter raising/lowering nechanism (23 - 30) for
raising and lowering the cutter, an extrusion nozzle
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(5) arranged to extrude plastic food material through
said throttle cutting area, a table (4) for receiving
food fromthe cutter, in use, the table being arranged
to be raised and to be lowered by a table

rai sing/lowering mechanism (see Figures 5 to 8), and a
drive nmechanismfor driving the table raising/lowering
mechani sm and the cutter raising/lowering nmechani sm

However, the cutter does not conprise shutter pieces as
defined in claim1, but four rotating discs.

Each of D9, D10 and D11 di scl oses an apparatus for
cutting food conprising a cutter having four shutter

pi eces (2a, 2b, 3a, 3b), the shutter pieces defining

t herebetween a throttle cutting area, the shutter

pi eces being arranged to open and close said throttle
cutting area to cut the plastic food material, in use,
a drive nechanism (M, 55, 54, 53, 53a, 51, G for
driving each of the shutter pieces to open and cl ose
the throttle cutting area, a cutter raising/lowering
mechani sm (ML, 55, 56, 57, 52a,b,c) for raising and

| onering the cutter, an extrusion nozzle (|l ower portion
of extruder 1) arranged to extrude plastic food

mat eri al through the cutting area, a table (6) for
receiving food fromthe cutter, in use, the table being
arranged to be raised and to be lowered by a table

rai sing/lowering nmechani sm (ML, 55, 56, 57, 52d, 61,

63, and 52b,c,a, 62) conprising a cam (52b and 52d) and
arod (61), and a drive nmechanismfor driving the table
rai si ng/ |l oweri ng mechani smand the cutter

rai si ng/ |l oweri ng mechani sm (ML, 55, 56, 57), the drive
mechani sm conprising a notor (ML) and transm ssion
means for transmtting power fromthe notor to the
tabl e raising/lowering mechani smand the cutter

rai si ng/ | oweri ng mechani sm
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Mor eover, since the linkage (62) which is fixedly
connected to the rod (52a) of the cutter

rai si ng/ |l oweri ng mechani sm abuts to the upper surface
of a portion (6l1a) of the rod (61) of the table

rai sing/l owering mechanism the table and the cutter
are arranged to be lowered at the sane speed (see al so
D10, colum 4, lines 24 to 34) which is obviously the
speed of extrusion of the food material, in use.

However, the shutter pieces according to D9, D10 and
D11 are no pivotable shutter pieces as defined in
claiml1l of the auxiliary request 1, but discs having an
outer cutting edge. Furthernore, the drive nmechani sm
does not conprise an endl ess transm ssion neans.

| nventive step

General renarks

To assess inventive step, the Boards normally apply the
probl em sol uti on approach. This conprises anongst
others the step of identifying the closest prior art
and the step of defining the problemto be sol ved by
the clained invention with respect to that identified
cl osest prior art.

The cl osest prior art is normally a prior art conceived
for the sane purpose or aimng at the sanme objective as
the clainmed invention and having the nost rel evant
technical features in conmon, i.e. requiring the

m ni mum of structural nodifications (see Case Law of

t he Boards of Appeal of the European Patent O fice, 4th
edition 2001, English version, |.D. 3.1, page 102).

An obj ective definition of the problemto be solved
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should normally start fromthe probl em described in the
patent in suit. Only if an exam nation showed that the
probl em di scl osed had not been solved or if

i nappropriate prior art were used to define the
problem was it necessary to investigate which other
probl em obj ectively existed (see Case Law of the Boards
of Appeal of the European Patent O fice, 4th edition
2001, English version, 1.D. 4.3, page 107).

In the present case, the Board agrees to the Appell ant

that the closest prior art could be represented by the

al l eged public prior use of the CN200 machi ne or by any
of the docunents D1 (or D2) or D10.

However, the Appellant's statenent that the cl osest
state of the art could also be represented by D6 or D7
is not convincing. As shown in section 3.4 above, the
apparatus for cutting food according to D6 or D7
conprises only few of the features of the subject-
matter defined in claim1 of the auxiliary request 1.
In particular the nost rel evant features concerning the
type of cutter and the novenment of the cutter are

m ssing in the apparatus according to D6 or D7.

Furthernore, D6 and D7 have been published a long tine
before the other docunents cited by the Appellant and
refer to an apparatus conprising a cutter-system which
is completely different conpared to the cutter-systens
of these docunents and of the patent in suit. Therefore
it is not likely that the skilled person would start
fromthe state of the art disclosed in D6 or D7 when it
is intended to devel op an apparatus of the type having
a cutter which conprises a plurality of shutter pieces
and a nmechanismfor raising and |lowering the cutter as
a whole, let alone a systemw th the sane | owering
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speed for the table, the cutter and the extruded food
mat eri al .

Consequently D6 and D7 are not considered as a suitable
starting point for the problemsolution approach in the
present case, and therefore cannot be considered as
representing the closest prior art.

The probl em described in the patent in suit is the
provi sion of a cutting apparatus which allows to cut
plastic food material beautifully, and which has a
sinpl e construction (see patent specification,
colum 1, lines 26 to 30).

Since there is no doubt that this problemis a
realistic and technically rel evant one and has been
solved by the apparatus of claim1l of the auxiliary
request 1, and since no inappropriate prior art has
been used to define this problem there is no reason to
consi der anot her problem such as for exanple the one
set out by the Appellant (see section VI above).

Therefore only the problemdefined in the patent in
suit has been considered for the assessnent of

i nventive step.

Starting fromthe all eged public prior use

The subject-matter of claim1 of the auxiliary request
1 differs fromthe alleged public prior use of the
CN200 machi ne at | east by the foll ow ng features:

Cl: the cutter has four shutter pieces;

C2: each of the shutter pieces has a contact tip and a
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cutter side;

the contact tip of each shutter piece is arranged
to contact and conformw th the shape of the
cutter side of an adjacent one of the four shutter
pi eces;

the shutter pieces are arranged to open and cl ose
the throttle cutting area with the contact tip of
each shutter piece contacting the cutter side of
an adj acent cutter piece;

the shutter pieces are pivotable to open and to
close the throttle cutting area;

the cutter side of each shutter piece extends from
the contact tip thereof towards the pivot axis of

t he shutter piece, the pivot axis being spaced
fromthe contact tip;

the table and the cutter are arranged to be
| onered at the sanme speed as the speed of
extrusion of the food material, in use,

and by the followng parts of features R3 and R4

according to which

R3'

R4" :

the tabl e raising/lowering nmechani sm conprises a
r od;

the transm ssion neans is an endl ess transm ssi on
nmeans.

The Board agrees to the Appellant's argunentation that

each of docunents D3, D4 and D5 suggests the provision
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of a cutter conprising a plurality of shutter pieces
having all of the features C2, C3, C4, C6 and C7

menti oned above, in order to cut plastic food
beautifully, and that the use of a rod in the table
rai si ng/ | oweri ng mechani sm and of an endl ess

transm ssion nmeans in the drive nechani smaccording to
features R3' and R4' is an obvious matter of a design
procedure, in particular when the construction of the
cutting apparatus has to be sinplified.

However, the Appellant's statenment that the selection
of four shutter pieces according to feature Cl and the
adj ustment of the tables and cutters downward novenent
according to feature R5 was an obvi ous selection, is
not convi nci ng.

Each of D3, D4 and D5 points out that the use of
slidable shutter pieces as used in the cutter according
to D1 or D2, and therefore as used in the CN200

machi ne, is di sadvant ageous, since the nunber of such
shutter pieces is limted up to about six (D3: see

colum 1, lines 10 to 40; D4: see colum 1, lines 9 to
36; D5: see colum 1, lines 8 to 30). Moreover, D3 and
D4 suggest the use of at |east twelve pivotable shutter
pi eces (D3: see colum 5, lines 13 to 25; D4: see

colum 5, lines 2 to 12), and D5 suggests the use of at

| east six shutter pieces (see Figure 4 and col um 3,
lines 27 to 43) for cutting plastic food beautifully.
Consequently, the skilled person who seeks to repl ace
the cutter of the CN200 machine, in order to cut
plastic food beautifully, is taught to use at |east six
shutter pieces of the type disclosed in D5, or at |east
twel ve shutter pieces of the type disclosed in D3 and
D4. There is, however, no teaching to replace the
shutter pieces of the type disclosed in D1 and D2 by
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| ess than six shutter pieces according to D5, or |ess
than twel ve shutter pieces according to D3 and D4, if
it is intended to cut plastic food nore beautifully.
Hence, the use of four shutter pieces according to D3,
D4 or D5 woul d be agai nst the teaching of these
docunents.

The argunent according to which the nunber of shutter

pi eces was only related to quality considerations of
the final product, and that therefore the selection of
four shutter pieces was obvious, is also not

convi nci ng. I ndeed, as indicated above, the sole reason
to nodify the shutter pieces of the type disclosed in
D1 or D2 was quality of the final product. Therefore,

it is not likely that the skilled person, after having
nodi fied the shutter pieces for quality reasons
according to the teaching of D3, D4 or D5, would
abandon this guiding principle and nodify the shutter

pi eces once nore so that the quality of the fina
product is reduced. O herw se, there would have been no
reason at all to nodify the shutter pieces of the type
di sclosed in D1 or D2.

As shown by the avail able state of the art, the
novenent of a cutter and a table in an apparatus for
cutting food can be designed in different ways.
According to the alleged public prior use of the CN200
machi ne the table and the cutter are both | owered at

di fferent speeds, according to D1 the table raises when
the cutter is | owered, and according to D10 the table
and the cutter are lowered at the sane speed. Hence the
selection of exactly the novenent according to D10 is
not obvious, in particular since D10 does not describe
any advantage of the particul ar novenent of the table
and the cutter disclosed in this docunment, so that the
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skilled person is not guided by any teaching of D10 in
this respect.

Therefore, the subject-matter of claim1l of the
auxiliary request 1 is not obvious when starting from
the alleged public prior use of the CN200 machi ne as
representing the nost relevant state of the art.

4.3 Starting fromDl1 (or D2)

4.3.1 The subject-matter of claiml1l of the auxiliary request
1 differs fromthe apparatus disclosed in D1 (or D2) by
the foll ow ng features:

R4: t he apparatus conprises a drive nechani smfor
driving the table raising/lowering nmechani sm and
the cutter raising/lowering nmechanism the drive
mechani sm conpri sing a notor and endl ess
transm ssion neans for transmtting power from
the notor to the table raising/lowering
mechani sm and the cutter raising/lowering

mechani sm

R5: the table and the cutter being arranged to be
| onered at the sanme speed as the speed of
extrusion of the food material, in use;

C6: the shutter pieces are pivotable to open and to

close the throttle cutting area;

Cr: the cutter side of each shutter piece extends
fromthe contact tip thereof towards the pivot
axis of the shutter piece, the pivot axis being
spaced fromthe contact tip;

and by that part of feature R3 according to which

0582.D Y A
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R3'": the tabl e raising/lowering mechani sm conprises a
cam and a rod;

In anal ogy to the findings in section 4.2.2 above the
Board agrees that each of documents D3, D4 and D5
suggests a replacenent of the slidable shutter pieces
of the apparatus according to D1 by a plurality of
shutter pieces having all features C2 to C7 for cutting
plastic food beautifully. It is also agreed that D10
suggests the provision of a table raising/lowering
mechani sm and of a drive nechani smconprising features
R3''" and R4, except the feature concerning an endl ess
transm ssion, for sinplifying the construction of the
apparatus of D1, and that the use of an endl ess
transm ssion nmeans in such a drive nmechanismis an
obvi ous design possibility for this purpose.

However, as al ready brought forward in section 4.2.2
above, the replacenent of four shutter pieces of the
type disclosed in DL (or D2) (see Figures 16 A and B)
by only four shutter pieces according to any of D3, D4
or D5 is not obvious, since this would be against the
teaching of D3, D4 or D&5.

Furthernore, an operation of the table and the cutter
of the apparatus according to D1 so that they were

| onered at the sanme speed as the speed of extrusion of
the food material, in use (feature R5), would be

agai nst the teaching of D1, according to which the
table has to be raised when the cutter is |owered (see
section 3.2 above).

Moreover, it cannot be said to be obvious, after having
chosen a prior art apparatus as the so-called "cl osest
prior art", to nodify quasi everything, i.e. the whole
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cutter and the whole drive-nechanismfor the

rai sing/lowering of the cutter and the table, so that
in fact quasi nothing is left fromthe "cl osest prior
art" after that nodification. This shows clearly that
this choice was only the result of an ex-post facto
anal ysi s.

Therefore a conbi nati on of the teachings of docunents
D1 (or D2) and D3, D4 or D5 and D10 does not lead in an
obvi ous way to the subject-matter of claim1l of the
auxiliary request 1.

Starting from D10

The subject-matter of claim1l of the auxiliary request
1 differs fromthe apparatus disclosed in D10 (or D9,
or D11) by the follow ng features:

C2: each of the shutter pieces has a contact tip and a
cutter side;

C3: the contact tip of each shutter piece is arranged
to contact and to conformw th the shape of the
cutter side of an adjacent shutter piece,

C6: the shutter pieces are pivotable to open and to
close the throttle cutting area;

C7: the cutter side of each shutter piece extending
fromthe contact tip thereof towards the pivot
axis of the shutter piece, the pivot axis being
spaced fromthe contact tip;

and by those parts of features C4 and R4, according to
whi ch
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C4': the shutter pieces are arranged to open and cl ose
the throttle cutting area with the contact tip of
each shutter piece contacting the cutter side of
an adj acent shutter piece;

R4': the transmi ssion nmeans i s an endl ess transni ssi on
nmeans.

4.4.2 Athough it is true that the skilled person would
consider the provision of a cutter of the type
di sclosed in any of D3, D4 or D5 in the apparatus
according to D10 when he intends to cut the food
material nore beautifully, the provision of such a
cutter would not lead to the subject-matter of claiml
of the auxiliary request, since a selection of such a
cutter having only four shutter pieces would be agai nst
the teaching of D3, D4 or D5 (see section 4.2.2 above).

Wth respect to this finding it may be | eft open

whet her or not the skilled person would replace the
drive nmechani smof D10 by a drive nechani sm conpri sing
an endl ess transm ssion nmeans in order to sinplify the
known appar at us.

4.5 Therefore the Board conmes to the conclusion that the
subject-matter of claim1 of the auxiliary request 1
cannot be derived in an obvious manner fromthe cited
prior art and accordingly involves an inventive step
(Article 56 EPC)

5. The present evidence a - k, and the statenents of the
Appel l ant clearly showed that the subject-matter of
claiml of the auxiliary request 1 differs fromthe
al l eged public prior use of the CN200 machi ne anongst
others by the features concerning the provision of a

0582.D Y A
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cutter of the type disclosed in D3, D4 or D5, and the

| owering of the table and the cutter at the sanme speed.
As shown in section 4.2 above, the provision of these
features in the allegedly prior used CN200 nachine is
not obvi ous.

As a result of these findings it was not necessary to
further consider the alleged public prior use. In
particular there is no reason to hear the w tness
offered by the Appellant, or to remt the case to the
first instance. Furthernore, the question whether or
not the alleged public prior use should be admtted
into the proceedings is irrelevant.

The Respondent's request for an apportionnent of costs
has been filed wth respect to the unnecessary work
required to consider docunents D8 - D11 and g - k which
had been submtted for the first time in the appeal

pr oceedi ngs.

In principle, each party to opposition proceedi ngs neet
its own costs. However, under Article 104(1) EPC the
Opposition Division or Board of Appeal can, for reasons
of equity, order a different apportionnment of costs
incurred during taking of evidence or in oral

proceedi ngs. According to the case | aw of the Boards of
Appeal an apportionnment of costs is justified, if the
conduct of one party is not keeping with the care
required, that is if costs arise from cul pable actions
of an irresponsi ble or even malicious nature (see for
exanple T 432/92, not published in QJ EPO).

In the present case, however, the Appellant filed
together with the statenent setting out the grounds of
appeal docunments D8 - D11 and evidence g - k. Docunents
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D8 - D11 have been clearly filed as a reaction to the
argunent ati on of the Opposition Division in the
decision rejecting the opposition, and the evidence g -
k has been filed as a supplenent to (rather a
duplication of) the already present evidence a - f to
prove the alleged public prior use of the CN200

machi ne.

Since the filing of new docunments together with the
statenment setting out the grounds of appeal, for
reinforcing the line of attack already made before the
first instance has to be considered as the norma

behavi our of a | osing party and does not constitute an
abuse of procedure (see T 113/96, not published in QJ
EPO), an apportionnment of costs is therefore not
justified in the present case. This conclusion is
additionally supported by the fact that D9, D10 and D11
are docunents of the same inventor as of the patent in
suit, that D8 is a short, technically not conplicated
docunent, and that the evidence according to g - k does
not introduce new facts.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

Claim Claim1 of the first auxiliary request
as filed during the oral proceedi ngs on
27 January 2003,

Descri pti on: Colums 1 to 4 as filed during the oral
proceedi ngs on 27 January 2003;

Dr awi ngs: Figures 1 to 15 as granted.

3. The request for apportionnment of costs is refused.

The Registrar: The Chai r man:

G Magouliotis C. Andries
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