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Summary of Facts and Submn ssions

1728.D

Eur opean patent application 91 118 360.6 was refused by
the Exam ning Division by decision posted 22 February
2000.

The reason given for the refusal was that the subject-
matter of claiml filed with letter of 11 Cctober 1999
was not novel, nor did it involve inventive step, over
the teaching disclosed in:

D2: US-Re-32957.

On 3 May 2000 the Appellant (Applicant) | odged an
appeal against this decision and paid the prescribed
appeal fee that sane day. On 1 July 2000 a statenent of
grounds of appeal was fil ed.

Wth the sumons to oral proceedings the Board
expressed its provisional opinion that no convincing
reasons were submtted to set aside the decision under
appeal. It further referred to:

D5: US-A-4381782,

for illustrating general technical know edge as regards
the particle size of the hydrocolloid nmateri al

di sclosed in the invention of D2 (see further point Vi
bel ow) .

Oral proceedings were held on 13 June 2002, in which
t he Appellant requested grant of a patent according to
a main or one of four auxiliary requests.
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Caim1l according to the main request filed with letter
of 13 May 2002 reads as foll ows:

"A catanenial pad for fem nine hygi ene conprising:

a fluid perneable facing sheet (1;3), an absorbent core
(4;5;6;7) and a fluid inperneabl e backing sheet (2);

at | east one conformable structure made up of

i ndi vidual elenments (4;5) having a substantially
spherical, rounded or oval oid shape such that each of
the said elenments (4;5) can nove with respect to other
el ements while at the sane tine permtting the

exi stence of voids between individual elenents, even
when the said el enents are subject to mechanica
constrai nt;

said elenents being essentially resistant to coll apse
of their individual spacial shape, both due to a
mechani cal constraint and due to contact with humdity
and

said individual elenents (4;5) are confined inside a
physi cal envel ope (7) being substantially perneable to
liquids;

the individual elenments (4,5) having either hydrophobic
properties and conprising nmaterial selected fromthe
group consisting of synthetic polyner, glass, bakelite,
rubber, silica, ceram cs, or having hydrophilic
properties and conprising material selected from wood,
cel I ul ose aggl onerations, vermculite, and vegetable
seeds;
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characterised in that

the individual el enents, when being rounded or oval oi d,
have maxi num di nensi ons | ess than 10 mm and

the individual elenents, when being substantially
spherical, have dianeters between 0.1 and 5.0 mm "

Caim1l of the first auxiliary request filed in the
oral proceedings differs fromclaim1l of the main
request in that the characterising portion read as
fol | ows:

“the individual elenents, when being substantially
spherical, have dianeters between 0.1 and 5.0 nm "

Caiml of the second auxiliary request filed in the
oral proceedings differs fromclaim1l of the first
auxiliary request in that the characterising portion
reads as foll ows:

"the individual elenments, when being substantially
spherical, have dianeters between 0.3 and 1.0 nm "

Caiml of the third auxiliary request filed in the
oral proceedi ngs reads as foll ows:

"A catanenial pad for fem nine hygi ene conpri sing:

a fluid perneable facing sheet (1;3), an absorbent core
(6) and a fluid inperneabl e backing sheet (2);

at | east one conformable structure nmade up of
i ndi vidual elenents (4;5) having a substantially
spherical, rounded or oval oi d shape such that each of
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the said elenments (4;5) can nove with respect to other
such elenents while at the sane tine permtting the
exi stence of voids between individual such el enents,
even when the said elenments are subject to nechanica
constrai nt;

said elenents being essentially resistant to coll apse
of their individual spacial shape, both due to a
mechani cal constraint and due to contact with humdity
and

said individual elenents (4;5) are confined inside a
physi cal envel ope (9) being substantially perneable to
liquids;

the individual elenments (4,5) having either hydrophobic
properties and conprising material selected fromthe
group consisting of synthetic polyner, glass, bakelite,
rubber, silica, ceram cs, or having hydrophilic
properties and conprising material selected from wood,
cel lul ose aggl onerations, vermculite, and vegetable
seeds;

characterised in that

the individual elenents, when being substantially
spherical, have dianeters between 0.1 and 5.0 mm

the individual elenments have been treated to have as
further function an activity of neutralization or
maski ng of body odor and/or ion absorption and or

m croorgani sm attack and/or neutralization of amoni a
and/ or bl ood coagul ati on and/or |ubrication."
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The docunents for the third auxiliary request as filed

in the oral proceedings consist of the foll ow ng:

clains 1 to 10,

description pages 1, l1la, 1lb, 2 to 19,

Figures 1 to 8B,

all as filed during the oral proceedings.

The wording of claiml of the fourth auxiliary request
filed with the grounds of appeal is of no relevance to
the present deci sion.

Inits prelimnary opinion acconpanying the sumons to
oral proceedings the Board argued that it was well
known in the art of hydrocolloid nmaterials, as
illustrated e.g. by D5, that "Permasorb 10" (disclosed
in D2 as the nost preferable material) was available in
particle sizes between 0.01 and 1.0 nm D2 stated that
the introfying particles should have a size not |arger
than the hydrocolloid particles, thus the sane size
range applied to the introfying particles. The
materials for the introfying particles preferred in D2
(Celite FC and perlite) forned part of the group of
material clainmed in claim1l for the el enents when these
wer e hydrophobic. The skilled person would seriously
contenplate a choice for the introfying particle size
in the range of overlap (0.01 to 1.0 mm wth the

cl ai med range of less than 10 mm (first alternative) or
in the range of overlap of 0.1 to 1.0 mwith the
clainmed range of 0.1 to 5.0 nm (second al ternative).
Thus, in application of the established case | aw of the
Boards of Appeal (see e.g. T 26/85, QJ EPO 1990, 22),
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novelty of the subject-matter of claim1l was at stake.

The argunents of the Appellant can be summari sed as
fol | ows:

Mai n request:

The teaching of D2 was that the elenments in the form of
introfying particles should have a size not |arger than
the hydrocolloid particles. As the latter should be as
smal |l as possible to provide a |arge receiving surface
for the liquids, i.e. powder, the elenents in the form
of introfying particles wuld also be in the form of
powder, thus not fulfilling the requirenent of being as
large as 10 mmto naintain nobility between the grains
wi t hout clunping due to surface tension.

In respect of the prelimnary opinion of the Board it
submtted that the disclosures in D2 of Permasorb 10 as
the hydrocolloid material, of Celite FC as the
introfying material and the information that the
introfying particles should not be larger in size than
the hydrocolloid particles belonged to different

speci fic enbodi nents disclosed in D2, the conbination
of which was not perm ssible for arguing |ack of

novel ty.

First auxiliary request:

Filing this request as late as the oral proceedi ngs was
adm ssible as it was a reply to the objections made by
the Board. Further, the subject-matter of claim1l was
novel in that the skilled person applying the teaching
of D2 woul d choose a powder for the hydrocolloid
particles, so as to have a |liquid receiving surface
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whi ch was as | arge as possi ble. Thus also for the

el ements in the formof introfying particles he would
choose a powder. The particle size for a powder,
however, fell outside of the range cl ai med, which
started at a |arger dianmeter, being 0.1 mMm

Second auxiliary request:

In claiml1l of this request the dianmeter of the
substantially spherical elenents was further reduced,
nanely to a range of 0.3 to 1.0 mm A skilled person
appl yi ng the teaching of D2 woul d not contenpl ate such
a range for the introfying particles. These shoul d not
be | arger than the hydrocolloid particles and the

| atter would have insufficient liquid receiving surface
If they had a particle size in the range cl ai ned.

Third auxiliary request:

D2 nor the other docunments suggested the treatnent of
the elenments to have as a further function any of the
activities now nentioned in claim1l. Therefore the
subject-matter of this claimwas novel and invol ved

i nventive step

Reasons for the Decision

2.1

1728.D

The appeal is adm ssible.
Mai n request
I n the decision under appeal the Exam ning Division

considered that all features of the catanenial pad as
claimed in the preanble of claim1 then on file were
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disclosed in D2. The first alternative in the
characterising portion of that claim involving

i ndi vidual elenents in the confornmable structure being
rounded or oval oid and havi ng maxi num di nensi ons | ess
than 10 nm was considered i nherently disclosed in D2,
as a di nension exceeding 10 nmwoul d be out of the
scope of what could confortably be used in a catanenia
pad for fem nine hygi ene. The second alternative,
referring to the elenents as being substantially
spheri cal and having dianeters between 0.1 and 5.0 mm
was consi dered obvious to the skilled person, when

t aki ng account of the teaching of D2.

2.2 Caim1l according to the main request is in essence
identical to claim1l exam ned by the Exam ning
Di vision, but has been clarified and limted in respect
of the choice of the materials for the hydrophobic and
hydrophilic elenents. The Board agrees with the
Exam ni ng Division that the subject-matter of this
claimis not novel over D2.

D2 di scl oses a catanenial pad for fem nine hygi ene
conprising a fluid perneable facing sheet, an absorbent
core and a fluid inperneabl e backi ng sheet (colum 1,
lines 62 to 64); at |east one conformable structure
made up of individual elenents ("introfying particles")
havi ng a substantially spherical, rounded or ovaloid
shape (see Figures 3A, 6 and 8) such that each of the
said elenents can nove with respect to other elenents
while at the sane tine permtting the existence of

voi ds between i ndividual elenents, even when the said
el enents are subject to nmechanical constraint; said

el enents being essentially resistant to coll apse of
their individual spacial shape, both due to a
nmechani cal constraint and due to contact with humdity,

1728.D Y A
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said individual elenents being confined inside a

physi cal envel ope being substantially perneable to
liquids (see colum 1, line 65 to colum 2, line 4 and
colum 3, lines 23 to 30); the individual elenents have
hydr ophobi ¢ properties and are nade of e.g. "Celite
FC', which is a diatonmaceous earth, i.e. a silica, or
"perlite" which is glass (glass and silica formpart of
the clained group of materials from which can be chosen
for the hydrophobic elenents) (see columm 3, lines 31
and 32 and colum 6, lines 22 and 32).

According to D2 the individual elements (introfying
particles) should have a particle size not greater than

that of the hydrocolloid particles (colum 5, line 67
to colum 6, line 1). It is general knowl edge in this
technical field as e.g. illustrated by D5 (see

colum 6, lines 1 and 2) that the particle size of

hydr ocol | oid particles such as "Permasorb 10",
suggested in D2 as the preferred hydrocolloid materi al,
lies in the range of 0.01 to 1.0 nm The introfying
particles as discussed in D2 thus should have a
particle size not exceeding this range. Thus, whatever
choice is nmade within this range for the particle size,
it is always less than 10 mm

Thus, all features of the first alternative of claim1
of the main request are known from D2. The subj ect -
matter of claiml1l of the main request therefore | acks
novelty (Article 54 EPC).

The argunent of the Appellant, that the disclosures in
D2 of Permasorb 10 as the hydrocolloid naterial, of
Celite FC as the introfying material and the
information that the introfying particles should not be
| arger in size than the hydrocolloid particles bel onged
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to different specific enbodi nents disclosed in D2, the
conbi nation of which was not perm ssible for arguing

| ack of novelty, cannot convince the Board of the
contrary. These disclosures do not relate to different
unrel ated enbodi nents, but to that enbodi nment which

I ncorporates the nost preferred choice of nmaterials.

First auxiliary request

Caim1l according to this request only differs from
claiml of the main request in that the alternative of
the individual elenments being rounded or oval oid and
havi ng maxi num di nensi ons | ess than 10 nm has been

del eted. Remains the single characterising feature of
the individual elenments being substantially spherica
and having di aneters between 0.1 and 5.0 mm

In the decision under appeal the Exam ning Division had
considered this feature as being derivable fromD2 as
well or that it at |east did not involve inventive step
to incorporate this feature in the catanenial pad known
fromD2. In its annex acconpanyi ng the sunmons to ora
proceedi ngs the Board had di scussed this particul ar
feature, see point VI above, comng to the concl usion
that this alternative clained in claim11 | acked novelty
over D2.

Only at the oral proceedings the Appellant filed this
request. Exercising the discretion of the Exam ning

Di vision pursuant to Rule 86(3) EPC itself by virtue of
Article 111(1) EPC, the Board does not admt this
request, the Appellant having been aware of the Board's
negati ve assessnent in respect of the now clained
subject-matter well in advance of the oral proceedings.
The request is neither conducive to the proceedings,
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nor has there been a change in the subject of the
proceedi ngs during the oral proceedings warranting such
late filing.

Second auxiliary request

Claim1 according to this request states inits
characterising portion that the individual elenents
bei ng substantially spherical have di aneters between
0.3 and 1.0 nm

This specific range is not disclosed as such in D2,
thus the subject-matter of claiml1 of the second
auxiliary request is novel (Article 54 EPC).

However, in applying the teaching of D2 the skilled
person will have to choose a particle size for the
introfying particles, which on the one hand is |inked
to the particle size of the hydrocolloid particles (the
introfying particles should not be |arger than the
hydrocol l oid particles, i.e. not larger than 1.0 nm
and on the other hand the function should be that of a
separator between the hydrocolloid particles to enhance
the i npregnation of these particles with Iiquid, as
wel | as being crush resistant. In view of the latter
requi renents the particle size of the introfying
material should not be chosen too small. For the forner
requi renent the hydrocolloid particles (and thus the
introfying particles) should be sufficiently small to
result in as large a liquid receiving surface as
possi bl e.

Fromthe particles shown in the drawings of D2 it is in
any case clear, contrary to what the Appellant argues,
that they should not be powder.
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The Board concludes that in trying to fulfil the above
nmentioned requirenents the skilled person will of
necessity cone to choice of particle size |arger than
0.3 and smaller than 1.0 nm

The subject-matter of claim1l of the second auxiliary
request thus |lacks inventive step (Article 56 EPC).

Third auxiliary request - Amendnents (Article 123 EPQ

The features of claim1 according to the third
auxiliary request are derivable as follows fromthe
application docunents as originally filed:

fluid perneabl e facing sheet, absorbent core, fluid
i nper neabl e backing sheet: page 1, lines 17 to 20;

confornabl e structure: clains 1, 4 and 6;

el enents being confined in a physical envel ope: page 8,
lines 18 to 25.

hydr ophobi ¢ or hydrophilic character of the el enments
and the choice of material for these elenments: page 12,
lines 9 to 20;

size ranges for the elenents: page 11, lines 24 to 34,

additional treatnent of the elenents: page 12, line 25
to page 13, line 5.

The dependent clainms 2 to 10 correspond to clainms 9 to
11, 13 (now further limted by the del etion of

super absorbent materials), 17 to 19, 25 and 26 as
originally filed.
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The anmendnments to the description are for conplying
with the requirenents of Rule 27(1)(b) EPC

(acknow edgenent of prior art D2) and Article 84 EPC
(consi stency between the description and the clains now
limted to a cataneni al pad having an absorbent core as
well as a conformabl e structure nade up of i ndividua

el ements). They do not have the result in the subject-
matter of the application to be extended over that of
the application as fil ed.

Third auxiliary request - Novelty and inventive step
(Articles 54 and 56 EPC)

The subject-matter of claiml differs fromthe
cat aneni al pad disclosed in D2 by its characterising
features, thus is novel (Article 54 EPC).

The question to be answered is whether the second
characterising feature, which involves the treatnent of
the individual elenents so that they have a further
function of neutralizing or maski ng of body odor and/or
I on absorption and/or m croorgani smattack and/or
neutralization of ammoni a and/ or bl ood coagul ati on

and/ or |ubrication, is obvious to the skilled person.

The only disclosure of sonmething simlar to
neutralizing mcroorgani smattack can be found in US-A-
4433972 (D4), which, however, directs away fromthe

sol ution chosen in the present invention, as it
suggests the inpregnation of an additional pol yurethane
pad on the absorbent core of the catanenial pad with a
germ ci de or a bactericide.

Treating the individual elenments, as does the
i nvention, such that they have the further function of
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neutralizing mcroorgani smattack provides a nuch
| arger active surface, thus inproving this further
function consi derably.

The other state of the art as reveal ed during the
search does not suggest to treat individual elenents
within a conformable structure such that they have any
of the additional functions as clained.

Therefore the subject-matter of claiml of the third
auxi liary request involves inventive step as well
(Article 56 EPC).

6.4 The subject-matter of dependent clains 2-10 is for
preferred enbodi nents of the catanmenial pad clainmed in
claiml (Rule 29(3) EPC), thus also fulfils the
requi renents as to novelty and inventive step.

7. Fourth auxiliary request
As the higher ranking third auxiliary request could be

all owed, there is no necessity to discuss the fourth
auxi liary request.

O der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent in the foll ow ng version:

1728.D
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d ai ns:
1to 10 as filed for the third auxiliary request during
the oral proceedings

Descri ption:
Pages 1, 1a, 1b, 2-19 as filed during the oral
proceedi ngs

Dr awi ngs:

Sheet 1/3-3/3 as filed during the oral proceedings

The Regi strar: The Chai r man:

R Schumacher P. Alting van CGeusau
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