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Summary of Facts and Subm ssi ons

The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi ti on agai nst European patent No. 0 696 245.

In the decision under appeal the Opposition Division
hel d that the ground of opposition under Article 100(a)
EPC (l ack of inventive step, Article 56 EPC) did not
prejudi ce the maintenance of the patent in suit as

gr ant ed.

1. The appel | ant requested that the decision under appeal
be set aside and that the patent in suit be revoked.

The respondent (patent proprietor) requested as a main
request that the appeal be dism ssed, or that the
deci si on under appeal be set aside and the patent be
mai nt ai ned on the basis of the follow ng docunents
filed on 11 April 2003:

(a) clains 1 to 10 as first auxiliary request; or

(b) clains 1 to 10 as second auxiliary request; or
(c) <clains 1 to 10 as third auxiliary request; or

(d) clainms 1 to 3 as fourth auxiliary request; or

(e) clainms 1 to 10 as fifth auxiliary request.

1838.D
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Claim 1 according to the main request reads as foll ows:

"1l. A laser-induced nelt transfer process which

conpri ses:

a) imagew se exposing to |aser radiation a | aserable
assenbl age conpri sing

1) a donor elenment conprising a support having at | east
one | ayer and bearing on a first surface thereof (i) at
| east one inmageabl e conponent, (ii) at |east one resin
whi ch is capabl e of undergoing a curing reaction, and
(iii) at least one nmelt viscosity nodifier,

wherein (i) and (ii) or (ii) and (iii) can be the sane
or different provided that (i), (ii) and (iii) are not
all the sane, and

further wherein (i), (ii) and (iii) can be in the sane
or different |layers, and

2) a receiver elenment situated proxinmally to the
surface of the donor elenent wherein a substanti al
portion of (i), (ii) and (iii) is transferred to the
recei ver element; and

b) separating the donor elenent fromthe receiver

el ement; and

c) exposing the receiver elenment of step (b) to a post-
transfer treatnment which conprises hardening or

curing."”

| ndependent claimb5 according to the main request reads
as follows:

"5. A laser-induced nelt transfer nethod for making a
lithographic printing plate which conprises:

a) imagew se exposing to |aser radiation a | aserable
assenbl age conpri sing
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1) a donor elenent having at |east one |ayer and
bearing on a first surface thereof (i) at |east one

ol eophilic resin, (ii) at least one resin which is
capabl e of undergoing a curing reaction, and (iii) at

| east one nelt viscosity nodifier,

wherein (i) and (ii) or (ii) and (iii) can be the sane
or different provided that (i), (ii) and (iii) are not
all the sane, and

further wherein (i), (ii) and (iii) can be in the sane
or different |layers, and

2) a receiver elenment situated proximally to the
surface of the donor elenent wherein a substanti al
portion of (i), (ii) and (iii) is transferred to the
recei ver element; and

b) separating the donor elenent fromthe receiver

el ement; and

c) exposing the receiver elenment of step (b) to a post-
transfer treatnment which conprises hardening or

curing."”

| ndependent claim8 according to the main request reads
as follows:

"8. A laser-induced nelt transfer nethod for making a
col or image which conpri ses:

a) imagew se exposing to |aser radiation a | aserable
assenbl age conpri sing

1) a donor el enent conprising a support having at | east
one | ayer bearing on a first surface thereof (i) at

| east one colorant, (ii) at |least one resin which is
capabl e of undergoing a curing reaction, and (iii) at
| east one nelt viscosity nodifier,

wherein (ii) and (iii) can be the same or different,
and
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further wherein (i), (ii) and (iii) can be in the sane
or different |layers, and

2) a receiver elenment situated proximally to the
surface of the donor elenment wherein a substanti al
portion of (i), (ii) and (iii) is transferred to the
recei ver element; and

b) separating the donor elenent fromthe receiver

el ement; and

c) exposing the receiver elenent of step (b) to a post-
transfer treatnment which conprises hardening or curing,
steps (a) - (c) being repeated at | east once using the
sanme receptor and a different donor el enent having a
colorant the sanme as or different fromthe first

colorant."”

| V. The foll ow ng docunents were in particular referred to
in the appeal procedure:

Dl: English translation of JP-A-4-94937

D2: US-A-4 491 432

D4: English translation of JP-A-63 319 192

D10: Journal of Inmaging Science and Technol ogy,
Vol . 37, No. 2, Mar./Apr. 1993, pages 167 to 170

D11: US-A-5 238 778

V. In the witten and oral proceedi ngs the appell ant
argued essentially as foll ows:

Cl osest prior art is docunent Dl. The subject-matter of
claims 1 and 5 of the main request differs fromthis

1838.D
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prior art only by the use of a laser. In the technical
field of thermal transfer, to which docunent D1 bel ongs
and to which the patent in suit belongs, a neltable
substance is transferred froma donor sheet to a

recei ver sheet by the application of heat. The source
of the heat is not relevant. Thus, a |aser can be used
just as a thermal head can be used. Docunent Dl refers
to lasers as prior art. Caim1l of docunent Dl refers
to a thermal head whereas claim2 | eaves it open which
kind of heat source is used. Docunent D1 prefers a

t hermal head for econom cal reasons. A laser is nore
expensi ve than a thermal head. A person skilled in the
art is taught by document D1 that a |aser is not
necessary so that the cheaper thermal head can be used,
but docunent Dl does not exclude the use of, or teach
away from | asers.

Docunents D2, D4 and D10, anong others, confirmthat a
| aser and a thermal head are alternatives. Al so
docunent D11 which clainms priority from docunent D1
shows that the thermal transfer nethod of docunent D1
can be performed either with a thermal head or with a
| aser.

It is therefore obvious to replace the thermal head of
docunent D1 by a laser and thus to arrive at the
subject-matter of clains 1 and 5 of the main request.

In the appeal procedure the appellant had not brought
forward particular argunments with respect to claim8.
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In the witten and oral proceedi ngs the respondent
argued essentially as foll ows:

Docunment D1 represents the closest prior art. This
docunent expl ains the problens the use of a laser in a
thermal transfer process may cause and does not teach
that either a thermal head or a | aser can be used.
Docunment D1 uses a thermal head not only in order to
save costs but primarily in order to avoid the
techni cal di sadvantages of a laser. Clains 1 and 2 of
this docunent do not specify different inventions. Also
claim2 is intended for the use of a thermal head as is
expl ai ned on page 4, penultimte paragraph. Al so
docunents D2 and D4 point to problens the use of a

| aser creates. Moreover, docunent D2 is related to a
different kind of material conprising a chem cal heat
anplifier. Docunment D10 does not relate to a therm
transfer process, it relates to a dye diffusion process
and is therefore not conparable.

In the light of docunment D1 the problem underlying the
patent in suit nmay have to be nodified. This problemis
now to be understood as providing an alternative to the
process of docunent Dl1. However, docunent D1 does not
teach a laser as a suitable alternative. It teaches
away fromthe use of a | aser

Nei t her docunent D1 al one nor a conbination of this
docunent with other docunents can therefore render the
subject-matter of clains 1, 5 and 8 of the main request

obvi ous.
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Reasons for the Decision

Mai n request

1. Docunent D1 is considered to be the closest prior art.
Thi s docunent discloses a thermal nelt transfer process
with the sane process steps as specified in claim1l of
the patent in suit, except for the use of a |aser, and
with a transfer material simlar to the material used
in the process of claim1l of the patent in suit. Thus,
the main difference between the process of docunment D1
and the process of claiml of the patent in suit is the
energy source for applying heat to the transfer
material. In docunment D1 a thermal head is used as
energy source whereas the process of claim1l of the

patent in suit uses a | aser.

The process of claim1 of the patent in suit is
t herefore novel. Novelty was not in dispute in the
appeal procedure.

2. Docunent D1 is based on two objects. One object is
saving of energy and costs, the other object is to
ensure good ink adhesion and durability (cf. page 3,
lines 16 to 21). Docunent D1 explains the problens that
ari se when a | aser beamis used as energy source, as in
the state of the art (cf. page 2, line 21 to page 3,
line 6), for transferring the neltable substance from
t he donor sheet to the receiver sheet. These probl ens
are not only econom c problenms due to the high costs of
a laser. There is also a technical problem nanely that
t he high energy of a |laser may affect other parts and
may therefore lead to a reduced reliability (cf. page 3,
lines 6 to 9).

1838.D



1838.D

- 8 - T 0696/ 00

Docunent D1 does not disclose a |laser as an alternative
for a thermal head. Lasers are cited as prior art,
however, the description of the invention refers only
to a thermal head as energy source for the therna
transfer. This applies also to claim2 of docunent D1
(cf. page 2), which by its wording is not restricted to
a thermal head as energy source. The description (cf.
page 4, lines 19 to 26) shows that claim2 does not
relate to an i ndependent invention which uses either a
thermal head or a laser. The description instructs a
skilled reader of docunment Dl that also claim2 is to
be seen exclusively in context with a thernmal head.

A person skilled in the art is therefore taught by
docunent D1 not to use a laser in conmbination with a
donor/recei ver assenbl age consi sting of a donor

el enent, conprising the inmageabl e conponent and a

curable resin, and of a receiver elenent.

The appel | ant was of the opinion that docunents D2, D4
and D10 show that a |laser is an obvious alternative for
a thermal head. The Board could not follow this

opi ni on.

Docunment D2 is based on a thermal transfer process
provi di ng chem cal heat anplification in the donor

el enment (cf., for exanple, the title and claim1l). Such
a donor elenment is not conparable to a donor el enent

wi thout a heat anplifying substance as it is used in

t he process of docunment D1 and of the patent in suit.
The melt viscosity nodifier which is additionally
conprised in the donor elenment of the patent in suit is
not to be understood as a heat anplifier. It lowers the
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melting point and the nelt viscosity of the neltable
substance on the donor elenent (cf. page 5, lines 50
and 51 of the patent in suit) rather than anplifying
t he heat.

Docunment D4 does not disclose a thermal head and a

| aser as alternatives. It contrasts these two energy
sources of a thermal transfer process (cf. page 11
chapter "Practical Exanples" to page 12, end of chapter
"Conparative Exanple”). A person skilled in the art is
not notivated by docunment D4 to replace the therma
head of docunent D1 by a | aser.

Docunent D10 is a study concerning the use of a | aser
in a thermal transfer process based on dye diffusion
fromthe donor to the receiver. This docunent does not
mention a thermal head and a | aser as alternatives.

Docunment D11, which clainms priority from docunent D1,
was published after the priority date of the patent in
suit. Docurment D11 has therefore, irrespective of its
content and its relation to docunent D1, to be

di sregar ded.

The Board concludes that, even if there were a docunent
showi ng that a thernmal head and a | aser are
alternatives, a skilled person would not be notivated
by such a docunent to replace the thermal head of
docunent D1 by a | aser because of the clear teaching of
docunent D1 not to use a | aser.

Nevert hel ess, against this clear teaching of
docunent D1, the process of claiml of the patent in
suit is a laser-induced nelt transfer process. A person
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skilled in the art, starting fromdocunent D1, had to
overconme a prejudice, nanely the prejudice that a | aser
is not a suitable energy source for a thermal transfer
process with a material as used in docunent D1 and as
specified in claim1 of the patent in suit. For this
reason the subject-matter of claim1l of the patent in

suit is based on an inventive step.

| ndependent claimb5 specifies the process of claim1l in
conmbination with the production of a lithographic
printing plate. The inageabl e conponent is constituted
by at | east one ol eophilic resin. |Independent claim8
specifies the process of claim1l in conbination with
the production of a colour inage. The inageable
conponent is constituted by at | east one col orant.

Since clains 5 and 8 relate to a special use of the
process of claim1, the sanme conclusions as found for
claiml apply also for clains 5 and 8. These clains are
therefore al so based on an inventive step.

Clainms 2 to 4 are dependent clainms of claiml1, clains 6
and 7 are dependent clains of claim5, and clains 9
and 10 are dependent clains of claim8. Thus, also

t hese dependent clains involve an inventive step.

In these circunstances, it was not necessary to
consider the auxiliary requests.
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser

1838.D



