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Summary of Facts and Subm ssi ons

0074.D

The appellant is proprietor of European patent

No. 0 594 747 which was granted with 11 clains on the
basi s of European patent application No. 92 915 753.5,
corresponding to International application

No. PCT/ US92/05 931, published under the PCT as

WD 93/01 724. Independent clains 1 and 7 as granted
read as foll ows:

"1. A nethod of producing a dough conposition, capable
of being stored at refrigeration tenperatures, said

met hod conprising the steps of m xing yeast, water and
flour, the method being such that the yeast will remain
substantially inactive at refrigeration tenperature,
wherein the yeast is not NClH MB 40328, 40329, 40330,
40331 or 40332.

7. A nethod of producing a dough conposition, capable
of being stored at refrigeration tenperatures, said

met hod conprising the steps of m xing water flour and
yeasts, the specific strain of the yeast and the total
dough conposition being chosen so that the total anount
of sugar or sugars within the dough to be fernmented by
the yeasts is limted, thus limting the maxi num vol unme
of carbon di oxi de which the yeast can generate to no
nore than 100 m of carbon di oxide per 100 g of dough
at 32°C."

The respondent filed notice of opposition requesting
revocation in full of the European patent pursuant to
Article 100(a) EPC for lack of novelty and inventive
step of all clains and, additionally, pursuant to
Article 100(b) EPC for insufficiency of disclosure of
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claim7. O the numerous docunments cited during the
opposi ti on and subsequent appeal proceedings, only the
followi ng remains relevant to the present deci sion:

(1) EP-A-0 487 878.

The patent was revoked pursuant to Article 102(1) EPC
by a decision of the opposition division posted on

23 May 2000. The stated ground for the revocation was
| ack of novelty of claim1l as granted in accordance
with the appellant's main request. The appellant's
first and second auxiliary requests filed during the
oral proceedi ngs before the opposition division were
rejected either under Rule 57(a) EPC or as filed too

| ate although the third auxiliary request filed at the
sanme time was al so consi dered unal | owabl e under
Article 123(2) EPC

In its decision, the opposition division stated that
citation (1) was part of the state of the art under
Article 54(3)EPC. Further, in the decision it was
stated that (1) disclosed a nethod of producing a dough
conposition, capable of being stored at refrigeration
tenperature, conprising the steps of m xi ng yeast,

wat er and fl avour. The opposition division considered
that citation (1) nade available to the public, not
only the yeast strains which were explicitly disclained
fromclaim1l of the opposed patent, but also strains
whi ch were "substantially inactive" within the neaning
of this termas used in the patent in suit and which
were accordingly suitable for use in the nethod
disclosed in citation (1). The oppposition division's
concl usion was that the content of citation (1) was
prejudicial to the novelty of the nethod of producing a
dough clainmed in the patent in suit.
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In a letter received on 23 June 2000, the Patentee's
representative filed a notice of appeal against this
deci sion, the appeal fee being paid on the sane date.
By a facsimle dated 2 Cctober 2000 and received by the
EPO on 3 Cctober 2000, the appellant filed the witten
statement setting out the grounds of appeal, requesting
as main request nmaintenance of the patent as granted
and enclosing four sets of anmended clainms as its first,
second, third and fourth auxiliary requests.

In a letter fromthe appellant dated 1 Novenber 2000
and received by the EPO on 3 Novenber 2000, it was
stated that the tine limt for filing the statenent of
grounds of appeal as calculated by Article 108 EPC and
Rule 78 EPC was 2 Cctober 2000 and that, accordingly,
the statenent of grounds of appeal m ght have been
filed outside the tine limt. In the same letter, the
appellant filed a request for re-establishnment of
rights and set out the grounds therefor, and the
appropriate fee was paid on the sane date.

The respondent filed argunments in support of dism ssal
of the re-establishnent request in its letters of

17 April 2001 and 15 June 2001 to which the appell ant
replied in letters of 25 May 2001 and 10 July 2001
respectively. No request for oral proceedings in
respect of this issue was nmade ot her than by the

appel lant if the Board shoul d consi der refusing the
request .

In a comuni cation of 10 June 2002, sent with the
sumons to oral proceedings, fixed for 28 Novenber
2002, the Board gave its decision that the re-
establ i shment request was al |l owed.
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In two letters of 13 and 22 August 2002 the appel |l ant
requested an adj ournnment of the oral proceedings in
order to allow the attendance at those proceedi ngs of
an expert fromthe United States which woul d not be
possi bl e on the date appointed by the Board, since this
is a public holiday (Thanksgiving) in the USA

In a comuni cation of 12 Septenber 2002, the Board
stated that, once made, its procedural directions
cannot be changed unl ess, exceptionally, a conpelling
change of circunstances so requires and no such new

ci rcunst ances had even been indicated. It was open to

t he appellant either to attend the oral proceedi ngs
with a non-US expert or to file witten evidence froma
US expert; in either case, subject to the respondent’'s
subm ssions and the Board's discretion as to who it
hears or to admt late-filed evidence.

In the above conmunication, the Board al so expressed

t he provisional view that, since at first instance the
patent in suit was only revoked for |ack of novelty of
claim1 under Article 54(3) EPC over citation (1),
novelty over other cited docunents, sufficiency of

di scl osure and inventive step all renained to be
decided if the appeal should succeed in which case the
likely result would be remttal of the case to the
first instance. The Board was thus unconvinced that the
presence of experts was necessary to deal with the
l[imted issues raised by the appeal .

Under cover of a letter dated 24 Septenber 2002 and
received on 26 Septenber 2002, the appellant filed two
declarations and its fifth to eighth auxiliary
requests. One of these declarations, by M GCtti (an
enpl oyee of the appellant), supported the appellant's
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argunents as to the meani ng of the expression
"substantially inactive" (see XliIl below); and the
other, by Ms Levin (al so an enpl oyee of the appellant),
reported an experinent conducted with all five yeast
strains disclosed in citation (1) and disclainmed from
claim1l as granted. The clainms of the additional
requests were the sanme as those of the appellant's main
and first to third auxiliary requests but with claim?7
and subsequent cl ai nms del et ed.

Inits letters of 17 April 2001 and 16 Cctober 2002,

t he respondent presented argunments in support of its
requests for the appeal to be dism ssed and for the
appel l ant's new evidence (the two declarations referred
to in X above) to be held inadm ssible. In the later of
those letters the respondent referred to T 323/97 (QJ
EPO 2002, 476) concerning the allowability of

di scl ai mers.

Inits letter in reply of 13 Novenber 2002, the
appel l ant requested, if the Board should consider the
argunents presented by the respondent on the basis of

T 323/97 (loc. cit.) to be pertinent, a postponenent of
the oral proceedings until such tine as the Enlarged
Board of Appeal should issue an opinion on the
allowability of disclainmers. No such case being
currently pendi ng before the Enlarged Board and no
question for referral to the Enlarged Board havi ng been
presented in this case, the Board did not postpone the
oral proceedi ngs which took place on 28 Novenber 2002.

At the oral proceedings the respondent did not pursue
its questions about the re-establishnment request, the
appellant withdrew its request for reinbursenment of the
appeal fee and also withdrew all its previous auxiliary
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requests and filed two new auxiliary requests. The

di fferences between claim1 as granted (see paragraph
above) and claim1 of the appellant's current first
auxiliary request are indicated in italics bel ow

"A nmet hod of producing a dough conposition, capable of
being stored at refrigeration tenperatures ranging
between 0°C and 12°C', said nmethod conprising the steps
of m xing yeast, water and flour, the nmethod being such
that the yeast will remain substantially inactive at
refrigeration tenperatures, wherein, the dough is
capabl e of being stored for 90 days at refrigeration
tenperatures w thout the pressure in a spirally wound
contai ner rising above 40 psi, wherein the yeast is not
NCI MB 40329, 40330, 40331 or 40332".

Claim1 in the second auxiliary request was essentially
the nethod of claim7 as granted (see | above), anmended
by the insertion of the follow ng additional process
steps indicated in italics bel ow

"Anmethod .......... ... ... .. ... conprising the steps
of m xing water, flour and yeast, packagi ng the dough
in a container, proofing the dough in the container and
storing the dough within the container, at
refrigeration tenperatures rangi ng between 0°C and
12°C, the specific strain ......... ",

The appellant's argunents presented in witing and at
t he hearing can be sunmarised as foll ows:

(A) By virtue of Article 108 and Rule 78 EPC, the tine
limt for filing the grounds of appeal expired on
2 Cctober 2000. The statenent of grounds of appeal
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was prepared and ready for transm ssion by fax to
the EPO on that date and, the appellant's
representative not being present in his firms
London office on that date, he instructed his
assistant to attend to the filing. The assi stant
gave the fax to the fax machi ne operator who nade
a m stake of adding one extra digit in dialling

t he EPO fax nunmber. The assi stant subsequently
checked that the fax had been sent but, w thout
realising then that he did so, |ooked at the fax
transm ssion slip of another fax fromthe firmto
the EPO. The failure to transmt the grounds of
appeal was discovered the foll ow ng day, 3 Cctober
2002, and sent correctly and received on that

date. Declarations fromboth the assistant and the
fax operator confirmng these events were filed by
t he appel l ant. Al though sent fromthe London
office, the covering letter bore the address of
the firmis Minich office since this ensures a nore
reliable transm ssion of correspondence fromthe
EPO. There was no inter-conmuni cati on between the
London and Munich offices as the respondent sought
to suggest. The delay of one day in filing the
grounds of appeal was the result of an isol ated

m stake in an otherw se satisfactory system

(B) The declarations filed with the appellant's letter

of 24 Septenber 2002 (see X above) shoul d be

adm tted because these supported the position it
had mai ntai ned throughout the oppposition and
appeal proceedings, nerely clarified points
chal I enged by the respondent, raised no new
argunents, and, as regards the Levin declaration,
provi ded evidence on an issue as to which the
respondent, although bearing the burden of proof,

0074.D Y A
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had provi ded none.

(C© The appellant argued, as regards novelty of
claiml1 of its main request, that the opposition
di vision had incorrectly construed the breadth of
di scl osure of citation (1) for novelty purposes
and, on a correct interpretation, claim1l of the
opposed patent was novel. According to the correct
and restrictive interpretation of prior art
di scl osures for novelty purposes, the content of
citation (1) was limted to enabling disclosures
provided in its exanples which were explicitly
di sclaimed fromclaim1 and, accordingly, did not
fall within the scope of the claim

The proceedi ngs before the opposition division turned
primarily on whether or not a person skilled in the art
woul d interpret the term"substantially inactive" by
reference to the description. The opposition division
was incorrect to overlook the neaning of "substantially
i nactive" in the description and decide, instead, to
equate "substantially inactive" with the wording
"pratiquenent inactives" in citation (1). The

opposi tion division had wongly concl uded that, because
of that simlarity of wording, the neaning behind the
wor ds nust be equivalent. A person skilled in the art
woul d i mredi ately interpret claim1 on the basis of the
description as referring to a yeast, which, within the
dough, generates insufficient CO during ninety days
refrigerated storage to raise the internal pressure
within a spirally wound can to above 40 to 45 psi

The opposition division concluded that the disclosure
of citation (1) did not extend solely to the specific
strains taught by citation (1) but, rather, to al
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strains enabled by that document. It would thus appear
t hat the opposition division had confused the teachings
of a prior art docunent with the enabl ement of such
docunent. However, when considering novelty it was

i mportant to distinguish what is taught by the docunent
fromwhat is enabled by the docunent. Thus, for the

pur poses of novelty, only the specific enbodi nents that
are actually taught in the docunment nmay be consi dered
as novelty destroying disclosures. There was no

evi dence avail able that any of the strains disclosed in
citation (1) mght be "substantially inactive" as
defined in the patent's specification. The respondent
itself had admtted that at |east the deposited strain
NCI MB 40328 of citation (1) did not neet the

requi renent of being "substantially inactive"” in
accordance with the teaching in the patent. Therefore
one coul d probably conclude that none of the five
strains taught in citation (1) were "substantially
inactive" as required by claim1l in accordance with the
teaching in the patent. Therefore, the objection of the
opposition division that (1) enabl ed yeast strains
which would fall within the scope of the clains was
seem ngly w thout foundati on.

The respondent's argunents can be summari sed as
foll ows:

(A) As regards the re-establishnment request, the
appel l ant took a risk by waiting until the |ast
day of the tinme for filing the grounds of appeal,
di d not explain why the grounds of appeal were
sent from London when the representative's firm
al so has a Munich office, did not explain the
apparent inter-comruni cati ons between the two
of fices, entrusted the fax transm ssion to a part-
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ti me enpl oyee who was supervi sed by an assi stant
and not the representative hinself, and did not
identify the other fax to the EPO which the

assi stant m stakenly | ooked at when checking the
fax had been transmtted. Thus the appellant has
not provided all the facts on which it relies and
has not taken all due care.

The appellant's late-filed declarations should not
be admtted into the proceedi ngs because, being
from enpl oyees of the appellant, they could have
been filed earlier. The Ctti declaration was not
rel evant and the Levin declaration as to
experinments took the respondent by surprise and
left it insufficient tinme before the oral
proceedi ngs to conduct its own experinents.

Claim1 of the main request related to a nethod
for the preparation of a dough conposition,
capabl e of being stored at refrigeration
tenperatures for an undefined period of tine,

i nvol ving the standard procedure of m xi ng yeast,
water and flour. The characterising feature in
claim1l intended to render this claimnovel over
the prior art of citation (1) related to the use
of a specific type of yeast having the property of
remai ni ng "substantially inactive" at
refrigeration tenperatures. The respondent
concurred with the appellant’s subm ssions that
the term"substantially inactive" in claiml
should be interpreted in the light of the
description. The only correct interpretation of
the termin question in the description could
undoubtedly be found in colum 3, lines 35 to 41,
where it was said that "as used herein [in the
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patent in suit], the term"inactive" as applied to
yeast neans that the | eavening action of the yeast
is substantially stopped, as indicated by the fact
that very little or no carbon dioxide is produced
in the dough at refrigeration tenperatures”. To
achieve this goal the patent in suit suggested
either using a Its (low tenperature sensitive)
yeast strain (claim1l1l) or controlling the anpunt
of substrate in the dough fernmentable by the yeast
(claim7). There was nothing in the patent
specification to support the appellant’s argunent
that the term"substantially inactive” in claiml
shoul d generally be given the neaning that there
is no package failure of the dough conposition
due to an excess production of gas, over a 90-day
storage period. This was only a specific

enbodi nent of the clainmed nethod in the patent in
Sui t.

Citation (1) disclosed a process for constructing
[ts/Iti (low tenperature inactive) yeast strains
whi ch were characterised by the fact that they
becanme essentially dormant or inactive at
refrigeration tenperatures but survived such | ow
t enperatures and behaved essentially normally at
el evated tenperatures (see colum 1, lines 29
ff.). Such Its yeasts were used in (1) in a nethod
of produci ng a dough, capable of being stored by
refrigeration tenperatures, involving the steps of
m xi ng water, flour and yeast (see colum 7

lines 40 ff.). It was settled jurisprudence that
for novelty purposes the disclosure of a prior

pat ent docunment was not confined to the detailed
information given in the exanples but conprised
any technical teaching in the clains and the
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description, enabling a person skilled in the art
to carry out the invention. Since citation (1)
taught in great detail a nmethod enabling a person
skilled in the art to obtain Its/Iti yeast strains
in addition to those explicitly disclaimed from
claim1, such yeast strains had been nmade

avai lable to the public prior to the priority date
of the patent in suit. The content of (1) was thus
prejudicial to the clained subject-matter in the
patent in suit.

The appell ant requested that its right to file its
grounds of appeal be re-established, that the decision
under appeal be set aside and that the patent be

mai ntai ned as granted (main request) or on the basis of
the first or second auxiliary requests filed during the
oral proceedings.

The respondent requested that the re-establishnment
request be dism ssed and, in the absence of such

di smi ssal, that the appeal be dism ssed and (as
auxiliary request) that the case be remtted to the
first instance for further prosecution.

Reasons for the Decision

1

The appel lant's request for re-establishment being
al l oned (see point 2 below), the appeal is adm ssible.

The appel lant's request for re-establishnment

0074.D

This request is adm ssible, having been made in a
letter fromthe appellant received on 3 Novenber 2000.
The cause of the non-conpliance with the tine limt for
filing the grounds of appeal was renoved on 3 COctober
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when the grounds of appeal were successfully
transmtted by fax. Thus the re-establishnent request
was filed both within two nonths of the renoval of the
cause of non-conpliance and within one year of the
unobserved tinme limt (Article 122(2) EPC)

The appel |l ant has al so shown that "all due care
required by the circunstances" was taken. Despite the
respondent’'s questioning of the appellant's
representative's arrangenents between its London and
Muni ch offices, this appears to be irrelevant - there
is no evidence to suggest that the appellant's account
of the relevant facts (see Xl II(A) above) is other than
correct. The respondent observes that the appell ant
took a risk by waiting until the last available day to
file the grounds of appeal but, however unw se that
approach may be, it would not have led to the tine
[imt being mssed but for the conmbination, in itself
highly unlikely, of two m stakes of the type which can
arise in any office however well-ordered - the one
digit dialling error by the fax machi ne operator and
the reading by the representative's assistant of the
fax transm ssion slip of, not the fax sending the
grounds of appeal but of another fax sent to the EPO on
that day by the representative's firm The respondent’s
suggestion that the representative hinmself, and not an
assi stant, should have checked the fax had been sent is
unreasonable. There is no basis for suggesting the

assi stant was other than perfectly conpetent and

i ndeed, by arranging for the assistant to nake the
check, the representative did his best to ensure a
check was nmade; it would be unreasonable to expect the
representative to attend the office to check all the
other staff involved if they are conpetent. The
respondent’'s further criticismthat no details have
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been given of the "wong" fax which the assistant
checked is al so unreasonable - if the assistant did not
reali se he | ooked at the wong fax, he cannot be
expected to identify it subsequently. Accordingly, the
re-establishment request is allowed.

The appel lant's request for adjournnent of the oral

pr oceedi ngs

As regards the inability of a US expert to be present
at the oral proceedings due to a public holiday in the
United States, the Board observes that national
hol i days in individual Contracting States are not
usual |y recogni sed by the EPO for practical reasons
(see J 5/98 of 7 April 2000, unpublished in Q3 EPQ
paragraph 7). To allow for national holidays in non-
contracting states throughout the world woul d be even
| ess practical; and to allow for such holidays in just
one country, such as the USA, would discrimnate

agai nst parties from other states.

Adm ssibility of the appellant's |ate-filed evidence

0074.D

It is well-established by the jurisprudence of the
Boards of Appeal that, in considering the adm ssibility
of late-filed evidence, account is to be taken of inter
alia whether it could have been filed earlier and if so
the reason why not, and of its relevance and in
particul ar whether it has a greater relevance to the

i ssues than the material already on file (see
general ly, "Case Law of the Boards of Appeal of the

Eur opean Patent O fice", 4th edition, 2001, pages 324
to 333).

The Citti declaration can at best be descri bed of
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m ni mal probative value. It purported to offer the
interpretation which a person skilled in the art would
pl ace on the words "substantially inactive" and

concl uded this would be that advanced, throughout the
opposi tion and appeal proceedings, by the appellant.
That an enpl oyee of the appellant should give such an
opinion is, wth no disrespect to him only to be
expected and his opinion has no greater val ue than the
sanme opi nion as advanced by the appellant's
representative in argunent. Indeed, it could be said
that the opinion of the representative who, although
engaged to argue the appellant's case, has a

prof essional duty to satisfy hinself of the propriety
of the case he makes, should carry nore wei ght than the
opi nion of an enpl oyee who, however sincere his views,
is under no such duty and is inevitably likely to give
t he opi nion his enployer wants.

As to the rel evance of the Levin declaration, the Board
has no reason to doubt the accuracy of the experinents
t he declarant reports. However, it would be unjust to
admt experinmental evidence fromone party at such a

| ate stage of the proceedings that the other party
coul d not repeat the experinents to verify their
results or otherwi se reply. The appellant's case on the
issue to which this declaration relates has been the
sanme t hroughout the appeal and, if evidence in support
of that case was to be produced, it should have been
produced earlier. Al though not a decisive factor in
itself, the Board notes Ms Levin is also an enpl oyee of
t he appel |l ant and has been so for nuch | onger than the
life of these proceedings, so her evidence could easily
have been prepared and filed nuch sooner.

As to both declarations, no reason was offered by the
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appellant as to why they were filed when they were and
why this could not have been done earlier. The nearest
t he appel l ant came to providing such an expl anati on was
to say these declarations supported its position as

mai nt ai ned t hr oughout the oppposition and appeal
proceedings, nerely clarified points challenged by the
respondent, raised no new argunents, and, as regards
the Levin declaration, provided evidence as to an issue
on which the respondent had provi ded none but for which
t he respondent bore the burden of proof.

None of these reasons explain the | ateness of the

evi dence or whether it could have been filed earlier or
not. On the contrary, they largely support the Board's
view that the evidence is inadm ssible. If the late

evi dence supported a case made throughout, it would
have been in the appellant’'s own interest to file it in
t he opposition proceedings. If it was nere
clarification of points challenged by the respondent,
whose | ast such "challenge" was inits letter of

17 April 2001, it could clearly have been filed earlier
than | ate Septenber 2002. If it raised no new
argunents, its relevance nust, on the appellant's own
vi ew, be questionable. And the absence of evidence from
a respondent is no reason for an appellant, on whomthe
burden of attacking an appeal ed decision rests, for
late filing of evidence to support its own case.
Contrary to the appellant's assertion, the respondent,
who at first instance bore the primary burden of proof
to show why the patent should be revoked, bears no such
burden in the appeal and can defend the decision under
appeal as it chooses. On appeal it is the appellant who
bears the primary burden of denonstrating that the
deci si on under appeal was incorrect.
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For the reasons set forth above, the Board finds the
two declarations filed by the appellant with its letter
of 24 Septenber 2002 (see X above) inadm ssible.

Mai n request

Novel ty

5.2

0074.D

Caimlin the main request is that of the patent as
granted (see | above). Although this claimcontains at
its end a series of disclainers ("wherein the yeast is
not NCI MB 40328, 40329, 40330, 40331 or 40332"), the
board considers it neither necessary nor appropriate to
give a decision on the allowability of these

di scl ai mers, because the appellant's main request nust
fail for other reasons referred to bel ow

As a prelimnary point it appears useful and necessary
to recall that the respondent cited in the course of

t he opposition and subsequent opposition appeal
proceedi ngs docunent (1), viz EP-B-0 487 878, as state
of the art under Article 54(3) EPC against the novelty
of claim1l. Docunment (1) was also referred to as state
of the art under Article 54(3) EPC in the decision
under appeal. EP-B-0 487 878 (1) is based on European
pat ent application No. 91 117 479.5. Having ensured
that the content of application No. 91 117 479.5 as
filed is identical with that of patent EP-B-0 487 878
as granted, the Board has decided for consistency and
to avoid possible msunderstanding to refer in this
decision also to the granted patent (1).

As regards novelty, the appellant's principal argunent
was that the yeast strains disclosed in citation (1)
are not "substantially inactive" at refrigeration
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tenperatures as that termis to be understood in the
patent in suit. Therefore the first question to be
decided is whether or not, as the appellant maintains,
those skilled in the art would in the light of the

di sclosure in the patent in suit necessarily interpret
the feature "the yeast will remain substantially
inactive at refrigeration tenperatures” in claiml as
referring to the use of a yeast which, within the dough
made by the clai ned process, generates insufficient
carbon di oxi de during ninety days refrigerated storage
to raise the internal pressure within a spirally wound
can to above 40 to 45 psi and to cause the can to

bur st .

Those skilled in the art, consulting the description of
the patent in suit to determ ne what is neant by
"substantially inactive", would find a satisfactory
expl anation of what the contested patent actually neans
by the term"inactive" as applied to yeast. In

colum 3, lines 35 to 40, it is stated that "as used
herein, the term"inactive" as applied to yeast neans
that the | eavening action of the yeast is substantially
stopped, as indicated by the fact that very little or
no carbon di oxide is produced in the dough at
refrigeration tenperatures”. It is thus clear that,
contrary to the appellant's assertions, the term
"substantially inactive" as applied to yeast in the
patent in suit cannot properly be construed in such a
way that it necessarily inplies storage of the dough
cont ai ning yeast for a 90-day period, or a definite
[imt of the volunme of carbon dioxide produced so as to
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avoi d packaging failure, or the 40 to 45 psi limt of
the pressure generated by the yeast during the storage
period, or the use of a particular kind of container
for the storage of the dough.

This view is also confirnmed el sewhere in the patent in
suit. For exanple in colum 2, lines 50 to 52, in which
it is stated that "preferably the | ow tenperature
sensitive yeast is of a genotype selected fromthe
group conprising ltsl, Its2, Its3, Its4, |Its5, 1ts6
lts7 and 1ts8". According to claim4, which is
dependent on claim1, the |low tenperature sensitive
yeast, defined in accordance with claim1 as being
"substantially inactive" at refrigeration tenperatures,
is |likew se of a genotype selected fromltsl, Its2,
[ts3, Its4, Its5, |ts6, Its7 and Its8. In colum 25,
lines 26 to 27, it is however stated that Figure 23
depicts the data collected for sanples classified as
havi ng "poor" can stability, ie ltsl, Its5 |ts6 and
Its7 (see Figure 25), all clained in the patent in suit
as being "substantially inactive".

In colum 25, lines 36 to 39 it is further stated that
"referring first to Figure 23, it can be seen that the
doughs containing Itsl, Its5 or Its 7 would be expected
to meet the 40-45 psi limt well before the end of the
90-day storage at refrigeration tenperatures”. It is

t hus clear that even yeasts which are according to the
di sclosure in the description and the clains preferred
and which are therefore "substantially inactive" as
this termis used in the patent, would not necessarily
nmeet the 40 to 45 psi |imt after ninety days
refrigeration; and it is equally clear that al
references in the patent in suit to this limt wthout
packagi ng failure during a 90-day storage period are in
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relation to a preferred enbodi nent.

Citation (1) discloses a process for constructing
I[ts/Iti (low tenperature inactive) yeast strains which
will remain substantially inactive ("pratiquenent

i nactives") at refrigeration tenperatures ranging
between 3°C and 9° or 10°C, but survive such | ow
tenperatures and regain their activity at el evated
tenperatures, for exanple, at tenperatures of 13°

to 14°C (see colum 1, lines 29 to 39; colum 2,

lines 33 to 39). Such Its/Iti yeasts are used in (1) in
a nmet hod of producing a dough, capable of being stored
for extended periods of tinme at refrigeration
tenperatures (eg storage for 21 days at 8°C), involving
the steps of mxing water, flour and yeast (see

colum 7, lines 40 to 50). FromFigures 2 to 7 in (1)
it can be seen, for instance, that yeast strains used
in the cited docunent do not generate any detectable
amount of carbon dioxide at refrigeration tenperatures
during at least the 7-day period indicated in these
Figures and are thus for an extended period of tine
"substantially inactive" at refrigeration tenperatures
as this termis used in the patent in suit. Moreover,
as has been denonstrated in (1), a dough prepared using
yeasts disclosed in (1) can be stored, for instance,
for a period of 21 days at 8°C, apparently w thout
causi ng packaging failure (see (1), colum 7, lines 40
to 48).

The Board therefore concurs with the opposition
division' s opinion in the decision under appeal that
the reference in claiml to "the nmethod bei ng such that
t he yeast which will remain substantially inactive at
refrigeration tenperatures” cannot be regarded as a

di stinguishing feature over citation (1) such as to
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confer novelty upon the nmethod of producing a dough
conposition in accordance with claim1l as presented in
t he main request.

Inits witten and oral subm ssions, the appell ant
advanced the further argunent that, for the purpose of
novelty, the disclosure of citation (1) extended solely
to the deposited yeast strains. According to the
appel l ant the teaching of citation (1) was limted to
enabl i ng di sclosures provided in its exanples, which
exanples were explicitly disclained fromclaim1 and,
accordingly, did not destroy the novelty of the

subj ect-matter of the present clains.

According to the consistent case | aw of the Boards of
Appeal (see, as an exanple only, T 12/81; QJ EPO 1982,
296), the teaching of a cited docunent is not confined
to the detailed information given in the exanpl es of
how the invention is carried out but enbraces any
information in the clains and the description enabling
a person skilled in the art to carry out the invention.
The disclosure of the ingredients as well as the nethod
of their conversion into end products is, in general,
prejudicial to the novelty of the latter, because
teaching as to the nature and use of ingredients
necessarily serves to define the end products. It is
immaterial for the purpose of novelty, if the end
products thensel ves are described, not in full detai
but chiefly by the exact nethod of their preparation.

Citation (1) discloses a process for constructing
diploid or polyploid Its/lti strains of baking yeast
having the three desired phenotypic properties, ie a
grow h potential, an |Iti property and an ability to
rai se a dough (see clainms 1 and 3). Such yeasts are
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described in (1) as being "substantially inactive"
("pratiquenent inactives") within the neaning of this
termas used in the patent in suit and are,
accordingly, suitable for use in the nmethod of
produci ng a dough clained in the patent in suit and

i kewi se the nmethod disclosed in (1) (see 5.2.1

to 5.2.5 above). Exanples of such yeasts obtai nabl e by
the process of (1) are, inter alia, the disclained,
deposited strains NCl MB 40328, 40329, 40330, 40331 and
40332 which are specifically referred to in Exanples 1
to 3 of (1).

However, in addition to the deposited strains,

citation (1) teaches suitable starting strains and
several protocols enabling those skilled in the art to
construct and identify further strains of Saccharonyces

cerevisiae having the desired phenotypic

characteristics specified in (1).

The person skilled in the art is taught in (1) that the
process starts froma traditionally used, comrercially
avai | abl e haploid strain of Saccharonyces cerevisiae

(see colum 2, lines 55 to 58; Exanples 1, 2) for the
construction of a diploid strain of baking yeast having
the desired Iti/lts property or froma conmmonly
traditionally used, comercially avail able polyploid
strain of Saccharonyces cerevisiae (see colum 2,

line 58 to colum 3, line 3; Exanple 3) for the
construction of a polyploid strain of baking yeast
having the desired Iti/lts property.

A nutagenic treatnent of haploid strains is described
in colum 3, lines 4 to 16; colum 10, lines 1 to 19
and Exanples 1,2. Miutagenic treatnment is optional in
the case of polyploid strains and is described in
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colum 4, lines 37 to 43. If polyploid starting cells
are enpl oyed, they are sporulated and germ nated as
described in colum 4, lines 44 to 58, and col unm 13,
lines 22 to 38.

A stable mutant strain identified as an Iti candi date
may sel ectively be hybridi sed as described in colum 3,
lines 17 to 36 and colum 4, lines 44 to 58 and in
Exanples 1 to 3. A screening procedure for identifying
strains having a growmh potential is disclosed in
colum 1, line 55 to colum 2, line 6 and colum 6,
lines 10 to 39. Strains having a growth potential are
screened to determ ne whet her they have the desired,
speci fied carbon di oxi de production characteristics at
| ow tenperature, thereby verifying or confirm ng by
gqualitative tests their "lIti" characteristics. A test
for determ ning the carbon di oxide characteristics of a
selected strain is described in colum 6, line 40 to
colum 7, line 38. Strains identified as having a
growm h potential and the specified | ow tenperature
carbon di oxi de characteristics are finally identified
by being screened "for their ability to raise a dough”
as described in colum 2, lines 7 to 17 and colum 7,
lines 40 to 56.

In the Board's view, the above teaching and that of the
exanpl es taken as a whole constitutes a prior
description of further Its/lti yeast strains having the
sanme kind of phenotypic characteristics as the
deposited strains, because this teaching supplies those
skilled in the art with all the information they need
regarding the starting cells (strains) and the
successi ve procedural steps for constructing further
[ti/lti yeast strains wth the phenotypic
characteristics described in (1).
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This conclusion is reinforced by the results reported
in Exanples 1 to 3. These exanples make it sufficiently
clear that the skilled person, repeating any of these
exanpl es, would inevitably arrive in each exanple at a
representative nunber of |Its/lti yeasts all having the
t hree phenotypic characteristics specified in (1) from
whi ch the respective deposited strain(s) is (are) only
chosen as an exanple [see Exanple 1. "Parm diverses

souches ainsi obtenues, on a déposé,_a titre d’ exenple
| a souche NCI MB 40328" (see colum 10, lines 54 to 56);
Exanple 2:"Parm diverses souches ainsi obtenues, on a

déposé, _a titre d exenple | es souches NCI MB 40329 et
NCI MB 40330" (see columm 12, lines 25 to 28);
Exanple 3: "Parm diverses souches ainsi obtenues, on a

déposé, a titre d exenple | es souches NCI MB 40331 et
40332" (see colum 13, lines 51 to 52)].

It is thus clear that those skilled in the art
followi ng the teaching referred to in points 5.2.7

and 5.2.8 above and, in particular, that of Exanples 1
to 3incitation (1) wuld inevitably arrive at a
variety of Its/lti yeasts which all have the three
phenot ypi ¢ characteristics specified in (1) and from
whi ch the respective deposited strains are only chosen
as specific candidates for deposition. It is thus also
clear that the disclosure of citation (1) is not only
an enabling one within the neaning of Article 83 EPC,
but mekes available to the public, in addition to the
deposited strains, other yeast strains having the
phenotypi ¢ characteristics specified in (1). The
Board's conclusion is therefore that, irrespective of
whet her or not the disclainers in claiml are to be
considered allowable within Article 123(2) EPC, the

di scl osure of citation (1) is prejudicial to claiml.
The appellant’s mai n request must accordingly fail.



- 25 - T 0664/ 00

First auxiliary request

Adm ssibility

6. Despite its strong di sapproval of the appellant's
conduct in presenting new requests for the first tine
during oral proceedings and m ndful of its
di scretionary power to disregard any requests filed at
such a very | ate stage of the proceedings, the Board
decided to admt the appellant's current first
auxiliary request |argely because the Board and the
respondent were clearly able to deal with it at the
hearing w thout del aying the proceedi ngs. This request
is the sane as the appellant's third auxiliary request
in the proceedi ngs before the opposition division,
except that present claim1l has been anended so as to
del ete the strain NCI MB 40328 fromthe disclainer
present in claim1 of the third auxiliary request
before the opposition division (see Xl above).

6.1 The amendnents to the appellant's current first
auxiliary request can fairly be said to be occasi oned
by grounds for opposition specified in Article 100(a)
EPC and are accordingly allowabl e under the terns of
Rul e 57(a) EPC.

Allowability of the amended clains under Article 123(2) and
(3) EPC

6.2 The preferred range of 0°Cto 12°C for the
refrigeration tenperatures of the dough during storage
is disclosed, inter alia, on page 2, line 6 and page 7,
line 3 fromthe bottom The newy introduced functional
feature ("the dough is capable of being stored for 90
days at refrigeration tenperatures wthout the pressure

0074.D Y A
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in a spirally wound container rising above 40 psi") is
based on the disclosure in the first full paragraph on
page 21. Further support for this functional feature
can be found in the paragraph bridging pages 32 and 33
and in Figure 24,

Dependent claim4 has been restricted to the use of a
Its yeast of a genotype selected fromlts2, Its3, |ts4,
[ts6 and Its 8. This [imtation is necessary to bring
dependent claim4 into line with the anendnents nmade to
claiml1 and is based on the results presented in
Exanpl e 10 and Figures 23 and 24 of the application as
filed and the patent as granted.

Dependent clainms 2, 3, 5 and 6 are identical with the
correspondi ng dependent clainms in the patent as
granted. The enbodi ments of the independent claim7 and
dependent clains 8 and 9 have been clained in identical
formin claim7 and dependent clains 9 and 10 of the
pat ent as granted.

Al'l four disclainmers present in claiml were originally
i ntroduced before grant in claim1l as it then stood
(see claim1l of the appellant's current main request).
These are naintained in claiml of the appellant's
current first auxiliary request to delimt the clained
subject-matter in the patent in suit against the state
of the art under Article 54(3) EPC according to (1), by
explicitly excluding fromclaim1l certain deposited
yeast strains which are specifically disclosed in the
exanples of citation (1) and which were consi dered as
prejudicial to the novelty of present claim1l on the
basis of the evidence available in the proceedi ngs (see
points 4 to 4.5 above). Provided there is no evidence
denonstrating that the excluded yeast strains would not
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satisfy all the criteria set out inclaiml as it now
stands, these disclainmers fulfil a priori all the
requirenents for the allowability of a disclainmer under
Article 123(2) EPC set forth in a series of decisions
of the Boards of Appeal (see, as an exanple only,

T 982/ 94 of 16 Septenber 1997, decision not published
in QI EPO.

In its witten subm ssions, the respondent cited, inter
alia, decision T 323/97 (loc. cit.) and concl uded
therefromthat no disclainmers at all should be all owed
in any of the appellant’s requests.

The Board observes that inadm ssible extension of the
patent's subject-matter under Article 100(c) EPC (which
is of course based on Article 123(2) EPC) was neither
raised in the notice of opposition nor introduced in

t he proceedi ngs by the opposition division under
Article 114(1) EPC as a ground for opposition. In
accordance with the ruling of G 10/91 (QJ EPO 1993,
420), this ground could thus not be considered on
appeal w thout the consent of the patentee (appellant),
and this consent has not been given.

According to established case | aw of the Boards of
Appeal , the introduction of disclainers, which have no
basis in the application as filed, into a claimhas
been exceptionally permtted as an acceptabl e way of
maki ng a claimed subject-matter novel by delimting it
agai nst an accidental anticipation [see e.g. T 434/92
of 28 Novenber 1995, reasons, point 2, (decision not
published in Q) EPO; T 653/92 of 6 Novenber 1996,
reasons, points 2.1 and 2.2, (decision not published in
Q EPO; T 710/92 of 11 Cctober 1995, reasons, point 5,
(deci sion not published in QI EPO); T 426/94 of 22 My
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1996, reasons, point 3, (decision not published in QJ
EPO) ; T 982/94 of 16 Septenber 1997, reasons,

point 2.1, (decision not published in Q) EPO and

T 318/98 of 8 August 2000, reasons, point 2.2,

(deci sion not published in Q3 EPO]. This |egal
practice has been continued after decision T 323/97
(loc. cit.) had been issued, at |east in cases where
the disclainmer is based solely on prior art under
Article 54(3) EPC [see e.g. T 351/98 of 15 January
2002, reasons, points 11, 45, (decision not published
in Q EPO].

The Enl arged Board has decided in G 1/93 (QJ EPO 1994,
541) that in a case, such as the present, a feature

whi ch had not been disclosed in the application as
filed but which had been added to the application
during exam nation was not to be considered as subject-
mat t er whi ch extended beyond the content of the
application as filed within the neaning of

Article 123(2) EPC, if it nerely limted the protection
conferred by the patent as granted by excl udi ng
protection for part of the subject-matter of the

cl aimed invention as covered by the application as
filed, wthout providing a technical contribution to
the subject-matter of the clained invention.

In decision T 323/97 (loc. cit.) the deciding Board
found, however, "that the restriction of a feature [by
means of a disclainer] (here: of the list of possible
conponents of a conposition of matter), which has to be
consi dered when it comes to the evaluation of inventive
step, cannot be seen as a nmere waiver of protection. On
the contrary, when the disclainmer (as in the present
case) ains at distancing the patent further fromthe
state of the art (here: as disclosed in docunments (9),
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(10) or (11)) which has to be considered when assessing
inventive step, its admssibility would give the patent
proprietor an unwarranted advantage (see also T 526/92,
not published in the QJ EPO reasons, point 6.3). This
aspect assumes even nore inportance when the
possibility, pointed out in G 2/98, of a nodification
of the technical problemunderlying the alleged
invention is bornin mnd. It is therefore the Board's
vi ew t hat any anendnent of a claimnot having support
in the application as filed and ai m ng at distancing
the clained subject-matter further fromthe state of
the art, in particular by way of a disclainer,
contravenes Article 123(2) EPC and is consequently

i nadm ssible.”

The Board considers that the principles of G 1/93 (Il oc.
cit.) are applicable to the present case. In view of
the fact that the disclainmed yeast strains formpart of
the state of the art under Article 54(3) EPC,
introduction of the disclainers in claiml has to be
seen, in the Board's judgnent, as a nere wai ver of
protection, and not as the provision of any technical
contribution to the subject-matter of the clained
invention. The present case is also in this respect
entirely different fromthe case considered in T 323/97
(loc. cit.), where the disclainmer was introduced to
restrict the list of possible conponents of a
conposition of matter and aimed at distancing the
patent further fromthe state of the art which had to
be consi dered when assessing inventive step.

No question concerning the allowability of disclainers
not based upon the application as filed is currently
pendi ng before the Enlarged Board. The Board is
presently not aware if and when such a question wll be
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referred to the Enl arged Board and what such
guestion(s) mght be. Having regard to the
jurisprudence referred to in point 6.2.6 above and no
question for referral to the Enlarged Board havi ng been
presented by the parties, this Board sees in the
present case no reason for a referral.

To concl ude, the above observations nmake it, in the
Board's judgnent, clear that T 323/97 (loc. cit.) is a
deci sion on the particular facts of that case but is
not generally applicable. In the present case the state
of the art is formed by a third party patent
application under Article 54(3) EPC so that the

appel  ant could not know of its content and coul d not
formulate his originally filed clains so as to avoid an
overl ap. The Board therefore considers that in a case
such as the present it is justifiable to allow the
appellant to limt its present claiml to what is novel
over the prior art of (1) and that allowing this
[imtation is consistent with an appropriate
interpretation of the Convention w thout contravention
of Article 123(2) EPC

To summarise: the current version of the clainms in the
first auxiliary request is therefore adequately
supported by the disclosure in the application as filed
and conplies in this formal respect with Articles 84
and 123(2) EPC

Further, as admitted by the respondent itself in the
proceedi ngs before the opposition division and
confirmed at the hearing before the Board, the
deposited yeast strain NCIMB 40328 is unsuitable for
produci ng a dough which woul d neet the specific
criteria laid down in the functional feature in claiml
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("the dough is capable of being stored for 90 days at
refrigeration tenperatures without the pressure in a
spirally wound container rising above 40 psi").

Del etion of strain NCIMB 40328 fromthe disclainmer in
present claim 1l cannot therefore result in an extension
of the granted scope. Article 123(3) EPCis thus also
satisfied.

The newly introduced functional feature in claiml,
relating to the capability of the dough to be stored at
refrigeration tenperatures without the pressure in a
spirally wound container rising above 40 psi, is
nowhere disclosed in citation (1).

The enbodi nent of i ndependent claim 7, wherein the
dough conposition and the yeast used therein are chosen
tolimt the total |eavening action of the yeast by
controlling the anmount of substrate in the dough
fernmentabl e by the yeast, is |ikew se nowhere discl osed
incitation (1). In this respect it is noted that in
the notice of opposition citation (1) has not been
cited against the novelty of claim?7.

The board thus finds that the subject-matter in the
first auxiliary request is novel over (1). Since
novelty was not disputed by the respondent, it is not
necessary to consider this matter in detail.

Since the first auxiliary request is acceptable there
is no need to discuss the second auxiliary request.
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For these reasons it is decided:

1. The appellant is re-established in its rights.

2. The deci sion under appeal is set aside.

3. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Townend P. Lancon
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