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Summary of Facts and Submn ssions

0410.D

In the oral proceedings of 17 January 2000 the
exam ni ng division refused European patent application
No. 96 910 575.8; the witten decision was issued on
17 February 2000.

The exam ning division cane to the result that claim1
| acked clarity since claiml1l did not define the nature
of the backing material and since "the required
mechani cal properties nerely describe results to be
achi eved rather than technical features of the

I nvention" and that the clainms did not neet the

requi renments of Article 56 EPC in the light of

(D1): US-A-5 316 812 and

(D2): WD A- 90/ 02631.

Agai nst the above decision of the exam ning division
the applicant - appellant in the following - |odged an
appeal on 3 April 2000 paying the fee on the sane day
and filing the statenment of grounds of appeal on

12 June 2000.

Fol |l ow ng the board's Conmuni cati on pursuant to
Article 11(2) RPBA in which the board expressed its
provi sional opinion with respect to procedural and
substantive matters, oral proceedi ngs before the board
were held on 29 January 2002 in which the appell ant
submtted newclains 1 to 6.

Claim1l reads as foll ows:

"1, A coated abrasive belt adapted for use in
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conditioning a netal surface at a "hot" tenperature

of 500 - 1500°C which conprises a fabric backing
material, in which the backing material is selected
fromthe group consisting of woven fabrics with a weave
selected fromplain, twill and sateen, stitch-bonded
fabrics and weft-inserted fabrics, and an abrasive
contai ning | ayer conprising abrasive grain and nmaker
and si ze coats deposited on said backing material,
characterized in that the said backing material has a
tensile strength in the machine direction of at |east
750 | b/inch and a cyclic elongation of |ess than 3% at
100l b/inch | oad at a tenperature of 150°C. "

In the oral proceedings before the board the appell ant
essentially argued as foll ows:

- restricting claiml to a "hot" tenperature "of
500 - 1500°C'" nmkes (Dl1l) irrelevant since this
docunent is based on a thernoplastic binder not
bei ng capabl e of wthstanding tenperatures within
the clained range; (Dl) therefore can no | onger be
consi dered as the nearest prior art docunent since
it has to be seen as a prior art dealing with cold
gri ndi ng;

- apart fromthe technical field of application the
tensile strength according to (D1) is 17,9 kg/cm
and is by far too low wth respect to the val ue of
claiml (being 135 kg/cn); in addition (D1) is not
restricted to the paraneters of tensile strength
and cyclic elongation of claiml, see its
col ums 22/23 where tests are discussed which are
not linked to the paraneters of claim1l,

- (D2) as the nearest prior art is clearly based on
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hot grinding w thout, however, addressing the
probl em of how a premature failing of the abrasive
belt can be avoi ded;

what can be derived in this respect from(D2) is
that the belt is sufficiently cooled "to prevent
it fromnelting or being destroyed in sone other
way" see page 6, lines 1/2, and that the tensile
strength of the belt is preferably higher than
that of cotton, see page 5, lines 30 to 32, not

I ndi cati ng what has to be done to further inprove
t he belt;

the general teaching of (D2) has therefore to be
seen in the application as sonme kind of backing
fabric w thout, however, recognising the reasons
for premature failure of the belt and the

I nportance of the two paraneters clai ned, nanely
to only consider the tensile strength and the
cyclic elongation of the belt;

under these circunstances even a conbi nati on of
(D1) and (D2) could not |lead a skilled person to
the subject-matter of claim1l since (D2) inter
alia does not further devel op the inportance of
the tensile strength - paraneter;

finally claiml is not based on a result to be
achi eved which would be the case if claiml
claimed a belt "suitable for hot grinding...";
rather, claim1l defines two paraneters which are
clearly of a technical nature, nanely defining the
two crucial paraneters of any belt to be applied
in a hot grinding process; these two paraneters
have a technical effect since they exclude the
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possibility of an excessive belt - elongation
bei ng the reason for premature failing when hot
grindi ng;

- with respect to the proceedings in the first
instance it is nmaintained that these were carried
out in an unfair manner which would justify the
board ordering the refund of the appeal fee.

The appel |l ant requests to set aside the decision under
appeal and to grant a patent on the basis of his
request filed during the oral proceedings and to

rei nburse the appeal fee.

Reasons for the Deci sion

1

0410.D

The appeal is adm ssible.

Amendnent s

In claiml1 the field of application is now nmade cl ear,
nanely by restricting it to "hot" grinding with
tenperatures "of 500 - 1500°C', see WO A-96/ 33843
(corresponding to the originally filed docunents),
page 1, lines 5 and 7 as well as lines 18 to 21,

deal ing with EP-A-435 897 corresponding to (D2) of the
proceedi ngs, in which hot grinding according to its
claim3 and page 5, lines 13 to 15, is defined with
tenperatures as cl ai ned.

Consequently claim1l neets the requirenents of
Article 123(2) EPC (original disclosure) and Article 84
EPC (clarity) since any anbiguity with respect to the
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meani ng of "elevated"” or "hot" tenperatures is excluded
by the clai mwording.

Novel ty

The issue of novelty needs no detail ed argunent since
nei ther (Dl) nor (D2) discloses all features of
claim1, (Dl) being based on cold grinding and (D2) not
teaching the paraneters set out in the characterising
clause of claiml1l, Article 54 EPC

I nventive step

Claim1l is restricted to hot grinding so that (Dl) can
no | onger be considered as the nearest prior art
docunent since its backing "thernoplastic binder" - see
its claim1, feature (a) - clearly excludes its
application under hot grinding conditions.

(D2) over which docunent claim1l1l is delimted is based

on hot grinding in the clainmed tenperature range. This

pi ece of prior art is characterized by belt - materials
such as pol yester or cotton, w thout, however, teaching
atensile strength in the order of claim1 and w thout

considering the inportance of the paraneter "cyclic

el ongati on".

As indicated in the contested published application,
see WO A-96/ 33843, page 1, lines 22 to 24, it was found
that the existing belts - though usable for hot
grinding - fail prematurely as a result of backing
failure at the tenperatures encountered.

The objectively remai ni ng technical problemto be
solved by the invention has therefore to be seen in
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attenpting to enhance the |longevity of the belt under
hot grindi ng conditions.

The solution of the objectively remaining technica
problemis laid down in claim1l, nanely by prescribing
two paraneters of the belt in that the backing nmateri al
has:

(a) a tensile strength in the machine direction of at
| east 750 | b/inch and

(b) a cyclic elongation of Iess than 3% at 100l b/i nch
| oad at a tenperature of 150°C.

Wth the subject-matter of claiml1l a belt with a
relatively |l ow el ongation is achi eved which belt is not
likely to slip on the rolls on which it is carried
since its elongation under tension is |limted and since
its pressure across the wwdth is even, see

WO A-96/ 33843 , page 1, lines 28 to 32.

Recogni si ng that undue el ongation is the main reason
for failure using known belts in hot grinding it is
observed that this recognition is a first step not
rendered obvious by the prior art to be considered in
thi s case:

- (D1) teaches a tensile strength of the belt in the
order of 17,9 kg/cmie far below the clai ned open
range (at least 750 Ib/inch or 135 kg/cnm;

- (D1) directs attention particularly to two test
met hods - see colums 22/23 dealing inter alia
with an edge shelling test, slide action test I,
slide action test Il, slide action test IIl and an
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angle iron test - not, however, a test for the
cyclic elongation of the belt so that the

I nportance of just two belt-paranmeters for the
solution of the above problemis not derivable
from(D1).

(D1) nmakes one step towards the invention, however, in
conbination with cold grinding in that the tensile
strength of the belt is considered per se.

(D2) as a docunent dealing with hot grinding deals with
the longevity of the belt only by relating it to its
cooling, see page 6, lines 1/2, w thout, however,
recogni sing that premature failure under severe
grinding conditions is |linked specifically to two
paraneters, nanely the belt's tensile strength and
cyclic el ongation.

Not knowi ng the clained invention the teaching of (D2)
can be sunmarized for a skilled man

(a) to use a fabric as backing and

(b) to make it stronger than cotton e.g by applying
pol yester w thout prescribing the paraneters
tensile strength and cyclic el ongation thereof

so that a skilled person is not |ed to consider these
two paraneters as the fundanental features to solve the
above technical problem

The above considerations nmake it superfluous to deal in
nore detail with the conbination of (Dl1) and (D2) since
in neither of themare the two clainmed paraneters of
claim1l envisaged and since (Dl) deals with cold
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grinding and (D2) is silent about the crucial belt's
par amet ers.

The board is convinced that claiml is not based "on a
result to be achieved", but rather contains technica
features, nanely the belt's tensile strength and cyclic
el ongati on, which have been chosen out of two dozens
paraneters possible to define a grinding belt. It is
bel i evabl e that these two paraneters have a cl ear
technical effect, see in this respect above remark 4.5,
and sol ve the objectively remaining, technical problem
since these two paraneters of claim1l exclude an undue
el ongation of the belt in hot grinding and safeguard
its long-tinme application under these severe grinding
condi ti ons.

Summari zing, claim1l defines patentable subject-matter
and is allowable, Articles 54, 56 and 84 EPC

Clainms 2 to 6 are |ikew se allowable since they are
dependent fromallowable claim1l and relate to

enbodi nents thereof (clains 2 to 5)and to its
application in a process for conditioning a netal
surface at a tenperature in excess of 800°C (claim®6).

By deleting the words in brackets "which for the

pur pose... above about 1000°C', on page 2, lines 2/3 of
WO A- 96/ 33843, the description is no | onger

i nconsistent with the clains and can formthe basis for
grant of the patent.

Rei mbur senent of the appeal fee

The appell ant, see letter of 29 August 2001, page 2,
second paragraph, canme to the conclusion that the
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treatnment of this case in the first instance was "quite
unfair™ for the reasons inter alia detailed in the
statenment of grounds of appeal, see page 7

" Concl usi on".

According to Rule 67 EPC rei nbursenent of the appea
fee(s) shall be ordered where the board of appeal deens
an appeal to be allowable (stress added).

As can be seen fromthe order of the decision the
appeal is not allowed by the board on the basis of

cl ai ms underlying the decision under appeal, but rather
on a different basis, nanely on the basis of clains 1
to 6 submtted in the oral proceedings of 29 January
2002.

Under these circunstances the reinbursenent of the
appeal fee is not to be ordered. Moreover, in the
present case a substantial procedural violation cannot
be seen since it is the (final) decision of the first
i nstance which counts with respect to the issue of
whet her a substantial procedural violation has to be
seen or not. It is immterial whether internediate
comruni cations per se are "sufficiently grounded” or
not .

In the deci son under appeal the first instance has set
out its grounds for refusal of the application. Even if
such grounds could not be shared in all details by the
board this would not be a substantial procedura

vi ol ati on.

Summari zi ng, the circunstances of the present case do
not justify the rei mbursnent of the appeal fee, Rule 67
EPC.
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order, to grant the patent with the foll ow ng
docunent s:

- Clains 1 to 6 filed during the oral proceedings;

- Description pages 1 to 7 filed during the ora
pr oceedi ngs.

3. The request for reinbursenent of the appeal fee is
refused.

The Registrar: The Chai r man:

A. Counillon C. T. Wlson
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