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Summary of Facts and Subm ssi ons

This appeal lies fromthe decision of the Exam ning

D vision refusing the present European patent
application 94 928 384.0 (published under nunber

WD 95/09851), and relating to "Pharmacol ogically active
pyri m di neam ne derivatives and processes for the
preparation thereof".

1. The Exam ning Division refused the application on the
ground that the subject-matter of Clains 4 to 6 of the
set of Clainms 1-10, 11 (part) filed on 17 March 1998
and Caim1l (part) filed on 15 Septenber 1999 | acked

inventive step in view of docunent
(2) EP-A-0 564 409

having regard to the fact that the priority date of
1 Cctober 1993 clained on the basis of the first
priority document CH 2968/ 93-9 in accordance with
Article 88 EPC could not be acknow edged for the
subject-matter of said Clains 4 to 6.

L1l Claim1l of said set of clains related to N-phenyl -2-
pyri m di ne derivatives of the followng formula (1):

R, -
/ N
<ii;:¥j>ﬁ_‘th

wherein the substituents R, and R, have the neani ngs as
indicated in this claim
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Furthernore, Cains 4 to 6 read as foll ows:

A conpound according to claim1l of forrmula I,
wherein R is a 4-pyridyl radical substituted in
the 2-position with respect to the pyridine
nitrogen by chlorine, cyano, carboxy, carbanoyl,
hydroxy or by N-propyl-amno and R, is chlorine or
trifluoronmethyl, or a salt thereof."”

A conpound according to claim1l of forrmula I,
which is N-(3-chloro-phenyl)-4-(2-chloro-4-
pyridyl)-2-pyrimdineam ne, or a salt thereof."

A conpound according to claiml1l of formula I or a
pharmaceutically acceptable salt of such a
conmpound having at |east one salt-form ng group
sel ected from

N-(3-trifluoronethyl-phenyl)-4-(2-chl oro-4-
pyridyl)-2-pyrim di neam ne,
N-(3-trifluoronethyl -phenyl)-4-(2-cyano-4-
pyridyl)-2-pyrim di neam ne,
N-(3-trifluoronethyl-phenyl)-4-(2-carboxy-4-
pyridyl)-2-pyrim di neam ne,

N- (3-chl or o- phenyl) - 4- (2- cyano- 4- pyri dyl ) - 2-
pyri m di neam ne,

N- (3-chl or o- phenyl ) - 4- (2- car boxy- 4- pyri dyl ) - 2-
pyri m di neam ne,

N (3-chl or o- phenyl ) - 4- ( 2- car banoyl - 4- pyri dyl ) - 2-
pyri m di neam ne,
N-(3-trifluoronethyl - phenyl) -4-(2-car banoyl - 4-
pyridyl)-2-pyrim di neam ne,
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N- (3-chl or o- phenyl) - 4- (2- n- propyl am no- 4- pyri dyl ) -
2-pyri m di neam ne,

N- (3-chl or o- phenyl ) - 4- (2- am no- 4- pyri dyl ) - 2-

pyri m di neam ne,

N- (3-chl or o- phenyl ) - 4- (2- hydr oxy- 4- pyri dyl ) - 2-
pyri m di neam ne,

N- (3-chl or o- phenyl ) - 4- ( 2- met hoxy- 4- pyri dyl ) - 2-
pyri m di neam ne,

and fromthe pharmaceutically acceptable salts of
such conmpounds having at | east one salt-formng

group.”

The Examning Division held in particular that the
first priority date could not be acknow edged for the
subject-matter of Clains 4 to 6, and that therefore
docunent (2) disclosing N phenyl-4-(4-pyridyl)-2-

pyri m di neam ne derivatives represented the cl osest
prior art for said subject-matter.

Furthernore, it considered that in the light of this
closest prior art the technical problemunderlying the
subject-matter of Clainms 4 to 6 was the provision of

further derivatives with anti-tunour activity.

It concluded that having regard to the disclosure of
docunent (2) indicating that the phenyl ring as well as
the pyridyl ring could have the defined substituents it
woul d have been obvious to the skilled person faced
with said problemto contenplate varying the
substitution at the phenyl and pyridyl rings in order
to arrive at the subject-matter of Clains 4 to 6.
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Oral proceedi ngs before the Board were held on
11 May 2004.

The Appellant argued that the clained priority date of
1 Cctober 1993 on the basis of the first priority
docunment woul d be valid, since the subject-matter of
the clainmed invention was clearly derivable from said
priority docunment as a whole, and that under these

ci rcunstances the inventive step objection based on the
earlier European patent application (docunent (2))
woul d not apply because this would no | onger be a
docunent citable under Article 56 EPC. He al so
submtted that even in case docunent (2) was considered
to be state of the art within the neaning of

Article 54(2) EPC the subject-matter of Clains 4 to 6

neverthel ess involved inventive step.

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the first

i nstance for further prosecution.

At the conclusion of the oral proceedings the Board' s

deci si on was pronounced.

Reasons for the Decision

1

1728.D

The appeal is adm ssible.

Priority right

The Exam ning Division found that the subject-matter of

Clainms 4 to 6 of the present patent application |acked

inventive step in view of docunment (2). This docunent
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is, however, an internedi ate docunment having a priority
date between the first priority date clained by the
present patent application and the filing date thereof.
Therefore, the first question to be decided by the
Board is whether or not the subject-matter of said
Clains 4 to 6 is entitled to the clained priority.

Pursuant to Article 87(1) EPC, a right of priority may
only be enjoyed in respect of the sane invention.
Therefore, in deciding whether Clains 4 to 6 of the
patent application in suit is entitled to the clai nmed
priority, it needs to be decided whether in the first
priority docunment CH 2968/93-9 the sane invention is

di sclosed as in present Clainms 4 to 6. In this context,
t he Enl arged Board of Appeal ruled in its opinion

G 2/98, QJ EPO 2001, 413, as foll ows:

The requirenent for claimng priority of the sanme
invention, referred to in Article 87(1) EPC, neans that
priority of a previous application in respect of a
claimin a European patent application in accordance
with Article 88 EPCis to be acknow edged only if the
skill ed person can derive the subject matter of the
claimdirectly and unanbi guously, using common gener al
knowl edge, fromthe previous application as a whol e.

The first priority docunent ains at providing

phar macol ogi cal |y active pyrim di neam ne derivatives
for the treatnment of tunmours in warm bl ooded ani mal s

i ncluding humans, and in order to achieve this object,
it teaches the provision of conpounds of a formula
corresponding to formula (1) of the application in suit
i ndi cated under point Il above, wherein Ry can be a
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substituted pyridyl radical (see page 1, second
par agraph, and Clainms 1, 2, and 6 to 10).

Moreover, it discl oses:

(a) that R, is especially a substituted 4-pyridyl
radi cal (see page 2, second paragraph),

(b) that especially preferred are conpounds of formula
(1) wherein Ry is a 4-pyridyl radical which is
substituted in the 3-position (see page 8, third
par agr aph, and Caim3), and

(c) a nunber of exanples illustrating the described
invention all of themrelating to conpounds of
formula (1) having a 3-substituted 4-pyridyl
radi cal as R;.

Thus, although the priority docunent describes a class
of compounds having formula (I) conprising withinits
scope conpounds having a 2-substituted 4-pyridyl

radical as Ry, it does not specify any conmpound or group
of conpounds havi ng such a radi cal

It follows fromthis disclosure that the subject-matter
of Clainms 4 to 6 of the application in suit essentially
differs fromthe subject-matter disclosed in the
priority docunment in that all the conpounds specified
in said clainms relate to conpounds having a 2-
substituted 4-pyridyl radical as Ry instead of conpounds
having a 3-substituted 4-pyridyl radical.

In these circunstances, and in view of the strict

interpretation of the concept of "the sane invention”
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equating the concept of "the same subject-matter” in
said Opinion of the Enlarged Board of Appeal G 2/98
(see point 9 of the reasons), the Board concl udes that
the invention as defined in Caiml of the patent in
suit is not the sane as that disclosed in the first
priority docunent.

The Appellant's subm ssion that the subject-matter of
Clainms 4 to 6 of the application in suit can directly
and unanbi guously be derived fromthe first priority
docunent, in particular from Exanple 1 and one of the
preparation processes, i.e. process (d) (see the

par agr aph bridgi ng pages 9 and 10), and in fact
originated fromwongly applied U PAC nonencl at ure,
fails in view of the facts that apparently the correct
nomencl ature has been used in the first priority
docunent as follows fromits teaching that R is
especially a substituted 4-pyridyl radical (see page 2,
second paragraph), and that the end product nentioned
in Exanple 1, as well as the end products indicated in
Exanples 3 and 5 obtained by said preparation nethod (d)
all belong to the especially preferred group of
conpounds having a 3-substituted 4-pyridyl radical.

It is true, that in steps 1.2 and 1.3 of Exanple 1 the
preparation of the internedi ate conpounds 4-acetyl - 2-
chl oro-pyridi ne and 3-di net hyl am no- 1- ( 2- chl or o- 4-
pyridyl)-2-propen-1-on is indicated, and that the |ast
nmenti oned internedi ate product would actually give an
end product having a 2-substituted 4-pyridyl radical.
Moreover, it is true that according to said preparation
met hod (d) an N oxido-pyridyl group of an internediate
conmpound is converted into a | eaving group and the
resulting |l eaving group is renoved fromthe nol ecul e by
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nucl eophilic substitution in the ortho position with
respect to the pyridyl nitrogen which substitution
woul d actually lead to an end product of forrmula (1)
having a 2-substituted 4-pyridyl radical. However,

t hese few di screpanci es contai ned by the teaching of
the priority docunent when considered as a whol e woul d
not lead the skilled person directly and unanbi guously
to the conclusion that said teaching would be wong and
that the especially preferred group of conpounds having
a 3-substituted 4-pyridyl radical should instead
represent the group of conpounds having a 2-substituted
4-pyridyl radical.

For these reasons, the Board finds that the subject-
matter of Clains 4 to 6 of the application in suit is
not entitled to the clainmed priority right.

Furthernore, the Board observes that in view of the
fact that the clainmed priority on the basis of the
first priority docunment cannot be acknow edged and t hat
t herefore docunment (2) represents state of the art to
be considered under Article 56 EPC.

| nventive step

The Exam ning Divi sion considered that docunent (2)
represented the closest prior art and that in the |ight
of this prior art the technical problemunderlying the
subject-matter of Clainms 4 to 6 was the provision of
further derivatives with anti-tunmour activity. It

concl uded that having regard to the disclosure of
docunent (2) indicating that the phenyl ring as well as
the pyridyl ring could have the defined substituents it
woul d have been obvious to the skilled person faced
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with said technical problemto contenplate varying the
substitution at the phenyl and pyridyl rings in order
to arrive at the subject-matter of Clains 4 to 6.

However, this objection of obviousness based on
docunent (2) |eaves aside the established jurisprudence
of the boards of appeal that, when assessing inventive
step, the decisive question is not whether the skilled
person could have arrived at the clainmed solution of
the technical problemto be solved, but whether he
woul d have done so considering the teaching of the

rel evant prior art as a whole, w thout using hindsight
based on the know edge of the clainmed invention.

Mor eover, the Board has found in considering said
docunent (2) that the class of N phenyl-2-

pyri m di neam ne derivatives disclosed in this docunent
nei ther conprises a conpound having a 2-substituted 4-
pyridyl radical as defined in Clains 4 to 6 of the
application in suit for Ry, nor a conmpound having at the
phenyl ring a single substituent as defined in Clains 4
to 6 of the application in suit for R (see docunent (2),
page 2, lines 4 to 34). Hence, the skilled person woul d
not find any incentive to the clainmed solution of the
above defined technical problem

Thus, in view of these considerations, the Board
concl udes that the solution of the technical problem
underlying the application in suit according to the
particul ar enmbodi ments as clained in present Cains 4
to 6 is not obvious in the |ight of docunent (2), and
t hat consequently the decision under appeal cannot be

mai nt ai ned.
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4. Remttal to the first instance

4.1 The deci si on under appeal only concerned the
patentability of Clainms 4 to 6. Therefore, the
application in suit as a whol e needs further
exam nation in order to establish whether it neets the
requi renents of the EPC. In these circunstances, and in
accordance with the Appellant’s request, the Board
finds it appropriate to make use of its power under
Article 111(1) EPC and to remt the case to the first

i nstance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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