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Summary of Facts and Submn ssions

1539.D

The European patent No. 0 572 327 (application

No. 93 401 377.2) was granted with a set of clains, of
which claim1l1, the only independent claim reads as
fol | ows:

"1l. A battery pack (10) having battery neans
accommodat ed therein, and adapted to cooperate
wWth a battery charger (12) or electrical
machi nery or apparatus utilising the battery pack
as a power source, said battery pack conpri sing:

a casing (14, 16) for acconmmopdating said battery
means therein;

detection aperture neans (102, 104) forned al ong
a center line (X - X) of a bottomsurface of the
casing, said bottom surface being defined as the
surface by which said battery pack confronts a
battery pack accommpdating portion of said
battery charger or electrical machinery or
apparatus, said detection aperture nmeans being
adapted to receive correspondi ng protruded
portions formed on said battery pack
accommodati ng portion."

Following the filing of an opposition by a first
opponent and the subsequent intervention into the
opposition procedure of an assuned infringer within the
meani ng of Article 105 EPC, the patent was revoked by
the Opposition Division.

The Qpposition Division held that the subject-nmatter of
claiml as granted | acked an inventive step in view of
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the closest prior art constituted by the battery pack
referred to as prior art in the specification of the
patent in suit. The clainmed battery pack was

di stingui shed therefromonly by the provision of a
recess or aperture in its bottom side, which did not

sol ve any particular technical problem It was only the
i nteraction of such a recess with a protrusion on a
battery charger or other piece of equipnent which m ght
result in a detection effect. Since however only the
battery pack was defined in the clains of the patent in
suit, but not a kit of parts consisting of a battery
pack and a cooperating electrical device, the clained
recess had no conceivable function, at |east no
function which could possibly provide a patentable
solution to a technical problem (see the paragraph

bri dgi ng pages 6 and 7 of the Opposition Division's
deci si on).

The appel lant (proprietor of the patent) filed an
appeal against the decision revoking its patent.

Judiciary infringenent procedures based on the patent
in suit in Germany and in France have been stayed by
the respective courts, pending the issuing of a fina
deci sion by the European Patent O fi ce.

Oral proceedings were held on 16 May 2001, at the end
of which the appellant requested that the decision
under appeal be set aside and, as its main request,
that the patent be nmaintai ned as granted.

Auxiliarily, the appellant requested that the patent be
mai ntai ned i n amended form based on one of the sets of
clains filed during the oral proceedings as auxiliary
requests 1 to 5. Caim1, the only independent clai m of
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the set of clains in accordance with the appellant's
first auxiliary request reads as foll ows:

"1l. A battery pack (10) having battery neans
accommodat ed therein, and adapted to cooperate with a
battery charger (12) or electrical machinery or
apparatus utilising the battery pack as a power source,
said battery pack conprising: a casing (14, 16) for
accommodat i ng said battery neans therein; detection
aperture neans (102, 104) forned along a center line (X
- X) of a bottom surface of the casing, said bottom
surface being defined as the surface by which said
battery pack confronts a battery pack acconmodati ng
portion of said battery charger or electrical machinery
or apparatus, said detection aperture neans being
adapted to receive correspondi ng protruded portions
fornmed on said battery pack accommodati ng porti on,
colummar batteries being accomobdated in two rows in
said casing (14, 16) and said detection aperture neans
(102, 104) being di sposed between the two rows of
batteries along said center line (X - X) of said bottom
surface."

The only independent clains of the appellant's
auxiliary requests 2 to 5 conprise the features of
claiml as granted, with different further limtations.

The respondents for their part requested that the
appeal be di sm ssed.

The appellant in support of its requests stressed that
the invention provided a further devel opnent of the
prior art battery pack described in the introduction of
the patent specification, which already conprised
detection apertures in its bottom surface disposed so
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as to receive correspondi ng protruded portions forned

on the battery pack accommbdating portion of a battery
charger or cantorder. The relative positioning of the

detection apertures and protruded portions resulted in
a di scernabl e angular m smatch of the facing surfaces

of the battery pack and battery charger or cantorder,

when the battery pack was not properly inserted.

In order to inprove the detectability of an inproper
attachnment of the battery pack, the invention now

provi ded a construction in which inproper attachnent
caused a readily detectable rocking effect around the
direction of insertion of the battery pack. Such
rocking effect resulted fromthe arrangenent of the
detecti on aperture neans along the |ongitudinal axis of
the bottom surface of the battery pack, rather than at
its edge like in the closest prior art constuction
where they achieved a nmuch stabler m smatch position.

The respondents denied that the clains actually defined
the invention nentioned by the appellant, since they
defined a battery pack only, whilst the alleged rocking
ef fect was actually produced by protrusions fornmed on
the battery pack accommodati ng surface of a separate

el ectrical device. It was not even the cooperation

bet ween the detection apertures forned in the bottom
surface of the battery pack and such protrusions which
produced any relative tilting, but quite on the
contrary the contact of the protrusions with a non-
recessed portion of the bottom surface of the battery

pack.

The patent was al so objectionable under Article 100(b)
EPC because it did not disclose the invention in a
manner sufficiently clear and conplete for it to be
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carried out by a person skilled in the art. Caim1 of
the main request in particular neither specified the
nunber of the battery cells nounted in the battery
pack, nor the direction and precise |ocation of the
"center line" it referred to. In an enbodi nent
conprising an odd nunber of battery cells arranged side
by side, the center |line would necessarily overlie a

| ocation actually occupied by a battery cell, where
there was no space left for form ng the clained
apertures.

In respect of the specific enbodinent recited in
claiml of the appellant's first auxiliary request,
with two rows of colummar battery cells and detection
aperture neans being di sposed along a center line

ext endi ng therebetween, the respondents submtted that
the use of two battery cells, or of an even nunber of
such cells, instead of the five battery cells of the
cl osest prior art directly resulted fromthe fact that
at the filing date of the patent lithiumion battery
cell's had becone avail able with an output voltage of
about 3 V. Accordingly only two of these cells achieved
the tension of about 6 V required by cantorders,
instead of the five 1.2 V nickel cadm umbattery cells
of the closest prior art. Providing only two adjacent
battery cells or two rows of battery cells in a battery
pack resulted in an enpty space being |eft

t herebet ween. Arrangi ng the detection apertures al ong
this enpty space was no nore than an obvi ous design
option. The respondents filed a nunber of citations
showing that lithiumion battery cells had been nade
avai l able at the filing date of the patent, and
docunent US-A-3 887 394 to denonstrate that at the
filing date of the patent in suit the skilled person
was well aware of the strict constraints in ternms of
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space and wei ght requi renent inposed on the design of
battery cartridges for use in portable devices such as
caneras and the |ike.

The respondents also filed a nunber of nodels of
battery packs having recesses and apertures at various
| ocations of their bottom surface, together with
cat al ogues and copies of internal delivery notes to
provi de evidence of the availability of the nodels to
the public at the filing date of the patent.

Reasons for the Deci sion

2.1.1

1539.D

The appeal is adm ssible.

Mai n request

Proper construction of claim1

The Qpposition Division held in the appeal ed deci sion
that since the clains were directed to a battery pack
only, rather than to its conbination with an associ at ed
apparatus, the feature of a recess or aperture on its
bott om si de did not solve any particular technica
probl em

The respondents al so stressed that the technical effect
relied upon by the appellant, nanely the achieving of
an increased inclination of the battery pack in
relation to a battery pack acconmodati ng portion, did
not actually result from any cooperation between
apertures in a bottomsurface of the battery pack and
correspondi ng protruded portions on the battery pack
accommodating portion. An inclination could only result
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fromprotruded portions on the battery pack
accommodati ng portion facing portions of the bottom
surface of the battery pack which were actually devoid
of any aperture. Such protruded portions however were
no part of the claimed battery pack. Al so, the

desi gnation of the apertures as "detection" aperture
neans nerely resulted froman arbitrary choice of
term nol ogy, which did not express any technica
limtation and could not serve to distinguish the

cl ai med apertures from apertures intended for sone

ot her purpose, e.g. for receiving a | ocking nechani sm

Claim1 however explicitly states that the clained
battery pack is "adapted to cooperate with a battery
charger or electrical machinery" and that its detection
apertures as forned along a centre line of a bottom
surface of the casing are "adapted to receive
correspondi ng protrudi ng portions forned on said
battery pack accommbdati ng portion" of such battery
charger or electrical apparatus.

According to the specification "the detection apertures
function to detect whether or not the battery pack is
properly attached to the battery charger or the |ike".
If not, "the battery pack is caused to rise fromthe
bottom surface of the battery charger" by an anount
corresponding to the height of the protruding portions
formed on the other elenment, and then to incline (see
colum 3, lines 43 to 56 and colum 4, lines 37 to 41).
The specification further explains that the effect of
provi ding the detection apertures along the centre |ine
of the bottomsurface is to increase the inclination
angl e of the battery pack when the latter is not
properly attached (see the paragraph bridging colums 4
and 5 and colum 9, lines 5 to 14).
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In view of these clear and consistent statenments, both
inclaiml and in the description of the patent in
suit, the board considers that the relative arrangenent
of the clainmed detection aperture neans with
correspondi ng protruded portions forned on a battery
accommodati ng portion in such a way that the battery
pack will cone flush with the battery accommodati ng
portion when properly attached to it but rise therefrom
ot herwi se actually constitutes an essential technica
feature of the invention for which protection is
sought, which should therefore be taken into due
account when assessing inventive step.

Wth respect to the construction of clains which define
features of an invention by reference to an el enent not
expressly enconpassed by the clains, attention is also
drawn e.g. to decision T 458/ 96 not published in the QJ
EPO (see point 3 of the Reasons) or decision T 1194/97,
Q) EPO 2000, 525 (see points 2.3 and 2.4 of the
Reasons) .

I ncidentally, the respondents confirned at the ora
proceedi ngs that battery packs of the type at issue
here, when sold as separate spare parts, use to be
provided with an indication of the specific nodels of
cancorders or other apparatus they are intended for.
This shows that in practice also a clear connection is
usual |y established by such indication between

i ndi vi dual battery packs and the configuration of the
battery pack accommbdati ng portion to which they shal
be attached.

Wth respect to the definition of the center line
referred to in claiml, the board cannot find in the
claimany |imtation to the effect that the center line
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shoul d necessarily extend in the |ongitudinal direction
of the bottom surface of the casing as was submtted by
t he appel | ant.

Novel ty

None of the prior art battery pack configurations
relied upon by the respondents conprises detection
aperture neans fornmed along a center line of a bottom
surface of the casing arranged so as to cooperate with
correspondi ng protruding portions of a battery
accommodating portion within the nmeaning of claim1.
Accordingly, the subject-matter of claim1l1l is novel
within the neaning of Article 54 EPC

I nventive step

The closest prior art is constituted by the battery
pack described in the specification of the patent in
suit in conjunction with Figures 1 to 4, as was
accepted by all the parties.

As set out in paragraph 2.1.2 above, the scope of
claiml is not limted to constructions with detection
aperture nmeans being fornmed along a | ongitudinal center
line of the bottom surface.

Accordingly, in the prior art battery pack disclosed in
the specification of the patent in suit with reference
to Figure 4, which conprises five battery cells
arranged side by side orthogonally to the | ongitudina
direction of the pack with detection aperture neans
16G 161 and 16J provi ded between adjacent cells, the
detection aperture neans 16G woul d al so be "forned
along a center line of a bottom surface of the case"



2.3.3

1539.D

- 10 - T 0620/ 00

within the neaning of claiml, if the battery pack did
not conprise the fifth battery cell at its right end as
shown on Figure 4, the interface between the second and
third cells being then coincident with the transversa
center line of the bottom surface.

For these reasons claim1l as correctly construed in the
board's viewinter alia covers a battery pack which
woul d be di stinguished fromthe closest prior art

enbodi nent of Figure 4 of the patent in suit only by
the omtting of the fifth battery cell at the right end
of the battery pack.

Such four-cell battery pack, with the detection
aperture neans at the sanme location as in the known
five cell battery pack woul d behave in exactly the sane
way in respect of its inclination relatively to a
battery pack accommodating portion if not correctly
engaged thereon. As a matter of fact, the detection
aperture neans 16G 161 or 16J being | ocated close to a
| ongi tudi nal edge of the bottom surface, the
inclination angle of the battery pack, if incorrectly
resting onto correspondi ng protruded portion of the
battery pack accommbdati ng portion, depends only on the
wi dth of the battery pack, which would renmain

unaf fected by the reduction of the nunber of cells from
five to four, but not at all on its |ength.

Thus, contrary to the subm ssion made by the appell ant,
the features of present claim1 do not achi eve any

i ncrease of the inclination angle of the battery pack
when incorrectly attached to its accommbdati ng portion.

The battery cells in the closest prior art battery pack
are of the nickel-hydrogen type (see colum 2, |ines 23
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to 25 of the specification of the patent in suit). Five
such cells nmust be connected in series to achieve the
out put voltage of 6 V as required by standard
cancorders. The respondents convincingly denonstrated
that at the filing date of the patent in suit, lithium
ion battery cells had becone avail able, achieving a
substantially higher output voltage of 3 V. The
operating voltage of the cantorder could thus be
achieved with only two such lithiumion cells connected
in series, or wwth an even nunber of such cells, if
connected in series/parallel for a greater capacity.

Accordingly, striving at re-designing the five-cells
battery pack configuration of the closest prior art
into a four-cells configuration in the board' s view
constituted an obvi ous endeavour of the skilled person
at the filing date of the patent in suit, so that the
formulation of this technical problem which is the
sole to be actually solved by the subject-matter of
claim1, cannot as such positively contribute to

i nventive step

2.3.4 Furthernore, since in the closest prior art enbodi nent
the left side of the battery pack shown in Figures 3A
and 4 of the patent in suit conprised connecting
el ectrodes 36, 38 and an el ectrode 40 connected to a
tenperature detecting el enment 42, the nost
straightforward way for the skilled person to reduce
t he nunber of battery cells to four would be sinply to
renove the fifth battery cell at the opposite end of
the battery pack and to shorten the casing accordingly.
As an i medi ate result, detection aperture 16G woul d
lie on a (transversal) center line of the bottom
surface of the casing, wthin the neaning of claim1.

1539.D Y A
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Caim1l of the appellant's main request for these
reasons in the board's opinion defines a battery pack
configuration which imedi ately results from an obvi ous
re-designing of the closest prior art five-cells
battery pack with a view of achieving the sane 6 V

out put voltage using higher voltage battery cells.

The subject-matter of claim1 of the appellant's main
request thus |lacks an inventive step within the neaning
of Article 56 EPC

Appel lant's first auxiliary request

Conpl i ance of the anendnents with the requirenents of
Article 123(2) and (3) EPC

Caiml of the first auxiliary request corresponds in
the substance to a conbination of clainms 1 and 3 as
originally filed, with an additional explanatory
statenment of the way the battery pack is adapted to
cooperate with a battery charger or electrica

machi nery or apparatus, protruding portions fornmed on
the battery pack accommodati ng portion of which being
received in the detection aperture neans of the bottom
surface of the battery pack casing.

These expl anations are adequately supported e.g. by the
passage on page 18, lines 14 to 22 of the description
as originally filed, in accordance with the requirenent
of Article 123(2) EPC

As conpared to claim1l as granted, claim1l of the
appel lant's first auxiliary request was suppl enented
with the additional limtation of the col umar
batteries being accommobdated in two rows in the casing
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with the detection aperture neans bei ng di sposed
bet ween these two rows, which clearly limts the scope
of the claim as required under Article 123(3) EPC

Dependent clainms 2 to 8 of appellant's first auxiliary
request correspond to clains 2, 3 and 5 to 9 as
gr ant ed.

For these reasons, the anendnents brought to the clains
of the appellant's first auxiliary request neet the
requi renents of Article 123(2) and (3) EPC

Suf ficiency of the disclosure

Caiml is now expressly directed to the specific
enmbodi mnent with two rows of columar batteries as
described in detail in the specification of the patent
in suit in conjunction with Figures 7 to 16.

The respondents had rai sed obj ections under

Article 100(b) EPC against the sufficiency of the

di sclosure in relation only with an i ndependent cl ai m
whi ch al so covered enbodi nents conprising an odd nunber
of batteries, for which they submtted it was not

di scl osed how detecti on aperture nmeans could be
perforned along a center |line of the bottom surface

t her eof .

Since present claim1l now specifies that there are only
two rows of columar batteries, with the detection of
aperture neans being di sposed along a center line

bet ween the two rows, as shown in the figures and
described in the specification, these objections
clearly no | onger arise.
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I nventive step

The board is satisfied that the additional limtation
of the columar batteries being accomobdated in two
rows in the casing with the detection aperture neans
bei ng di sposed t herebetween (i.e. along a | ongitudina
center line of the bottomsurface), actually results in
an increased inclination angle when the battery pack is
not properly attached to the acconmodati ng portion of
the receiving apertures. In such case, the battery pack
woul d rest on correspondingly |ocated protruded portion
of the battery pack accommobdating portion and be able
to tilt around the | ongitudinal center |ine of the
bott om surface of the battery pack until the

| ongi tudi nal edges cone into contact with the
accommodating portion. The tilt angle varying in

i nverse relationship with the distance between the |ine
of contact with the protruding portion on the
accommodati ng portion and the | ongitudinal edge of the
bottom surface of the battery pack, it will actually be
greater in the clained battery pack, where the distance
is about half the width of the battery pack, than in
the closest prior art enbodi nent where it is close to
the total width, as a result of the detection aperture
means bei ng adj acent a | ongitudinal edge.

The board in this respect noticed at the ora
proceedi ngs that the wording of claim1l did not exclude
the battery pack conprising additional detection
aperture neans not forned al ong the | ongitudinal center
line, with correspondi ng protruded portions being
formed on the battery pack accommodati on portion. This
is confirmed in particular by dependent claim 2, which
recites such additional aperture at a side portion of
the casing. Such additional cooperating detection
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aperture and protruded portion would certainly restrict
the tilting of the battery pack to only one half of the
tilting anplitude which would be available if there
were detection apertures and protruded portions only
along the center line, but the inclination angle in
this half would still be greater than in the cl osest
prior art enbodi nent.

Thus, the board can agree to the appellant's subm ssion
that the technical problemunderlying the subject-
matter defined in claiml of its first auxiliary
request, beyond the designing of a battery pack for
recei ving an even nunber of batteries as considered

al ready in connection with claim1l of the main request,
is to facilitate the detection by the user of an

i nproper attachnment of the battery pack to a
correspondi ng acconmodati ng portion, as is set out also
in the introductory portion of the specification.

The respondents did not produce any evidence show ng
that a technical |ink had ever been established prior
to the filing date of the patent in suit between the
position of detection apertures in the bottom surface
of a battery pack, with correspondi ng protruded
portions being provided on a battery pack acconmodati ng
portion, and the ease of detecting m splacenent of the
battery pack. The only discussion in this respect can
be found in the introductory portion of the patent in
suit, in conjunction with the description of the prior
art presented there. The board in this respect agrees
to the appellant's subm ssion that these expl anations
do not as such belong to the state of the art, since

t hey have been el aborated by the drafter of the patent
specification only with the know edge of the invention.
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The different nodels of prior art battery packs

presented by the respondents all conprise apertures and
recessed portions | ocated at various places other than
along a longitudinal center line of the bottom surface.

In particular, although conprising two rows of
batteries arranged side by side at the bottom surface
of the casing like in the clained arrangenent, the

Vi vanco BP1772 nodel exhibits two recesses, none of
which is forned between the two rows of battery cells:
one recess is forned at a side edge of the casing, at a
di stance fromany center |line and the other is forned
at a position offset fromthe batteries. These nodels
thus do not support the respondent’'s subm ssion that
the apertures could only be provided between the
batteries like in the patent in suit, for practical
reasons.

The respondents in this respect also cited docunent
US- A-3 887 394, which discloses a battery cartridge
with a casing having m nimumthi ckness, weight and

di mnensi ons, to show that the skilled person was wel |l
aware of the limtations inposed on the design of such
devices in terns of space and wei ght requirenments (see
the abstract). This docunent does not disclose any
aperture in the bottomsurface of the casing, and it
was published in June 1975, which is about 17 years
before the priority date of the patent in suit. This

|l ong period of tinme is in apparent contradiction with
the respondents' subm ssion that the cl ai ned
arrangenent was an obvious result of elenentary design
consi derati ons.

Nei ther did the respondents explain which obvious
reason could have led the skilled person to depart from



- 17 - T 0620/ 00

the closest prior art construction with battery cells
arranged side by side transversely of the battery pack
to the clained | ongitudi nal arrangenent of battery
cells along two rows only, if not with the benefit of
hi ndsi ght .

For these reasons, in view of the prior art brought to
l'ight, the subject-matter of claiml of the appellant's
first auxiliary request is considered to involve an
i nventive step within the neaning of Article 56 EPC

3.4 Since, taking into account the anendnents nade in
accordance with the appellant's first auxiliary
request, the patent and the invention to which it
rel ates neet the requirenents of the Conventi on,
mai nt enance of the patent so anended can be deci ded
(Article 102(3) EPC).

1539.D Y A
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the departnent of first
instance with the order to naintain the patent as
amended in the foll ow ng version:

Clains 1 to 8 filed as first auxiliary request during
the oral proceedings of 16 May 2001;
Description and draw ngs of the patent specification.

The Regi strar: The Chai r man:

P. Martorana E. Turrini

1539.D



