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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 543 338, granted on application
No. 92 119 626.7, was revoked by the Opposition

Di vi sion by deci sion announced during oral proceedings
on 8 March 2000 and posted on 17 March 2000. The
Qpposition Division was of the opinion that the

subj ect-matter of independent clains 1 and 6 as granted
according to the main request did not involve an
inventive step. The auxiliary request filed during oral
proceedi ngs was rejected for the reason that the clains
being identical to those of the main request did not
involve an inventive step and that the anendnents to

t he description did not neet the requirenents of
Article 123(2) EPC

. The follow ng evidence available in the file is
rel evant for this decision:

D1: US-A-5 001 816

D2: La Revue de Metallurgie, Novenber 1988, Prange W
and Schneider C : "Utilisation de |a soudure par
| aser des toles fines"

D3: DE-A-40 07 842

L1, On 26 May 2000 the Appellant (Patentee) | odged an
appeal against this decision sinmultaneously paying the
appeal fee. On 27 July 2000 it filed together with the
statenent of grounds of appeal a new main request with
amended clains 1 and 6.
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In an annex to the sunmons to oral proceedi ngs pursuant
to Article 11(2) of the Rules of Procedure of the
Boards of Appeal sent to the parties on 15 Novenber
2002 the Board submtted that discussion appeared to be
necessary as to whether the anendnents to the
description were sufficiently supported by the
application as originally filed and whether the

subj ect-matter of the anended clains 1 and 6 invol ved
an inventive step.

Oral proceedings were held on 20 January 2003.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the anended clains 1 and 6 filed with letter
of 27 July 2000.

The Respondent (Qpponent) requested that the appeal be
di sm ssed.

Clains 1 and 6 read as foll ows:

"1l. An arrangenent for connecting two parts along two
edges thereof which extend essentially parallel to one
anot her at | east along a common section, specially a
clanmp-like ring wound froma length of flat steel band
with the end parts (1, 5, 31, 35) of said |length being
connected along two transverse edges (3, 7, 33, 37)

t her eof which extend essentially parallel to one

anot her at |east along a conmon section, conprising
retaining neans (9, 29, 39) projecting fromthe edge
(3, 33) of one part (1, 31) in the direction toward and
over the edge (7, 37) of the other part (5, 35) and
form| ockingly engagi ng frombehind, as viewed in the
edge direction, in a recess (13, 23, 43) provided in
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the other part, and at |east one projection (17, 19,

47, 49) at the edge (3, 33) of the one part (1, 31),
which is laterally offset with respect to the retaining
means and form/l ockingly abuts at the other part (5,

35) in such a manner as to constrain bendi ng novenent
in the edge direction within the other part (5, 35)
that m ght cause the recess (13, 23, 43) to open in the
presence of tensional forces in the two parts, and
further additional wel ded fastening neans (25) along at
| east one common section of at |east one of the
retaining nmeans (9, 29, 39) and of the projection (17,
19, 47, 49), characterized in that said two parts are
made of gal vani zed steel and said additional welded
fastening neans are a nunber of |aser beam wel ded

poi nts (25).

6. A nmethod for connecting two end parts especially
of a ring made of a length of weldable steel, with each
end part having an edge which extends essentially
parallel to the respective other edge at |east along a
comon section, conprising the steps of providing at

| east one retaining elenent (9, 29, 39) at one edge (3,
33), introducing the retaining elenent in a
correspondi ng recess (13, 23, 43) in the other edge (7,
37) so as to engage form|l ockingly from behind the
recess, as viewed in the edge direction, in order to
prevent a pulling out of the retaining elenent and to
hold the two parts at one another, providing at |east
one projection (17, 19, 47, 49) at the one edge (3, 33)
|aterally offset with respect to the retaining el enment
(9, 29, 39) in the direction of the engagenent from
behi nd which form |l ockingly abuts at the part (5, 35)
having the recess (13, 23, 43) essentially in the edge
direction in such a manner as to counteract force
conponents acting essentially in the edge direction
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away fromthe recess (13, 23, 43) and resulting during
t ensi onal and/or conpressive |oads in the connection by
reason of the engagenent from behind of the recess and
by the retaining elenent, and fastening together by

wel ding the two parts at |east al ong one commobn section
for securely fixing the connection, characterized in
that said two parts are formed froma | ength of

gal vani zed steel and are fastened together by providing
a nunber of |aser beam wel ded points (25)."

In support of its request the Appellant essentially
relied upon the foll owi ng subm ssi ons:

The cl osest prior art fromwhich the invention started
was undi sputedly the clanping ring disclosed in DI.
When producing the fixing points by brazing or

sol dering the band material required to be made of
stainless steel. However, this prior art docunent

di scl osed only punching or displacing cold deforned
material in order to secure the parts together, and no
spot-wel ding at the fixing points of the ring nade of
flat gal vani zed steel material.

The clai ned | aser beam spot-wel di ng al |l owed t he
connection of parts made of gal vani sed steel w thout
damagi ng the gal vani zed surface during wel di ng because
the wel ded points were very small. Moreover, smal
rings fornmed of a band starting at a width of 5 nm
could thus be forned.

D2 di scl osed | aser beam wel di ng of | arge gal vani zed
nmet al sheets together at an extended wel d seam wher eas
t he | aser beam wel ded points according to the invention
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only secured the connection, and the tensional and/or
conpression | oad was directed through the puzzle-Ilike
f ormed connecti on.

The disclosure of D3 did not go beyond that of D2 since
the ring disclosed therein was forned by butt-wel di ng
the ends of a prefornmed ring nmade of gal vani zed st eel
band.

When | ooking for a solution to provide weld points only
for securing gal vani zed flat steel parts the skilled
person would not draw D2 or D3 into consideration
because they related to a different technical field,
and therefore the clainmed arrangenment and net hod was
non- obvi ous.

The Respondent's subm ssions are sumrari sed as fol |l ows:

D1 di scl osed nore than the content of the
precharacterising portion of clains 1 and 6 because its
Figure 5 showed not only wel ded fastening neans but

wel ded points 24, 25. On the other hand the patent
specification had been extended over the content of the
application as filed since the technical problem
(colum 2, lines 42 to 47) underlying the opposed
patent was not originally disclosed.

In DL (colum 1, lines 38 to 41) the probl em of
damagi ng t he gal vani sati on was al ready nentioned. Wen
usi ng the nmethods of brazing or soldering stainless
steel was required, however when using other netal
sheet material |ike galvanized steel the fixing points
were provided by punching, cold deformation or spot

wel ding. Starting fromDl the renai ni ng objective
problemwas to find an inproved nethod of welding to
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provi de the wel ded points. The skilled person having
know edge of the advantages of |aser beam wel di ng as
indicated in D2 and D3 woul d w t hout any doubt apply
the teachings of those prior art docunents in the

nmet hod di scl osed in D1 because they showed a way to
wel d gal vani zed flat steel material w thout degrading
the zinc deposit. Therefore the arrangenment and net hod
according to clainms 1 and 6 was arrived at in an

obvi ous manner by replacing spot wel ding at points 24,
25 of D1 by | aser beam wel ded poi nts.

Reasons for the Decision

1

0856. D

The appeal is adm ssible.

Adm ssibility of amendnents

The amendnents to clainms 1 and 6 are supported by the
description of the patent (colum 5, lines 5 and 6) and
the respective text of the application as filed. They
restrict the scope of protection and are therefore

adm ssi bl e under Article 123(2) and (3) EPC.

Novel ty

The cl ai ned arrangenent and net hod according to
claims 1 and 6 can be regarded as novel since none of
the prior art docunents discloses the conbination of
all features of these cl ains.
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| nventive step

As was acknow edged by the Appellant, Dl discloses an
arrangenent for connecting two parts having the
features of the precharacterising portion of claiml.

The Board does not agree with the Respondent's opinion
that figure 5 of Dl explicitly shows wel ded points 24,
25 because according to the description these pl aces
24, 25 are defined as "punching places" or "sol dered or
brazed places" (colum 5, [ines 62 to 65; colum 6,
lines 1 and 2, lines 30 to 32, lines 53 to 55).

However, punching, rivet-like cold deformation and/or
spot-welding are referred to as alternative fixing
means in the description (colum 3, lines 12 to 14;
colum 4, lines 5to 8 and in clainms 6, 12, 14, 16 and
20 of D1. In the understanding of a skilled person
securing the two parts 1 and 5 together at these places
24, 25 may al so be done by spot-welding, i.e. spot-

wel ded points are therefore inplicitly disclosed in DI.

The acknow edgnment of D1 in the patent specification
(colum 2, lines 2 to 8) does not correctly interpret
the disclosure of DL (colum 6, lines 1 to 3) because
only brazing and soldering require the use of stainless
steel. Spot-welding is not nentioned in connection with
stainless steel, and since the problem of the use of

gal vani zed steel is already generally referred to in
D1, the object underlying the subject-matter of claiml
as nmentioned in colum 2, lines 42 to 48 of the patent
specification is not correct.
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In fact, when starting fromthe prior art according to
D1 the objective problemunderlying the patent in suit,
which is al so supported by the application as
originally filed, is to provide an alternative wel ding
met hod for securing the parts together. The solution to
this problemis characterized in that the spot-wel ded
points are | aser beam wel ded.

D2 or D3 deal with the problem of welding gal vani zed
steel sheets thereby not damagi ng the gal vani zed
surface near the weld seam The recommended sol ution
there is | aser beam wel ding which allows a very narrow
wel d seam and does not degrade the protection by the
zi nc deposit.

Contrary to what was submtted by the Appellant the
Board is convinced that the skilled person | ooking for
an i nprovenent of the connection as known from D1 woul d
draw t he teachings of D2 or D3 into consideration
because they belong to the sane technical field of
wel di ng netal sheets or strips. In particular, the
advant ages of | aser beam wel di ng of gal vani zed st eel
sheets described there give an indication to repl ace
conventional spot welding by |aser beam spot welding in
order to maintain protection provided by the gal vani zed
surface. Since the skilled person is well aware that

| aser beam wel ding is commonly used both for formng
extended wel d seans as well as for spot welding, no
prejudice is present to discourage the use of the |aser
beamin order to formthe additional connection of the
parts 1, 5 at places 24, 25 of Dl1. Thus the subject-
matter of claiml can be arrived at w thout the

i nvol venent of an inventive step (Article 56 EPC)
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Since claim1l of the Appellant's request cannot be
granted for |ack of inventive step the main request has
to be rejected.

At this point, it should be noted that since the main
request is rejected, considerations in respect of the
new y fornul ated objective to be introduced into the
patent specification, in accordance with the auxiliary
request, have becone redundant.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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