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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 89 301 642.8 was filed
on 20 February 1989.

On 2 June 1998 a Communi cation pursuant to

Article 96(2) and Rule 51(2) EPC was issued by the
Exam ning Division inviting the applicant to file
observations within a tinme [imt of four nonths. This
time limt was subsequently extended to six nonths. As
this invitation was not conplied with, a conmunication
"Noting of loss of rights" pursuant to Rule 69(1) EPC
was issued on 15 January 1999.

A request for further processing which also conpleted
the omtted act was received by the EPO by fax issued
at 4.26 pmof the last day of the tine limt, nanely

25 March 1999. However, the fee for further processing
was not received until 26 March 1999. A further

comuni cation "Noting of |oss of rights" was di spatched
on 14 April 1999.

In its subm ssion filed on 16 April 1999 the applicant
requested re-establishment of rights and paid the
prescribed fee.

It was explained that instructions had been sent by fax
on 25 March 1999 to the person who operated the deposit
account from whi ch European fees payable on
appl i cations handl ed by nmenbers of the representative's
office were paid. These instructions nmade clear that

t he due date was 25 March 1999. By letter of 11 My
1999 the applicant supplied evidence that at 3.14 p. m
on 25 March 1999 instructions had been faxed to

Marks & Clerk to pay the fee for further processing on
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t he sane day.

By decision of 3 April 2000 the conpetent formalities
officer rejected the request for re-establishnment of
rights for the reason that sending instructions to a
third party by fax to pay a fee in the afternoon of the
|ast day of atinme Iimt did not constitute taking al
due care required by the circunstances.

On 14 April 2000 the applicant filed an appeal and paid
t he appropriate fee on 28 April 2000. The statenent of
grounds was filed on 22 May 2000. Its subm ssions can
essentially be summari sed as foll ows:

The applicant's representative had not deliberately had
the fax sent to Marks & Cerk at about a quarter past
three p.mon 25 March 1999. In the normal course of
events the instruction would have been typed no | ater
than on the preceding day and woul d have been sent to
Marks & Clerk about 11 a.mon 25 March 1999. If for
sonme reason instructions were being sent to

Marks & Clerk knowingly late in the day ie after 11 a.m
it would have been the practice of the office to

tel ephone Marks & Clerk to warn them of the instruction
and ensure that it was received and acted upon on the
sane day. No professional representative at the office
was however infornmed of the |ate sending of the fax.

Mor eover, according to the case |aw of the EPO, routine
tasks such as paynent of fees may be instructed to
assistants. In this particular case it could not be
ascertai ned why the record manager, who shoul d have
checked the matter with Marks & Clerk did not do so as
this person was normally reliable. Mreover, Marks &
Clerk being the |largest firm of European patent
attorneys in the United Kingdom it would be expected
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that their systenms woul d have been able reliably to
arrange for paynent of the fee on the sane day.

In response to a Conmuni cation of the Rapporteur of the
Board i ssued on 23 August 2001 the appellant's
representative stated in a subm ssion received on

31 Decenber 2001 that no problem woul d have arisen if
the fax instruction had been sent before about 11 a.m
and that there would have been adequate tine for

Marks & Clerk even if instructions were sent |ate,

about 3.30 p.m However, in such cases it was the
office's practice to tel ephone Marks & Clerk to seek
confirmation that the fee had been or would be paid
that day. Even if the office had failed to contact
Marks & Clerk by tel ephone, it would have been expected
that Marks & Cerk would tel ephone the office to advise
if there would be a problem

A second commruni cation was issued by the Board
acconpanyi ng a sumons to oral proceedi ngs which were
held on 9 July 2002. During these oral proceedings,
where the nmeanwhile retired responsi ble representative
of the appellant had been replaced by two ot her nenbers
of the office, the appellant's representatives further
expl ai ned that when a fax was sent to Marks & Clerk on
the last day of a tinme l[imt, according to the
offices's practice the responsible representative or
his secretary always drew the urgency of the matter to
the attention of the records manager whose failure in
this case constituted an isolated error in an otherw se
satisfactory system

Reason for the Deci sion

2318.D
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The appeal is adm ssible.

It appears fromthe file that during the course of the
exam nation procedure five comuni cati ons pursuant to
Article 96(2) and Rule 51(2) EPC were sent by the
Exam ni ng Division between 1993 and 1997 and that in
two cases where a request for further processing had to
be filed, the conditions for conmplying with

Article 121(2) EPC were fulfilled in due tine,

i ncludi ng the paynent of the appropriate fee through a
third party ie Marks & Cerk. This shows that in the
office of the representative of the appellant there was
a normally satisfactory systemfor nonitoring tine
l[imts and al so an effective system of collaboration
with a third party which operated the deposit account
from whi ch European fees due for applications handl ed
by the nenbers of the representative's office were
pai d.

Thus when after a sixth Comrunication, the Appell ant
was sent a communication "Noting of |oss of rights" and
again a request for further processing was filed, the
omtted act was conpleted by fax in due tinme albeit in
the afternoon of the |ast day of the tine limt ie on
25 March 1999. The fee for further processing was
however paid and received by the EPO only on 26 March
1999. Evidence was supplied that a fax had been sent to
Marks & C erk, containing the name of the applicant,

t he nunber of the application, the amount of the fee
(76 Euro) and the due date, the latter in bold type.

However that instruction had been faxed at 3.14 p.mon
25 March 1999. According to the declaration of the
Group Managenent Accounts Supervisor of Marks & O erk,
on that very day the person responsible for incomng
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faxes was on holiday while new staff recruits did not
realise that a tinely paynent of EPO fees was
i mportant.

Al t hough this explanation is rather surprising, the
Board accepts that, as Marks & Clerk is one of the

| argest firns of European patent attorneys in the
United Kingdom this third party had to be considered
as reliable and that Marks & Cerk could normally have
arranged for the necessary paynent on the sane day.
However, no rel evant reason was given why this
instruction was faxed not only on the | ast day of the
time limt but in the afternoon of that day.

Thus the question arises as to whether it could be
expected with reasonable certainty that tinmely action
woul d be taken. It energes fromthe witten subm ssions
of the Appellant, which were reiterated during the oral
proceedings, that it was the task of the records
manager, who was nornally reliable, to see the paynent
through ie to check with Marks & Clerk that the paynent
had in fact been nmade in tine. Furthernore, the Board
accepts as plausible the subm ssion of the appellant at
the oral proceedings that it was the practice of that
office at the relevant tine for the responsible
representative or his secretary to draw the attention
of the records manager to such last day instructions eg
when sending a fax to Marks & Clerk on the | ast day of
atimnelimt.

Taking into account all the circunstances of the case
the Board is of the opinion that the failure of the
records manager, coinciding with the admtted

mal function at Marks & Cerk, constituted an isol ated
error in an otherw se satisfactory system and t hat
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therefore re-establishnment of rights may be granted.

Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside

2. The appellant is granted re-establishnent of rights in
respect of the non-observed period ending on 25 March
1999 for paynent of the fee for further processing.

The Regi strar: The Chai r man:

E. Gorgnmuaier R Young
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