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Summary of Facts and Submni ssions

0192.D

The appeal filed on 4 February 2000 lies fromthe

deci son of the Exami ning Division posted on 28 Decenber
1999 refusing European patent application

No. 96 114 552.1 (European publication nunber 763 522).

By its comrunication under Rule 51(4) EPC dated 13 July
1999 the Exam ning Division inforned the Appell ant
(Applicant) that it intended to grant a European patent
on the basis of clains 1 to 7 according to the then
pendi ng auxiliary request. Caiml read as foll ows:

"1l. N-vinyl conpositions conprising the structura
formul a:

C)::Y/ H '
wherein R® is selected fromthe group consisting of:
I sobornyl, benzyl, allyl, N, N-dinethylam noethyl and
hexaf | uor obutyl . "

In the Annex to the communication under Rule 51(4) EPC
t he Exami ning Division specified in detail the
deficiencies preventing grant of a European patent on
the basis of the then pending main request. The
Exam ni ng Division held that the anendnents nade to the
clainms of that request contravened the requirenments of
Article 123(2) EPC
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The Exam ning Division requested the Appellant-
Applicant to indicate his approval to the text notified
to him i.e. to the then pending auxiliary request, and
i nformed himthat the European patent application would
be refused if he failed to communi cate his approval .

Si nce the Appellant disapproved the text intended for
grant, there was no text agreed by himwhich could
serve as a basis for the grant of a European patent as
required by Article 113(2) EPC with the consequence
that the Exam ning Division refused the European patent
application pursuant to Article 97(1) EPC

The Appellant no | onger maintained in appea

proceedi ngs the fornmer main request. He requested on

21 Decenber 2001, as sole request, grant of a patent on
the basis of the text notified by the Exam ning
Division in its communication under Rule 51(4) EPC
dated 13 July 1999, i.e. on the basis of the forner
auxiliary request, while his subsidiary request for

oral proceedings submtted in his Statenent of G ounds
of Appeal dated 19 April 2000 was mai nt ai ned.

Reasons for the Deci sion

1

0192.D

The appeal is adm ssible.

The deci si on under appeal dealt exclusively with
deficiencies of the clains of the then pending main
request and did not object to the clains according to
the then pending auxiliary request. Thus, the

Appel lant's withdrawal of the fornmer main request while
mai ntai ning the fornmer auxiliary request as sole
request in appeal proceedings has the effect that the
obj ections given in the contested decision for refusing
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the present application have been renoved and that the
present clains relate to subject-matter upon which the
Exam ning Division intended to grant a European patent.
Consequently, the Board considers that the appeal is
wel | founded.

This finding is in line with established jurisprudence
of the Boards of Appeal that an appeal is to be

consi dered well founded if the Appellant no | onger
seeks grant of the patent with a text as refused by the
Exam ning Division and if he proposes a text for grant
whi ch clearly neets the objections on which the

deci sion relies since proceedi ngs before the Boards of
Appeal in ex-parte cases are primarily concerned with
exam ni ng the contested decision (see decision G 10/93,
Q) EPO 1995, 172, points 4 and 5 of the reasons).

Under these circunstances, the Board considers it
appropriate to exercise the power conferred on it by
Article 111(1), second sentence, second alternative,
EPC to remt the case to the Exam ning Division for
further prosecution.

Since the Appellant's request succeeds there is no need
for the Board to consider its subsidiary request for
oral proceedi ngs.
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O der

For these reasons it is decided that:

1. The deci son under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of the text notified by the
Exam ning Division in its conmunication under
Rul e 51(4) EPC dated 13 July 1999.

The Regi strar: The Chai r man:

N. Maslin J. Jonk
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