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Summary of Facts and Subm ssi ons

0690. D

An opposition had been fil ed agai nst European Patent
No. 649 823 on the grounds of Articles 100(a), (b)

and (c) EPC. The follow ng docunents, inter alia, were
subm tted during the opposition proceedi ngs:

D11: British Standard 4071 (1966)

D15: British Standard 5270 (1989)

The present appeal was | odged against the interlocutory
deci sion of the Qpposition Division to maintain the
patent with a set of anended clains 1 to 7.

Experimental data were filed by the appellant, inter
alia by letter of 20 Decenber 2002.

A new set of anmended clains 1 to 5 was filed by the
respondent at the oral proceedings on 4 February 2003.

Caim1l read as foll ows:

"Aliquid dispersion for use as an adhesive to bond
pl aster, cenent and wood, conpri sing

a) pol yvi nyl acetate which is prepared by

pol ynerising vinyl acetate in the presence of m xed
stabilizers, wherein the m xed stabilisers include a
cellul ose ether such as hydroxyethyl cellul ose; a

m xture of polyvinyl alcohol and a cellul ose ether; or
a mxture of a surfactant, polyvinyl alcohol and a
cel l ul ose et her,

b) pol yvi nyl al cohol
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c) oxitol acetate as coal esci ng agent, and

d) silica,

wherei n conmponents b), c¢) and d) are added after

pol ynmeri sation of the vinyl acetate is substantially
conpl ete, provided that the dispersion conplies with
British Standard 5270, that is, nmeets the requirenents
with regard to the solid content, the saponification
val ue, the acid value, the ash value, the | ow
tenperature filmformation capability, and the bond
strength as specified in this British Standard, and
with British Standard 4071, that is, neets the
requirenents with regard to the resistance to freezing
and thaw ng, the freedom from staining, the strength,
the resistance to sustained | oadi ng, and storage as
specified in this British Standard."”

V. The appellant's argunents may be summari sed as fol | ows:

- Conpliance with British Standards was an essenti al
feature of the clained conposition. The
experinental data showed, however, that not even
t he best node of the patent in suit, represented
by Dispersion Din the exanples, net these
St andards. The cl ainmed invention was therefore not
sufficiently disclosed.

- No further objections were raised under
Article 100(a) and (c) EPC.

V. The respondent’'s subm ssions were essentially:

- The incorporation into the clains of the criteria
for fulfilling the British Standards were
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sufficient for neeting the clarity objections.

- A product corresponding to a conposition according
to the patent in suit enjoyed a conmerci al
success. This was an indication that the
conposition as clainmed nust satisfy all the
stipulated criteria according to the indicated
British Standards.

- The experinental data in the patent in suit and
provi ded by the appellant were proof that the
invention as clainmed was sufficiently disclosed
for it to be carried out by the skilled person.

VII. At the end of the oral proceedings, the requests were
as follows:

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis the set of clains submtted during the oral

pr oceedi ngs.

Reasons for the Decision

1. Amrendnent s

The Board is satisfied that the anmended cl ains do not
contravene the requirenents of Articles 123(2) and (3)
EPC. Since the appellant has waived his objection based
on Article 100(c) EPC, there is no need to deal
specifically with this point.

0690. D Y A
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Clarity

Claims 1 and 2 have been anmended to incorporate the
criteria which are specified in the British Standards
D11 and D15. As is expressly acknow edged by the
appel l ant, these anendnents contribute to nmake the
subject-matter of claim1 clearer as to the

requi renments which are to be net by the clained

di sper si on.

The Board has not overl ooked the fact that D11 and D15
al so specify limting values, at |least for sone of the
indicated criteria. The respondent has, however,
submtted that the incorporation of all these val ues
into the claimwould make it unduly | engthy and
possibly render it less clear. Indeed, it is undisputed
that the quantification of the criteria is nade under
defined conditions, w thout the specification of which
t he indicated val ues would not have a validation. Under
t hese circunstances, the Board exceptionally accepts
the present wording of claiml and 2 as a conproni se
bet ween the requirement of clarity and that of

conci seness as laid dowmn in Article 84 EPC, and to

| eave further details of the specifications of the
British Standards in the description.

Sufficiency of disclosure

It is conmon ground that the subject-matter of claim1l
contains all the essential features of the best node
according to the patent in suit, nanely that of

di spersion D of Exanple 2.

By letter of 20 Decenber 2002, the appellant has filed
results of experinments which were to reproduce
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di spersion D. He has thereby remarked that the patent
in suit did not give details of the vinyl acetate

pol yneri sati on process and that a stable dispersion
could only be obtained by slightly nodifying one the
paraneters as disclosed in the patent in suit, nanely
by using 0.77% instead of 0.50% of the surfactant
Per | ankrol FN65™ (conpare Experinent 2b, page 2 of the
Experinmental report "Versuchsbericht" dated 20 Decenber
2002, with Experinment 1, corresponding to the

formul ation of dispersion D, Table IIl of the patent in
suit).

The Board notes that the dispersions in question were
obtai ned foll ow ng standard pol yneri sati on procedures.
Furthernore, the appellant has submtted that slight
variations within a given procedure are part of the
routine for a skilled person (see letter dated

20 Decenber 2002, page 3, paragraph B)). In summary,

t he appell ant has been able to obtain a stable

di spersion by followi ng the teaching of the patent in
suit and using general common know edge. Even if a
slight nodification was necessary, the appellant has
not argued that, in this case, an undue burden was
required fromthe skilled person to put the clained

i nvention successfully into practi ce.

The appel | ant has expressed doubt that even di spersion
D actually neets all the criteria required by the
British Standards as stipulated in claim1l. The Board
notes that, according to the experinental report, the
cl aimed conpositions nmeet the criteria which are put to
test, nanely that of ash residue and resistance to
freezing and thaw ng according to D15 and D11,
respectively. This was al so confirnmed by the appell ant
during the oral proceedi ngs. The appel | ant has not
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queried the test data obtained with dispersion D as

di sclosed in the patent in suit. Furthernore, the
appel l ant has not refuted the respondent’'s argunent
that a product corresponding to the dispersion of
claiml1l is on the market and therefore |ogically nust
conply with the stipulated British Standards. In view
of these indications, the Board holds that the onus
nmust be on the appellant to provide proof to the
contrary, i.e. that the clainmed di spersion does not
neet one or nore of the requirenents. In the absence of
test data to that effect, the Board properly has to
conclude that the dispersion of claim1 conplies with
the British Standards as sti pul at ed.

As a corollary to the above, the Board finds that the
objection of lack of disclosure is not substanti at ed.

Patentability

As was established at the oral proceedings, the
appel l ant did not uphold the objection that the
subject-matter of claim1 |acks an inventive step. The
Board does not see any reason to query this finding.
Claim2 is directed to a process for preparing a liquid
di spersion corresponding to that of claim1 and

clainms 3 to 5 are each directed to a nethod in which a
di spersion of claiml is applied. By the sane token,

t he subject-matter of these clains is also accepted as
novel and involving an inventive step. The patent can
thus be maintained with the present clains, after the
necessary adaptation of the description.

As indicated in point 2.2 above, the specifications of
the British Standards 5270 and 4071 have been
introduced into the clainms for reasons of clarity but



- 7 - T 0501/ 00

also wth the requirement of conciseness in mnd. As
part of the adaptation of the description, the Board
therefore holds that it should contain a nore detailed
reference to D11 and D15. It is left to the first
instance to assess the content of these docunents and
to consider their relevance and appropri ateness for
incorporation into the description, so as to allow the
reader to have a cl ear understandi ng of the exact

speci fications contained therein.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the first instance with the
order to maintain the patent with the foll ow ng

docunent s:

- claims 1 to 5 submitted during the oral
pr oceedi ngs;

- description and drawi ngs to be adapted.

The Regi strar: The Chai r man:

U. Bul t mann R Spangenberg
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