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Summary of Facts and Subm ssi ons

1803.D

The nention of the grant of European patent

No. O 584 916 with respect to European patent
application No. 93 305 382.9 filed on 8 July 1993 was
publ i shed on 4 Septenber 1996 on the basis of five
claims. Cdaiml read as foll ows.

"A process of preparing a cured coating on a surface,
t he process conpri sing

a) mxing a vinyl polynmer having acetoacetyl functional
groups with an anount of ammonia or primary am ne
sufficient to convert the acetoacetyl groups to enam ne;
b) storing the mxture to allow the reactants to
equi li brat e;

c) adding ammonia or primary amne to raise the pHto 9;
d) maintaining the pH at 9;

e) applying the coating to the surface; and

f) exposing the coated substrate to visible radiation,
ultraviolet radiation or sunlight to produce the

desi red degree of curing;

wherein the vinyl polymer is free fromcontact with any
conmponent whi ch generates a free radical on exposure to
oxygen. "

On 28 April 1997 a notice of opposition was filed, in
whi ch the revocation of the patent in its entirety was
requested on the grounds of Article 100, paragraphs (a)
and (c) EPC, with respect to | ack of novelty, |ack of
an inventive step and extension of the subject-matter
beyond the content of the application as originally
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filed, respectively. The opposition was supported inter
alia by the follow ng docunent:

D1: EP-A-0 492 847

L1l In a decision notified in witing on 9 February 2000,
t he opposition division revoked the patent. That
deci si on was based on a set of clainms 1 to 5 submtted
during the oral proceedings as the sole request.
Claim1l differed fromclaim1l as granted as foll ows:

- the term"preparing a cured coating" was replaced by
the feature "inproving the rate of coatings property
devel opnent *;

- The alternative "visible radiation"” in feature (f)
was cancel | ed.

The opposition division held that:

(a) The amended clains were in conpliance with the
requi renents of Articles 84 and 123 EPC.

(b) D1 disclosed features (a) to (e) of the clained
process. Feature (f) was inevitably net when
followi ng the instructions given in D1, since the
coatings were placed under anbient conditions on a
| aboratory benchtop for 28 days and woul d
automatically be exposed to sunlight. Since the
feature "desired degree of curing" had a relative
nmeaning, it could be interpreted in its broadest
sense. Thus, the cure obtained by exposing the
films to adventitious sunlight on a benchtop
according to D1 provided the desired degree of

1803.D
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curing. Therefore, the clained subject-matter was
not novel over D1 and the patent should be revoked.

On 10 April 2000 the proprietor (appellant) filed a
noti ce of appeal against the above decision, the
prescri bed fee being paid on the sanme day. Wth the
statenment setting out the grounds of appeal received on
6 June 2000, the appellant submitted a set of anended
claims 1 to 5 as main request, which corresponded to

t he version underlying the decision under appeal, and a
set of anended clains 1 to 13 as auxiliary request. By
letter dated 4 May 2004, in reply to a comunication of
t he board, the appellant submtted two sets of anended
clainms 1 to 5 as main and auxiliary requests repl acing
t he previous requests.

In claim1 of the main request conpared to the granted
version the alternative "visible radiation" in

feature (f) was cancel |l ed.

In claim1 of the auxiliary request, additionally, the
followi ng further amendments were nade:

- the feature "of wavel engths between 200 nm and
400 nm' was added after the term"ultraviol et

radi ati on";

- the feature "including wavel engths from 295 nmto
400 nm was added after the term "sunlight".

In a comuni cation annexed to the sunmons to attend
oral proceedings, the board nmentioned the points to be
di scussed during the oral proceedings, including the
adm ssibility of the disclainmer in claim?21 under
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Article 123(2) EPC in view of decisions G 1/03 and
G 2/ 03, both dated 8 April 2004, to be published in QJ
EPQO.

Oral proceedings were held on 17 June 2004.

The appel | ant argued in substance as foll ows:

The disclainmer at the end of claim1 as granted was

i ntroduced in good faith during the exam ning
proceedi ngs since it was considered to be in line with
the practice as laid down in the CGuidelines for

Exam nation in the European Patent O fice (in the
followi ng: Quidelines) and the case |law at that tine. A
patent was granted with the disclainmer and the
opposition division did not object to this disclainer.
In its decision G 1/03, the Enlarged Board of Appeal
had changed the practice and all owed disclainmers only
in case of an accidental anticipation, wthout giving
any transitional provisions. In any case, the core of
D1 was to use autoxidizabl e conponents for curing,

whi ch was an unrelated or renote technical field from
curing with radiation. Al though the curing in both
cases led to simlar crosslinked polyners, the
solutions to obtain them were quite different.
Furthernore, the application as filed showed that the
claimed invention only concerned the use of radiation,
in the context of which an autoxidi zabl e conponent had
never been considered. Thus, since the disclainer was
inline wth the decision G 1/03, it was all owabl e.

The argunents of the respondent can be sunmarized as
fol |l ows:



1803.D

- 5 - T 0500/ 00

Claim1l of the main and the auxiliary requests
conprised a disclainmer which was not originally

di scl osed. According to decisions G 1/03 and G 2/03, a
di scl ai mer mi ght be adm ssible in order to restore
novel ty agai nst an accidental anticipation under
Article 54(2) EPC. Docunent D1, however, was no
accidental anticipation within the neaning of those
deci sions. The proprietors knew D1, which was

acknow edged in the application as filed. The techni cal
field of the clained subject-matter and that of the

di scl osure of D1 were closely related to each other and
had the same problemin common. Furthernore, the curing
in the patent in suit and in DL led to a simlar cross-
i nked pol yner. Thus, the purpose of that disclainer
was to create distance fromthe disclosure of D1 and to
provi de arguments for inventive step. Furthernore, the
di scl aimer was not properly drafted and renoved nore

t han was necessary to restore novelty over DI1.
Consequently, the disclainmer was not all owabl e under
Article 123(2) EPC

During the oral proceedings, after a deliberation of
the board, the Chairman informed the parties of the
conclusions of the board with respect to the objections
under Article 100(c) EPC. In reply to a question of the
chairman, the appellant said that he had no further
subm ssions to make.

The appel | ant requests that the decision under appeal
be set aside and that the European patent be maintained
on the basis of either the main request or the
auxiliary request, both filed with letter dated 4 My
2004.
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Xl . The respondent requests that the appeal be di sm ssed.

Reasons for the Decision

1. The appeal is adm ssible.

Mai n and auxiliary requests

Article 123(2) EPC

2. The respondent objected that the amendnent "wherein the
vinyl polyner is free fromcontact with any conmponent
whi ch generates a free radi cal exposure to oxygen", in
granted claim 1l had not been originally disclosed.

2.1 That anmendnent was a di sclainer introduced by the
appellant into claim21 during the exam ning proceedi ngs
in response to an objection of |ack of novelty based on
D1. The first question to be answered is whether or not
t hat anendnent has a basis in the application as filed.

2.2 Al t hough the appellant did not point out any specific
di sclosure in the application as filed as basis for the
di sclaimer, he argued that the whol e application as
filed only dealt with curing by radiation and did not
consi der curing by any other neans.

2.2.1 \Nereas the application as filed is directed to a
pol ymer and a nethod for |ight-assisted curing of
coatings (title, page 1 first paragraph), original
claiml is directed to a process of preparing a
conposition for use as a coating for application to a
substrate, which includes only steps (a) to (d) of

1803.D
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granted claim 1 and does not include any concept of

| ight-assisted curing. Only dependent claim3 is
directed to a process of preparing a cured coating on a
surface which includes exposing the coated substrate to
ultraviolet light for a time sufficient to produce the
desired degree of cure. Curing by ultraviolet light is
covered by step (f) of granted claim1. The originally
claimed teaching is confirmed by the description
wherein only the fourth aspect relates to curing the
coated substrate by ultraviolet radiation (page 3,
second paragraph). Al though in the application as filed
enbodi nents are di scl osed which al so use sunlight and
visible radiation for curing (page 3, third and second
par agraph frombottom page 5, first to third ful

par agr aphs), the broad concept as disclosed in the
application as filed covers processes wherein |light-
assisted radiation is not the only essential neans for

curing.

Al t hough the application as filed does not specifically
di scl ose curing by neans other than radi ation, other
curing nmeans are within the broad concept of the
application as filed due to the term"conprising”, as
used t hroughout the whol e disclosure (claim1l1, second
line; claim3, first line; page 3, second paragraph and
page 5, first and second full paragraphs). That broad
concept was the reason why the clainmed subject-matter
before introducing the disclainer was objected to for

| ack of novelty by the exam ning division due to the
expression "anbi ent conditions" disclosed in D1, even
after incorporation of the limtation to radiation into
claim1 according to feature (f) (conmmunication dated
22 May 1995). In reply to that comunication, a
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di scl ai mer based on D1 was introduced in claiml, to
provide a delimtation over the disclosure thereof.

From the above it follows that the appell ant has
deliberately introduced a disclainmer into claim1l
before grant in view of the broad concept he intended
to protect, although there were other ways to restrict
the claimby originally disclosed features. The

di scl ai mer cannot directly and unanbi guously nor
inmplicitly be derived fromthe application as filed, so
that it, therefore, is not originally disclosed
(Article 123(2) EPC).

According to the appellant, the wording of the

di scl ai mer was based on the disclosure of D1, in
particular claim1. Since D1 was published on 1 July
1992 before the clainmed priority date (28 July 1992) of
the patent in suit, it is state of the art under

Article 54(2) EPC. Thus, the question arises under

whi ch requirenments such a disclainmer mght be allowable.

According to G 1/03, a disclainmer may be all owable in
order to restore novelty by delimting a claimagainst
an accidental anticipation under Article 54(2) EPC, an
anticipation is accidental if it is so unrelated and
remote fromthe clained invention that the person
skilled in the art would have never taken it into

consi deration when maeking the invention (Headnote 2.1).
Thus, the question arises whether or not the disclosure
of Dl is accidental.

D1 di scl oses a self-crosslinking filmform ng
conposition conprising a vinyl polymer containing
pendant acetoacetate functionality and a conponent
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whi ch generates a free radical flux to oxygen, such as
oxygen in the air (claim1l). According to D1,
substantially all of the pendant acetoacetate
functionality has been converted to or is present as
pendant enam ne functionality (claim 13). The conponent
whi ch generates a free radical flux is an autoxidizable
conponent (claim16), which may contain one or nore
sites of unsaturation (claim217). Furthernore, the

aut oxi di zabl e conponent may be incorporated into the
vinyl polynmer (claim19).

According to D1 there is a drawback with regard to the
use of vinyl polynmers containing pendant acetoacetate
groups, particularly when the polyners are dispersed or
di ssol ved in aqueous solvents. In this regard, vinyl

pol ymers contai ni ng pendant acetoacetate are prone to
hydrolysis in water, particularly on heat aging. The
hydrol ysis reaction occurs at nearly any pH and yi el ds
acetoacetic acid which in turn deconposes to acetone
and carbon di oxi de. Dl seeks to overcone the problens
associated with the known film form ng polyners (page 2,
lines 23 to 43).

Thus, according to D1, there is provided a nethod of
stabilizing an acetoacetate functional polyner in water
to prevent hydrolysis of the acetoacetate functionality
prior to use conprising adding ammonia or primary am ne
in an anount sufficient to formthe enam ne of the
acetoacetate functionality and then storing the
resulting composition under conditions that prevent
reversal of the enam ne formation during storage

(page 2, lines 50 to 54).
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For curing, the autoxidizable conponent is added to the
| atex m xture and equilibrated prior to film
application (exanples, in particular, page 8, lines 46
to 48). The coated filns are cured under anbi ent
conditions on the | aboratory benchtop for the duration
of the tests (see exanples, in particular page 8,

lines 50 and 51). Since the curing performance of the
crosslinked polynmer in ternms of MEK rub resistance,
filmsoluble fraction and swell ratio (page 7, lines 33
to 52, exanples) is tested after different tinme limts
from1l to 28 days (see exanples), it is apparent that
in D1 the curing rate is of inportance.

The application as filed is directed to a process for
inmproving the rate of coatings property devel opnent of
coatings subjected to UV radiation or sunlight by
provi ding coatings with an enam ne content sufficient
to enhance the cure rate of the coating (page 1, first
par agraph). For further details reference is nmade to
points 2.2.1 and 2.2.2 above. It has been undi sputed
that the application as filed and D1 have all features
(a) to (e) of granted claim1 in common and that both
applications are directed to coating conpositions which
can be rendered quickly in a cured state.

The application as filed al so acknow edges D1 (page 7,
lines 1 to 5). According to that passage vinyl polyners
cont ai ni ng pendant acetoacetate groups are prone to
hydrolysis in water in particular on heat aging
(conpare page 6, |ast paragraph) which problem my be
elimnated as taught in D1, by treating the aqueous
acetoacetate polyner, after preparation and
neutralization, with one nolar equival ent of ammoni a or

primary am ne such as ethanol am ne, nethyl am ne,
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i sopropyl am ne, or diglycol amne (page 7, lines 1

to 5). That acknow edgnent is essentially identical
with the teaching given in D1 itself (see points 2.4.2
and 2.4.3). However, in the application as filed, the
cited passage neither nmentions the relevant curing
aspect in D1 nor provides any disclosure that

aut oxi di zabl e conponents are excluded fromthe
conpositions to be used.

A conparison between the application as filed and D1
shows that not only the enam ne containing starting

pol yners are the same but al so the purpose and the
probl em of both applications, nanely to render the
conposition in a cured state, are identical. Both
parties agreed that the teachings essentially only
differ fromeach other in the relevant nature of the
curing, nanely on the one hand curing by chem cal neans
and on the other hand curing by radiation.

In the oral proceedings, the respondent stated that the
same nechani smunderlay curing by radiation according

to the application as filed and by chem cal neans in DI,
namely to provide radicals which enable a crosslinking
bet ween the enam ne containing polyners, which led to
simlar end products. The appellant did not object to

t hat argunent.

Since curing by chem cal neans and curing by radiation
are based on the sane radical nechani sm and have the
sanme purpose, the skilled person may use both curing
means together, for exanple, to accelerate the curing.
Hence, the clainmed solution shows an overlap with the
t eachi ng of DL.
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This overlap of the clainmed subject-matter conpared
with that of D1 is not only confirmed by the disclainer
but also by the followi ng statenents in the description
introduced after the filing date: "W have discovered

t hat such a conmponent (conmponent capabl e of generating
free radicals) is unnecessary” (page 2, lines 35

and 36); "Polymerisation involving unsaturated fatty
acids as surfactants produces pol yners contai ning
conponents capabl e of generating a free radical on
exposure to oxygen, and are hence outside the scope of
the invention" (page 5, lines 32 to 34). Furthernore,
since according to D1 the autoxidizable conmponent can
be incorporated into the vinyl polynmer (claim19), it
is not apparent that the present disclainer
sufficiently excludes that possibility.

Consequently, the appellant's argunments that curing by
chem cal means and curing by radiation relate to
different technical fields which are so far and renote
fromeach other that the skilled person will not

consi der D1 when naking the invention, are not

convi nci ng.

The acknow edgenent of D1 as a prior art docunent in
the application as filed shows that the appellant was
aware of the close relation between D1 and the
application in suit. Mreover, the applicant and one of
the inventors in D1 and in the application in suit are
the sane. The fact that the application as filed does
not nention any differences to the curing in D1 shows
that at the filing date, the applicant did not want to
excl ude other curing neans, in particular those

di scl osed i n D1.
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Fromthe above it follows that D1 and the application
in suit concern the sane technical field, have, except
for the disclainmed conponent, identical conpositions
and relate to the same purpose of sufficient curing.

Mor eover, the sanme technical problemunderlies both the
patent in suit and D1. Since the skilled person wll
consider D1 as suitable prior art to make the invention,
confirmed by the reference to D1 in the original
application (page 7, lines 1 to 5), the disclosure of
D1 cannot be considered as being accidental within the
meani ng of G 1/03.

Furthernore, since D1 relates to the sanme technical
effect as the patent in suit, and since its starting
polymers to be cured are structurally identical to
those used in the clainmed process, Dl can be consi dered
as a suitable starting point for assessing inventive
step (Case Law of the Boards of Appeal of the European
Patent O fice, 4th Edition 2001, 1.D.3.1). Since by way
of the disclainmer nore distance fromDl is created,
because the curing neans are now focussed on radiation
excl udi ng specific chem cal neans, the disclainer
provides a contribution to the disclosure of the
invention as well. Consequently, the disclainer can be
considered to be highly relevant to the assessnent of

i nventive step and changes the content of the
application as filed. In accordance with G 1/03

(points 2.6 and 2.6.1) in such a situation a disclainer
is not justified.

The appel |l ant argued that the disclainmer had been nade
in good faith according to the Guidelines and in
accordance with the practice of the boards of appeal at
the time when nmeking the disclainer.
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I n accordance with established Case Law, the Cuidelines
are only general instructions intended to cover
"normal " situations, which allows that even the
exam ni ng or opposition division may depart fromthe
EPO Guidelines within their discretionary power (see
al so Guidelines, Ceneral Part, 3.2). What counts is
that a uniformapplication of the lawis ensured and

j udged whet her the division has acted in accordance
with the EPC, not whether it acted in accordance with
the Cuidelines (Case Law, supra, VI.L.9). Furthernore,
it is pointed out that the Cuidelines are not rul es of
| aw (Case Law supra, VI.L.9).

These principles established by the boards of appeal
can al so be found in the Guidelines thensel ves
according to which "for the ultimte provisions on the
practice in the EPO, it is necessary to refer firstly
to the European Patent Convention itself including the
| npl enenting regulations and the Rule relating to fees
and secondly to the interpretation put forward upon the
Convention by the Boards of Appeal and the Enlarged
Board of Appeal" (CGuidelines, General Introduction,
1.2). Fromthe above it follows that the Guidelines do
not have any binding effect on the boards of appeal and
do not establish any rules of |aw which nmay be relied
on.

When introducing the disclainmer into claim1l as granted,
t he appellant referred to the Guidelines C VI, 5.8b)
(letter dated 28 Septenber 1995). That part of the

Gui del i nes nmakes reference to decision T 433/86 (EPOR
1988, 97). That decision states: "... when there is an
overlap between the prior art and the clai med subject-
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matter defined in generic terns, specific prior art may
be excluded even in the absence of support for excluded
matter in the original docunents. Such an exclusion may
be achi eved by way of a disclainmer or preferably in
positive ternms if that |leads to clearer and nore
conci se | anguage (cf. Decision T 4/80,

"Pol yet her pol yol s/ Bayer", QJ EPO 4/1982, 149)."

(T 433/86, point 2.).

However, in T 4/80, referred to in T 433/86, the

di scl ai mer concerns the subject-matter of an earlier,
not prepublished national application or corresponding
pat ent which situation is not conparable to the present
case (conpare headnote Il1.). Furthernore, a disclainer
as referred in T 433/86 is not allowable, if the
subject-matter to be disclainmed is considered rel evant
to the assessnment of inventive step (T 170/87, Q) 1989,
441, cited in Case Law, supra, II1l.A 1.6.3).

According to decision T 170/87, supra, rendered on

5 July 1988, long before the introduction of the

di sclaimer in 1995, a disclainmer is only justified on
the follow ng conditions; "the inventive teaching
originally specifically disclosed is not changed as a
whole nmerely by delimting it wwth respect to the state
of the art.”; "only the part of the teaching which the
appl i cant cannot claimow ng to | ack of novelty ...can
be excised in the sense of a partial disclainer”
(point 8.4.3). In the present case, "... the insertion
of a new feature is intended to renbve an objection to
l ack of inventive step. The intention is therefore not
to excise sonmething froman inventive teaching
originally disclosed but ... to bestow inventive
quality on a thoroughly obvious teaching by
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subsequent|ly adding a feature which was not originally
specifically disclosed. This would nean that the
techni cal teaching contained in the original docunments
woul d be substantially nodified. Because of the

correl ation between di scl osure and protection of an

i nvention, however, this can be no nore perm ssible by
way of a disclainmer than it would be in any other way"
(point 8.4.4). Consequently, "a disclainmer can be used
to make an inventive teaching which overlaps with the
state of the art novel but it cannot make an obvi ous
teachi ng i nventive" (headnote).

Fromthe above it follows that at the tinme when the

di scl ai mer was introduced, the appellant could not
expect that a disclainer which was rel evant for the
assessnent of inventive step and changed the techni cal
information in the application as filed would be

consi dered all owabl e (see also G 1/03, point 2.6).

The appellant's position that transitional provisions
shoul d be provided for in G 1/03 for those applicants
who had relied in good faith on the previous EPO patent
practice at the tinme when making the disclainer pronpts
the foll ow ng observati ons.

Firstly, the appellant did not have a reason to rely on
previous case |law in cases, in which the disclainmer was
rel evant to the assessnent of inventive step as stated
above under point 2.7.2. Secondly, the Enlarged Board
of Appeal actually did not provide for a transitional
provi sion. Therefore, this Board is bound to follow the
Enl arged Board's ruling in the present case (see
Article 16 Rules of Procedure of the Boards of Appeal).
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Finally, the devel opnent of the case | aw regarding

di scl ai mers does not justify invoking the principle of
good faith. It is true that this principle is well
established in the application of the EPC (G 2/97, QJ
EPO 1999, 123, Reasons, point 1). It inplies that
nmeasures taken by the EPO should not violate the
reasonabl e expectations of parties to proceedi ngs
before the EPO (G 5/88, Q) EPO 1991, 137, Reasons,

point 3.2). The Enl arged Board has applied this
principle to the effect of its decisions. In case

G 9/93 (QJ EPO 1994, 891) it overturned its ruling in
G 1/84 (QJ EPO 1985, 299). Since in pending cases
patent proprietors relying on G 1/84 had every reason
to expect that self-opposition would be considered

adm ssible it was inequitable in the Enlarged Board's
opinion to prevent them from conti nui ng proceedi ngs

t hey had enbarked on in good faith and which could not
adversely affect the rights of any third party. However,
at the same tinme the decision enphasizes that equitable
reasons for such a transitional rule may exist on
purely procedural issues and that the general rule is
that the | aw has always been in conformty with its
|ater interpretation by the Enlarged Board (supra,
Reasons, point 6.1). The question to which extent an
application may be amended is a question of disclosure
affecting not only the interpretation of Article 123(2)
EPC but inter alia also of Articles 54 and 83 EPC.
Therefore, it is a question of substantive | aw which
cannot be interpreted differently depending on the date
on which the disclainer was introduced.

For the sake of conpleteness, it should be added that a
singl e decision of a Board of Appeal, as in the present
case T 433/86 (supra), cannot create a legitimte
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expectation that it will be followed in future, even if
it iscited in the Guidelines (see J 25/95 of 20 August
1997 and the further decisions cited in Case Law, supra,
VI.A 1, paragraph bridging pages 252 and 253 of the
English edition).

2.8.4 Consequently, the principle of good faith cannot be
i nvoked agai nst the application of the principles
concerning the allowability of disclainmers |laid down in
G 1/03 to pendi ng cases.

2.9 Fromthe above it follows that the principles |aid down
in G1/03 are to be applied to the present case. Since
t he disclosure in D1 cannot be considered as acci dental
wi thin the neaning of the decision G 1/03, the
di sclaimer is not allowable under Article 123(2) EPC.
2.10 Consequently, since both requests include an

unal | owabl e di scl ai mer, none of the requests neets the
requi renents of the EPC.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher

1803.D



